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Remarks 



Claims 1-6 are pending herein. By this Amendment, claims 1 and 3 have been 
amended, and new claims 5 and 6 have been added. 

Claims 1 and 3 have been amended to state that the catalyst consists of the recited 
proton type P zeolite. Furthermore, claim 3 has been amended to clarify that the method 
comprises contacting the exhaust gas with the catalyst in the presence of methanol and/or 
dimethyl ether as reducing agent. Claim 3 has also been amended to replace the language 
"reducing/removing" with —removing—. 

New claim 5 combines the limitations of original claims 3 and 4, 

New claim 6 corresponds to original claim 3 except that the reducing agent is limited 
to dimethyl ether. 

In the Final Office Action, claims 3 and 4 are rejected under 35 U.S.C. §112, second 
paragraph; claims 1-4 are rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. 
Patent No. 5,374,410 to Grasselli et al. ("Grasselli"); claims 1 and 2 are rejected under 35 
U.S.C. § 102(b) as being anticipated by JP 2000-308831 ("JP '831"); claims 1 and 2 are 
rejected under 35 U.S.C. §102(b) as being anticipated by U.S. Patent No. 5,776,423 to Feeley 
et al. ("Feeley"); and claims 3 and 4 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over JP '831 in view of Grasselli. 

The Advisory Action maintained the rejections set forth in the Office Action. 

In view of the amendments and remarks herein, Applicants respectfully request 
reconsideration and withdrawal of the rejections set forth in the Final Office Action. 

I. Rejection of Claims 3 and 4 Under 35 U.S.C. SI 12 

Claims 3 and 4 are rejected under §112, second paragraph, as being indefinite. 
According to the Office Action, the language "reducing/removing" in claim 3, line 2, renders 
the claims indefinite. 

As noted above, claim 3 has been amended to replace the language 
"reducing/removing" with the term —reducing--. Applicants respectfully submit that 
amended claim 3 and claim 4 are not indefinite. 

II. Rejection of Claims 1-4 Under 35 U.S.C. S102fb^ Based on Grasselli 

Claims 1-4 are rejected under § 102(b) as being anticipated by Grasselli. Grasselli is 
cited for disclosing a catalyst composition and method for the removal of nitrogen oxides in 
waste gas streams. The method comprises converting nitrogen oxides present in oxygen- 
containing gaseous effluents to nitrogen and N2O by reacting the gaseous effluents with a 
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reducing agent in the presence of a zeolitic catalyst (col. 2, lines 25-35), Suitable reducing 
agents include methanol (col. 2, lines 55-68). According to the Office Action, Grasselli 
teaches at col. 4, lines 45-65 and col. 6, lines 35-40, that suitable catalysts include zeolite beta 
having a silica to alumina molar ratio of at least 30 and that such a zeolite may be in 
hydrogen form. 

Applicants respectfully submit that Grasselli does not anticipate claims 1-6. 

(A) Claims 1-4 

The catalyst disclosed in Grasselli comprises a film of interconnected zeolite crystals 
bonded to a substrate surface (see, e.g., col. 2, lines 31-32). Amended claim 1 is directed to a 
catalyst consisting of a proton type P zeolite. Amended claim 3 is directed to a method of 
purifying exhaust gas, wherein the method uses a catalyst consisting of a proton type P 
zeolite. Claims 2 and 4 depend upon claims 1 and 3, respectively. Thus, the catalyst recited 
in instant claims 1-4 excludes the substrate present in the Grasselli catalyst. 

Therefore, for at least the foregoing reason. Applicants submit that Grasselli does not 
anticipate instant claims 1-4. 

(B) Claim 5 

New claim 5 is directed to a method of purifying exhaust gas, wherein the method 
removes nitrogen oxides in the exhaust gas containing excessive oxygen therein, the method 
comprising contacting the exhaust gas with a catalyst in the presence of methanol and/or 
dimethyl ether as reducing agent, wherein the catalyst comprises a proton type 6 zeolite 
catalyst having a Si02/Al203 molar ratio within 20-70. Thus, claim 5 involves the following 
combination: 

(1) a proton type B zeolite catalyst having a SiOa/AliOa molar 
ratio within 20-70, and 

(2) a reducing agent that is methanol and/or dimetiiyl ether. 

Grasselli does not specifically teach the foregoing combination. 

Grasselli discloses a broad range of zeolite catalysts. The patent teaches a method for 
making the zeolite and states that "[t]ypical zeolites to be synthesized according to this 
method are characterized by a Constraint Index of about 1 to about 12" (col. 4, lines 34-36). 
The patent then lists zeolites "which conform to the specified values of Constraint Index for 
medium pore zeolites" (col. 4, lines 43-45). These include, "for example, ZSM-5, ZSM-1 1, 
ZSM-12, ZSM-22, ZSM-23, ZSM-35, ZSM-38, ZSM-5/ZSM-11 intermediate, and ZSM-48" 
(col. 4, lines 45-47). Grasselli further teaches that "also included herein is Zeolite Beta which 
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has a Constraint Index in the range of approximately 0.6-2.0, and which is described in U.S. 
Pat. No. 3,308,069 and Re. No. 28,341" (col. 4, lines 65-68). At col. 6, lines 37-40, Grasselli 
teaches that "[z]eolites can be used either in the alkali metal form, e.g., the sodium or 
potassium form; the ammonium form; the hydrogen form or another univalent or multivalent 
cation form". 

Grasselli also teaches a wide range of Si02:Al203 molar ratios for the zeolites therein. 

For example, Grasselli teaches the following: 

These zeolites may be produced with differing silicaralumina 
ratios ranging from 12: 1 upwards. They may, in fact, be 
produced from reaction mixtures from which aluminum is 
intentionally excluded, so as to produce materials having 
extremely high silica:alumina ratios which, in theory at least 
may extend up to infinity. Silicaialumina ratios of at least 30: 1 
and higher will be common for these zeolites, e.g., 70: 1, 200:1, 
500:1, 1600:1 or even higher (col. 4, lines 52-61). [emphasis 
added] 

As to the reducing agents which can be used therein, Grasselli teaches the following: 

Suitable reducing agents are hydrogen, CO, nitrogen-containing 
entities such as ammonia, hydrogen cyanide, urea and cyanuric 
acid, oxygenates including methanol, ethanol, propanol, 
formaldehyde, acetaldehyde, acetone and methyl ethyl ketone 
and hydrocarbons including C2-C4 paraffins and olefins (col. 2, 
line 68 - col. 3, line 2). 

To arrive at the mediod set forth in instant claim 5, one skilled in the art reviewing 
Grasselli would have to select a specific zeolite (i.e., a proton type P zeolite) from among all 
those listed at col. 4, lines 34-36, 43-47 and 65-68, and at col, 6, lines 37-40; with a specific 
Si02:Al203 molar ratio (i.e., 20-70) from silica:alumina ratios that can range from 12:1 
upwards to infinity, and can be at least 30: 1 and higher, or 70: 1 , 200: 1 , 500: 1 , 1 600: 1 or even 
higher; and a specific reducing agent, (i.e., methanol and/or dimethyl ether (the dimethyl 
ether not being specifically named in Grasselli)) from among those listed at col. 2, line 68 - 
col. 3, line 2. 

In order to anticipate, the reference must clearly and unequivocally disclose tfie 
claimed invention or direct those skilled in the art to the invention without any need for 
picking, choosing, and combining various disclosures not directly related to each other by the 
teaching of the cited reference. In reArkley, 172 USPQ2d 524, 526 (CCPA 1972) (copy 
enclosed). 
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Applicants submit that Grasselli does not anticipate the claim 5 method because the 
reference does not specifically disclose the combination of zeolite, SiOaiAhOs molar ratio 
and reducing agent used in claim 5, and to arrive at the claim 5 method, one skilled in the art 
would be required to pick and choose among a number of different zeolites, SiOi: AI2O3 molar 
ratios and reducing agents disclosed by Grasselli. 

Applicants submit that claim 5 also would not have been obvious over Grasselli. 

Table 1 , presented on page 1 1 of the instant specification, shows that different zeolite 
catalysts, even when used with the same reducing agent, can have different NOx removal 
efficiencies. For example, Sample 1 (invention example) used "Catalyst 1", a proton type P 
zeolite prepared by burning NH4 type p zeolite (having a Si02/Al203 molar ratio of 27: 1) on 
the market at 450°C for 5 hours. Sample 4 (comparative example) used "Catalyst CI", a 
proton type P zeolite prepared by burning a commercially available NH4 type P zeolite 
(having a SiOa/AUOa molar ratio of 75: 1) at 450°C for 5 hours. Both Samples 1 and 4 used 
methanol as the reducing agent. As shown in Table 1, in the presence of methanol. Catalyst 1 
achieved NOx removal efficiencies of 64% at SOO^C, 88% at 350°C., and 95% at 400°C., 
whereas Catalyst CI achieved NOx removal efficiencies of 1 8% at 300°C., 27% at 350°C., 
and 35% at 400°C. Thus, even though Catalyst 1 and Catalyst CI were both proton type p 
zeolites, their NOx removal efficiencies in the presence of methanol were substantially 
different. 

Samples 10 and 1 1 in Table 1 both used Catalyst 1 but differing amounts of propylene 
oxide (a reducing agent outside the scope of instant claim 5 but possibly within the broad 
scope of reducing agents disclosed in Grasselli). The NOx removal efficiencies of Catalyst 1 
in Samples 10 and 1 1 were substantially lower than the Catalyst 1 's NOx removal efficiency 
in the presence of methanol, a reducing agent within the scope of claim 5. 

Samples 4-7, which used different catalysts, all of which are outside the scope of 
instant claim 5, but the same reducing agent, i.e., methanol, a reducing agent within the scope 
of claim 5, all had substantially lower NOx removal efficiencies than Samples 1 and 2, which 
used catalysts within the scope of claim S and methanol as the reducing agent. Thus, 
although methanol was used as llie reducing agent in each instance, only its use wifh a 
catalyst within the scope of claim 5 resulted in good NOx removal efficiencies. 

Likewise, Samples 8 and 9, which used different catalysts, both of which are outside 
the scope of instant claim 5, but the same reducing agent, i.e., dimethyl etfier, the other 
reducing agent within the scope of claim 5, both had substantially lower NOx removal 
efficiencies than did Sample 3, which used a catalyst within the scope of claim 5 and 
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dimethyl ether as the reducing agent. Thus, although dimethyl ether was used as the reducing 
agent in each instance, only its use with a catalyst within the scope of claim 5 resulted in 
good NOx removal efficiencies. 

Thus, Table 1 shows that catalyst/reducing agent combinations using a catalyst and a 
reducing agent within the scope of claim 5 resulted in substantially better NOx removal 
efficiencies than catalyst/reducing agent combinations where either the catalyst or the 
reducing agent was outside the scope of claim 5. 

Applicants submit that the particular results presented in Table 1 would not be 
expected or obvious in view of Grasselli. 

Thus, Applicants submit that instant claim 5 would not have been obvious over 
Grasselli. 

fO Claim 6 

New claim 6 is directed to a method of purifying exhaust gas, wherein the method 
removes nitrogen oxides in the exhaust gas containing excessive oxygen therein. The method 
comprises contacting the exhaust gas with a catalyst in the presence of dimethyl ether as 
reducing agent, wherein the catalyst comprises a proton type B zeolite catalyst, 

Grasselli discloses that suitable reducing agents include oxygenates such as 
"methanol, ethanol, propanol, formaldehyde, acetaldehyde, acetone and methyl ethyl ketone" 
(col. 2, lines 66-68). Grasselli does not specifically mention dimethyl ether. 

Applicants submit that Grasselli's disclosure regarding the use of oxygenates as 
reducing agents does not anticipate instant claim 6. 

In In re Meyer {''Meyer^'f, the Court of Customs and Patent Appeals ("CCPA") found 

that: 

[t]he genus, 'alkaline chlorine or bromine solution', does not 
identically disclose or describe, within the meaning of §102, 
the species alkali metal hypochlorite, since the genus would 
include an untold number of species.^ 

In In re Jacobson {^'Jacobson^'')^ , the CCPA reversed the holding by the Patent Board 
of Appeals that two claims directed to a process for forming free-flowing granules firom vinyl 

' 202 USPQ 175 (CCPA 1979). 
At 179. 

^ 160 USPQ 795 (CCPA 1969). 

7 

SGRDC\261204.1 



USSN 10/518,005 
Attorney Docket No. 034145. 002 

emulsion polymerizate were anticipated under §102 by a reference (Samler) which disclosed 

the use of polyvinyl thermoplastics to form such granules. The CCPA stated that: 

we do not think that the general disclosure of Samler can be 
considered anticipatory of a specific limitation not disclosed 
merely because the general will include the specific [emphasis 
in original text].^ 

In Akzo N. V. v. International Trade Commission {''Akzo^^)^, the U.S. Court of Appeals 
for the Federal Circuit agreed with a holding by the U.S. International Trade Commission that 
claims to a process for making aramid fibers using a 98% solution of sulfuric acid were not 
anticipated by a reference which disclosed using sulfuric acid solution but which did not 
disclose using a 98% concentrated sulfuric acid solution. 

Copies of Meyer^ Jacobson and Akzo are enclosed. 

In view of Meyer, Jacobson and Akzo^ Applicants submit that Grasselli's disclosure 
regarding the use of oxygenates as reducing agents does not anticipate the use of dimethyl 
ether as a reducing agent. Thus, Applicants respectfully submit that Grasselli does not 
anticipate claim 6. 

m. Rejection of Claims 1 and 2 Under 35 V.S.C. §102(b) Based on JP *831 

Claims 1 and 2 are rejected under § 102(b) as being anticipated by JP '831. According 
to the Office Action, JP '831 discloses a catalyst composition for the selective catalytic 
reduction of nitrogen oxides, comprising a hydrogen form zeolite beta having a silica to 
alumina molar ratio of 20-200 (paragraph [0032]). 

JP '831 corresponds to U.S. Patent No. 6,528,031 to Park et al. ("Park'O, a copy of 
which is enclosed with the Information Disclosure Statement being filed with the instant 
Amendment. 

Park teaches that the "zeolite is preferably one of H-type zeolite such as BEA, MFI 
and USY having Si/Al ratio of 10-100" (col. 4, lines 14-15). However, Park also discloses 
that the catalyst therein comprises not only the zeolite but also a catalytically active noble 
metal component supported on the zeolite and an organic compound having a molecular 
weight of 100-250 being disposed within the zeolite (i.e., the zeolite is filled with the organic 
compound) (see, e.g.. Abstract; col. 3, lines 24-27; and claims 1 and 13). 



Id. At 800. 

^ 1 USPQ2d 1241 (Fed. Cir. 1986). See also MPEP §2131.02 
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By this Amendment, claim 1 has been amended to state that the catalyst consists of 
the recited proton type P zeolite. Thus, Applicants' claimed catalyst excludes the 
catalytically active noble metal component and the organic compound present in the catalyst 
taught in Park and JP '83 1 . 

Therefore, for at least the foregoing reason, Applicants respectfully submit that JP 
'831 does not anticipate instant claim 1. 

IV. Rejection of Claims 1 and 2 Under 35 U.S.C. S102(b) Based on Feelev 

Claims 1 and 2 are rejected under § 102(b) as being anticipated by Feeley. According 
to the Office Action, Feeley discloses a catalyst composition useful in the reduction of 
nitrogen oxides, comprising a zeolite beta in hydrogen or proton form having a silica to 
alumina molar ratio of about 25-60 (col. 3, lines 33-43). 

The catalyst disclosed in Feeley contains a zeolite material having incorporated 
therein copper, cobalt and iron as catalytically active species (see, e.g., Abstract; and col. 2, 
lines 31- 33). 

As noted above, claim 1 has been amended herein to state that the catalyst consists of 
the recited proton type P zeolite. Thus, Applicants' claimed catalyst excludes the copper, 
cobalt and iron present in the Feeley zeolite. 

Therefore, for at least the foregoing reason. Applicants respectfully submit that Feeley 
does not anticipate instant claim 1. 

V. Rejection of Claims 3 and 4 Under 35 U.S.C. S103fa) Based on 
JP ^831 in view of Grasselli 

JP '83 1 is cited for disclosing a catalyst composition for the selective catalytic 
reduction of nitrogen oxides comprising a hydrogen form zeolite beta having a silica to 
alumina molar ratio of 20-200 (paragraph [0032]). JP '831 is further cited for teaching a 
process for reducing nitrogen oxides, comprising contacting the nitrogen oxides in the 
presence of the catalyst to selectively reduce nitrogen oxides using methane as a reducing 
agent in the presence of excess oxygen (paragraph [0018]). According to the Office Action, 
the difference between JP '831 and the instant claims is that JP '831 does not disclose that the 
reducing agent is methanol and/dimethyl ether. 

Grasselli is cited for disclosing a process for the reduction of nitrogen oxides using a 
reducing agent, wherein suitable reducing agents include methanol and C2-C4 paraffins (col. 
2, line 58 - col. 3, line 2). 

According to the Office Action, it would have been obvious to have modified the 
method taught in JP '83 1 to include the use of methanol as a reducing agent in view of 
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Grasselli. The motivation for such modification is said to be Grasselli's teaching that 
methanol and methane are functionally equivalent in the reduction of nitrogen oxides using a 
reducing agent. 

Applicants respectfully submit that claims 3-6 would not have been obvious over JP 
'831 in view of Grasselli. 

(A) Claims 3 and 4 

Amended claim 3 is directed to a method of purifying exhaust gas, wherein the 
method uses a catalyst consisting of a proton type p zeolite. Claim 4 depends upon claim 3. 
Thus, the catalyst used in the method of claims 3 and 4 excludes the catalytically active noble 
metal component and the organic compound present in the catalyst taught in Park and JP '83 1 
and further excludes the substrate present in the Grasselli catalyst. 

Therefore, for at least this reason, Applicants respectfully submit that claims 3 and 4 
would not have been obvious over JP '83 1 in view of Grasselli. 

(B) Claims 

Claim 5 is directed to a method of purifying exhaust gas, wherein the method removes 
nitrogen oxides in the exhaust gas containing excessive oxygen therein, comprising 
contacting the exhaust gas with a catalyst in the presence of methanol and/or dimethyl ether 
as reducing agent, wherein the catalyst comprises a proton type B zeolite catalyst having a 
Si02/Al203 molar ratio within 20-70. 

Park (which corresponds to JP '83 1) discloses that the reducing agent therein is a 
hydrocarbon, preferably natural gas containing 85% or more of methane (see, e.g., col. 3, 
lines 47-52). Park does not specifically disclose either methanol or dimethyl ether. Grasselli 
discloses that suitable reducing agents include oxygenates such as "methanol, ethanol, 
propanol, formaldehyde, acetaldehyde, acetone and methyl ethyl ketone and hydrocarbons 
including C2-C4 paraffins and olefins" (col. 2, line 66 - col. 3, line 2). Grasselli does not 
specifically mention dimethyl ether. Grasselli also does not specifically mention methane. 

According to the Office Action, it would have been obvious, in view of Grasselli, to 
have modified the JP '83 1 method to use methanol as the reducing agent because of 
Grasselli's teaching that methanol and methane are fimctionally equivalent in the reduction of 
nitrogen oxides using a reducing agent. 

In the Information Disclosure Statement filed herewith. Applicants submit an article 
"Shokubai (Catalyst)", Vol. 33 (1991), No. 5, pages 320-327, published by The Catalysis 
Society of Japan (referred to herein as the "Shokubai article"). In the Shokubai article. 
Figure 6 (page 323) is a graph showing the selective reduction of NO to N2 (%) by various 
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reducing agents over alumina as a function of temperature (°C). The reducing agents tested 
included methane and methanol, the methane being represented by a triangle (with an upward 
point) and the methanol being represented by a six-sided symbol. The graph shows that 
methane and methanol perform substantially differently from one another. For example, 
reduction with methanol appears to begin at about 200°C, whereas reduction with methane 
only appears to begin at 400^C. Methanol appears to have achieved 50% reduction at 300°C, 
a temperature below the point where methane even begins to effect reduction. Thus, although 
methane and methanol may both be able to reduce nitrogen oxides, the Shokubai article 
shows that they are not functionally equivalent in doing so, at least in the presence of 
alumina. 

Methanol is an oxygen-containing compound and can be easily oxidized catalj^cally, 
whereas methane is a very stable hydrocarbon. At least one reason why methanol and diethyl 
ether are useful in Applicants' claimed invention is that both compounds contain oxygen and 
are produced from a dehydration reaction using two molecules of methanol. 

As discussed above, the catalyst used in JP '831 (Park) comprises a zeolite, a 
catalytically active noble metal component supported on the zeolite and an organic compound 
having a molecular weight of 100-250 being disposed within the zeolite (i.e., the zeolite is 
filled with the organic compound) (see, e.g.. Abstract; col. 3, lines 24-27; and claims 1 and 
13). Park teaches that the "zeolite is preferably one of H-type zeolite such as BEA, MFI and 
USY having Si/Al ratio of 10-100" (col. 4, lines 14-15). The catalyst structure in Grasselli 
comprises "a film of interconnected zeolite crystals bonded to a substrate surface" (col. 2, 
lines 32-33). As discussed previously herein, Grasselli discloses a broad variety of zeolites. 
The zeolite used in JP '831 (Park) is not specifically disclosed in Grasselli. Applicants 
submit that one skilled in the art, particularly upon review of the Shokubai article, would not 
necessarily be motivated by Grasselli to use methanol in place of methane in the method 
taught in JP*831 (Park). 

Furthermore, as discussed above, the experimental results set forth in Table 1 on page 
1 1 of the instant specification show that the effectiveness of a particular reducing agent will 
vary according to the particular catalyst used. For example. Sample 1 (invention example) 
used "Catalyst 1", a proton type p zeolite prepared by burning NH4 type p zeolite (having a 
SiOi/AhOa molar ratio of 27: 1) on the market at 450®C for 5 hours. Sample 4 (comparative 
example) used "Catalyst CI", a proton type P zeolite prepared by burning a commercially 
available NH4 type p zeolite (having a SiOz/AkOa molar ratio of 75:1) at 450''C for 5 hours. 
Both Samples 1 and 4 used methanol as the reducing agent. As shown in Table, in the 
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presence of methanol, Catalyst 1 achieved NOx removal efficiencies of 64% at 300''C., 88% 
at 350°C., and 95% at 400''C., whereas Catalyst CI achieved NOx removal efficiencies of 
18% at SOO^^C, 27% at 350°C., and 35% at 400*'C. Thus, even though Catalyst 1 and 
Catalyst CI were both proton type (3 zeolites, their NOx removal efficiencies in the presence 
of methanol were substantially different. 

Thus, Applicants submit that one skilled in the art would not have been motivated to 
replace the methane reducing agent in JP '831 with methanol in view of Grasselli, which does 
not specifically disclose the catalyst used in JP '831. 

Therefore, for at least the foregoing reasons, Applicants respectfully submit that claim 
5 would not have been obvious over JP '83 1 in view of Grasselli, 

(C) Claim 6 

Claim 6 is directed to a method of purifying exhaust gas, wherein the method removes 
nitrogen oxides in the exhaust gas containing excessive oxygen therein, comprising 
contacting the exhaust gas with a catalyst in the presence of dimethyl ether as reducing agent, 
wherein the catalyst comprises a proton type 6 zeolite catalyst. 

As noted above. Park (which corresponds to JP '831) discloses that the reducing agent 
therein is a hydrocarbon, preferably natural gas containing 85% or more of methane (see, 
e.g., col. 3, lines 47-52). Park does not mention dimethyl ether. 

Grasselli discloses that suitable reducing agents include oxygenates such as 
"methanol, ethanol, propanol, formaldehyde, acetaldehyde, acetone and methyl ethyl ketone" 
(col. 2, lines 66-68). Grasselli does not specifically mention dimethyl ether. 

Applicants submit that because neither JP '831 nor Grasselli discloses dimethyl ether 
as a reducing agent, claim 6 would not have been obvious over JP '831 in view of Grasselli. 
VI. Conclusion 

In view of the amendments and remarks herein. Applicants respectfully request that 
the rejections set forth in the Office Action be withdrawn and that claims 1-6 be allowed. 
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If any additional fees, e.g., under 37 C.F.R. §§1.16 or 1.17, are due in connection 
with this filing, please charge the fees to Deposit Account No, 02-4300; Order No. 
034145.002. Any overpayment can be credited to Deposit Account No. 02-4300. 



Date: August 18,2006 
GJP/MM/lew 

Enclosures: (1) Request for Continued Examination Transmittal 

(2) Information Disclosure Statement 

(3) Check for the sum of $1,170 

(4) Fee Transmittal Form 

(5) /« reArkley, 172 USPQ2d 524, 526 (CCPA 1972) 

(6) In re Meyer, 202 USPQ 175 (CCPA 1979) 

(7) In reJacobson, 160 USPQ 795 (CCPA 1969) 

iS)AkzoN.V. V. International Trade Comm'n, 1 USPQ2d 1241 (Fed. Cir. 1986) 



Respectfully submitted, 

SMITH, GAMBRELL & RUSSELL, LLP 




Telephone: (202) 263-4300 
Facsimile: (202)263-4329 
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In re Arkley, Eardley, and Long 



172 USPQ 



[ 2 ] Defendant, by its answer, asserts that 
the patents in question are invalid for 14 dif- 
ferent reasons. Misjoinder or nonjoinder of 
inventors is simply one of the reasons de- 
fendant has alleged.. This Court can see no 
advantage in granting a separate hearing on 
the issue of nonjoinder or misjoinder; incfoed, 
if such a hearing were granted, the parties 
might have to produce the same witnesses and 
evidence two different times. This Court is of 
the opinion that the issue of nonjoinder or 
misjoinder of inventors is no more of a thresh- 
old le^al issue than any of the other grounds 
asserted for patent invalidity. Accordingly, 
this Court holds defendant has no right to a 
separate hearing on the issue of patent in- 
validity-due to misjoinder or . nonjoinder of 
inventors under Rule 42(b) of the Federal 
Rules of Civil Procedure. 

III. Rule 12(d) 

Rule 12(b) (7) of the Federal Rules of Civil 
Procedure allows a party to move to dismiss a 
claim for failure to join a party under Rule 19. 
Rule 12(d) states: 

The defenses specificaliy enumerated (1)- 
(7) in siibdivision (b) of this rule, whether 
made in a pleading or by motion * • ♦ shall 
be, heard and determined before trial on 
application of any party, unless the court 
orders that the hearing and determination 
thereof be deferred until the trial. 
[ 3 ] Defendant apparently asserts the al- 
leged nonjpined or misjoined inventors are 
necessary parties to this suit under Rule 19. 
This contention is without merit. The inven- 
tors are not necessary parties for a just adju- 
dication of. this siiit; they are only involved 
tangentially in the instant case in that their 
nonjoinder or misjoinder in the patent appli- 
cation may have rendered the patent invalid. 
Accordingly, this Court holds defendant has 
no right to a separate hearing on the issue of 
parent invalidity due to misjoinder or non- 
joinder of ihvientors under Rule 12(d) of the 
Federal Rules of Civil Procedure. 

Accordingly, it is hereby ordered, adjudged 
and decreed that defendant's motion for a 
separate hearing on the issue of patent in- 
validity due to nonjoinder or misjoinder of 
inventors is denied. 



Court of Customs and Patent Appeals 

In re Arkley, Eardley, and Long 
No. 8553 Decided Feb. 17. 1972 



PATENTS 

1. Patentability — Anticipation 
genera] (§51^01) 



In 



Patentability — Invention — In gen- 
eral (§51^01) 

Fact that rejections under 35 U.S.C. 103 
are proper where subject matter claimed "is 
not identically disclosed or described" in 
prior art indicates that rejections under sec- 
tion 102 are proper only when claimed sub- 
ject matter is identically disclosed or de- 
scribed in prior art. 

2. Court of Customs and Patent Appeals 

— In general (§28.01) 

Court does not grant patent where it re- 
verses rejection of claim; it is Patent Office 
which grants patents, not the court. 

3. Court of Customs and Patent Appeals 

— In general (§28.01) 

' Pleading and practice in Patent Of- 
fice — Rejections (§54.7) . 

Court's reversal of rejection of . claim on 
ground that it is anticipated by reference 
under 35 U.S.C. 102 leaves Patent Office 
free to reject claim as obvious under section 
103 in view of reference since such latter re- 
jection was not before court. 

4. Court of Customs and Patent Appeals 

— Weight given decisions below 
(§28.35) 

It is not court's practice to apply a differ- 
ent standard in cases in complex areas of 
technology than it.dojcs in easily understood 
cases. 

Particular patentsr— Cephaloridine 

Arkley, Eardley, and Long, Cephaloridine, 
rejection of claim 30 reversed. 



Appeal from Board of Appeals of the Patent 
Office. 

Application for patent of Vincent Arkley, 
Stephen Eardley, and Alan Gibson Long, 
Serial No. 329,212, filed Dec. 9, 1963; Patent 
Office Group 120. From decision rejecting 
claim 30, applicants appeal. Reversed; Bald- 
win, Judge, concurring with opinion in which 
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Almond, Judge, joins; Worley, Chief Judge, 
dissenting with opinion. 

J. William Pike and Bacon & Thomas, both 
of Washington, D. C. (Fred T. Williams, 
John J. Cavanaugh, and Pendleton, 
Neuman, Williams & Anderson of 
counsel) for appellants. 

S. Wm. Cochran (Jack E. Armore and 
Henry WnxAkD Tarring II of counsel) 
for Commissioher of Patents. 

Before Worley, Chief Judge, and Rich, Al- 
mond, Baldwin, and Lane, Associate 
Judges. 



In re Arkley, Eardley, and Long 
Rich, Judge. 
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This appeal is from the decision of the Pat- 
ent Office Board of Appeals affirming the re- 
jection of claim 30 in appellants' application 
serial No. 329,212, filed December 9, 1963, 
for a cephalospprin-type antibiotic known as 
cephaloridine. No claim has been allowed. We 
reverse. 

. The Subject Matter Claimed 

The appealed claim is drawn to a single 
compound, by structural formula, and reads: 
30. A compound of the formula 



o 

II 

CHo -e-NHr-CH-CH 



This compound is said to be a broad spectrum 
antibiotic effective against both gram-positive 
and grani-negative micro-organisms, and to 
possess many other virtues not relevant h^fre 
because of the nature of the rejection. 

The Rejection 

Appellants' claim has been rejected as 
anticipated by U. S. patent No.. 3,218,318, 





issued to Edwin R . Flynn November 16, 
1965, on an application filed in the United 
States August 31, 1962, and available against 
appellants' application by virtue of 35 U.S.C. 
102(e) as of its filing date. This reference 
discloses generically a class of cephalosporin- 
type compounds having the following struc- 
tural formula : 




G R 



in which K\ taken alone, is — OH, Ci-Cs 
acylbxy, or tertiary-amirto, R^ is —OH when 
R» is ^OH, R2 is —OH when R» is Ci-Cs 
acyloxy, R2 is —Q" when R» is tertiary- 
amino, R' and R\ when taken together, are 
—O— n is zero or 1, is Ci-C6 alkylene, 
and R* is a hetierpnionocyblic radical 
containing O, S, and/or N Appellants 
"conservatively" estimate that over 230,000 
compounds (including, concededly, theirs) are 
embraced within this generic disclosure, and 



the board in turn conceded that, "If this were 
the only anticipatory disclosure in the ref- 
erence," the disclosure would be "too dif- 
fuse" to support a 1 02 rejection. - 

However, the board found: (1) that Flynn 's 
examples 4 and 10 "adequately disclose the 
exact precursors of the presently claimed 
compound"; (2) that Flynn 's statement that 
Cephalosporin C is also readily converted 

into compounds of the cephalosporin C a 
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type by refluxin^ in aqueous solution with 
an excess of pyridine, for example, as de- 
scribed in Belgian Patent 593,777. 
was adequate to teach how to convert the C- 
type precursors disclosed in examples 4 and 10 
to the Ca -type compound claimed by appel- 
lants; and (3) that FlynnV statement that, "in 
general, those compounds which possess the 
cephalosporin C A nucleus are niore effective 
antibacterially than those containing the 
cephalosporin C nucleus" provided the 
"motive * * * to follow this additional 
teaching * * Putting these three findings 
together, the board held that 

The indicated combination of Example 4 
or 10 with * * * [the teaching of how to 
convert "Cephalosporin C * * * into com- 
pounds of the cephalosporin C a type"] is 
not a matter of obviousness within the 
meaning of 35 U.S.G. 103 but of direct 
teaching within the four comers of the pat- 
ent. 

The effect of this holding, of course, was that 
the board did not have to look at the extensive 
objective evidence which appellants had of- 
fered to rebut any inference of obviousness 
which might be thoiight to arise from the 
teachings of the Flynn patent. " ; 

^' Opinion ■ 
[ 1 ] The sole issue in this case is whether 
cephaloridine is ^'described" in the Flynn 
patent within the meaning of that word in 35 
U.S.C. 102(e). Mt is to be noted that rejections 
under 35 U.S.C. 103 are proper where the 
subject matter claimed "is not identically 
disclosed or described" (emphasis ours) in 
"the prior art," indicating that rejections 
under 35 U.S.C. 102 are proper only when the 
claimed subject matter i> identically disclosed., 
or described in "the prior art." Thus, for the 
instant rejection under 35 U.S.C. 102(e) to 
have been proper, ^the Flynn ireferenoe j must 
' clearly and unequivocally disdoseihe claimed 
compound or direct those skilled in the art to 
the compound without any need for picking, 
choosing, and combining various-vdisclosures 
not directly related to each other by the 
teachings of the cited reference. Such picking 
and choosing may be entirely proper in the 
making of a 103, obviousness rejection,, where 
the applicant must be afforded an opportunity 
to rebut with objective evidence any inference 
of obviousness which may arise from the Jimz- 
larity of the subject matter w:hich he claims to 



..^At one time appellants contended that Flynn 
was not an "enabling disclosure," In re LeGrice, 49 
CCPA 1124, 301 F-2d 929, 133 USPQ 365 (1962), 
but we gather that thfey have abandoned that 
contention-.on appeal, although .there is still ah am- 
biguous reference to I^iicc in their briefs. . ■ 



the prior art, but it has no place in the making 
of a 1 02, anticipation rejection. 

In this case we have no difficulty in deciding 
that the portions of the Flynn reference relied 
upon by the Patent Office Ao not identically 
describe the claimed subject matter. As appel- 
lants point out, the compounds of Flynn *s ex- 
amples 4 and 10 are the "exact precursors" of 
appellants* compound "only to the extent that 
appellants have discovered that cephaloridine 
will be formed :/ the acid [disclosed in example 
10] is first selected and then carefully reacted 
with a particular tertiary amine which also 
must be selected" (Emphasis in original.) Of 
course, it docs appear that the "particular 
tertiary amine" to which appellants refer is 
pyridine, which is mentioned elsewhere in 
Flynn as an example of the class of reactants ^ 
with which a particular cephalosporin C-type 
compound (namely, cephalosporin C itselO 
may be converted into compounds of the 
cephalosporin Ca type, but there is nothing 
in the teachings relied upon by the Patent Of- 
fice which "clearly and unequivocally" directs 
those skilled in the art to make this selection 
nor any indication that Flynn ever made the 
selection himself. Similarly, while it is 
reasonable to suppose that Flynri*s teaching 
that "in general, those compounds which 
possess the cephalosporin Ca nucleus are 
more effecffive antibacterially than those 



2 The parties argue, in essence, about whether the 
words *'for example** in the sentence 
"Cephalosporin C is also readily converted into 
compounds of the cephalosporin Ca type by refiiix- 
ing m aqueous solution with an excess of pyridine, 
for example, as described in Belgian Patent 593,- 
777*' refers to the word "pyridine'^ or the words "as 
described.'* Appellants argue that "it is to be 
stressed that pyridine is only being suggested as an 
example (A the tertiary amine[sj suitable for the 
reaction with the prior art compound cephalosporin 
C," while the solicitor seems to be taking the posi- 
tion that Flynn *s specification would read as 
indicating that the Belgian patent was one place 
among many where those skilled in the art could 
learn how to react cephalosporin C with pyridine. 
While the matter is not free from doubt, we think it 
more likely that the sentence would be read in the 
former way because the presence of the word "type" 
after "Ca" and not alter "C" suggests that one 
particular C-type compound (namely, cephalospor- 
m C itselO can be changed into various C a -type 
compounds by ' refluxing it with an excess :.,oP the 
proper reactant. This intciprctation of the contro- 
verted sentence is reinforced by the next; sentence in 
Flynn*s specification, which is as follows: 

The reaction ...is. applicable in general to the 
tertiary amines, of which. numerous exaniples are 
given above, yitilding corresponding derivatives of 
the cejihalospbrin Ca type wherein the tertiary 
amine is attached to the methyl group in the 3 
position of the thiazine ring, and forms a^^iriiier 
* salt >vith the carboxyl group in ithei 4 position. . 
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containing the ^cephalosporin C nucleiis'* 
would provide some **motive" for those that 
followed him to concentrate their investiga- 
tions on compounds' possessing - the 
cephalosporin Ca .nucleus, that motivation* is 
a very general onCj p>ointing to no: particular 
oiie of the myriads of compounds, actual and 
fk)tential, containing the - cephalosporin C a 
nucleus. • .• - ^^^^i J -: ' ;m • " ■ 

' The board, appareritly recdjjnizing the 
weakness of its position-in attemf^tmg to arrive 
at an anticipation by Gombining the disclo- 
sures in examples 4 and 10 with the above- 
quoted teaching elsewhere in the' patent of 
how to convert a particulari different 
cephalosporin C-type compound into 
cephalosporin C a -type compounds, postulates 
certain teachings which- might haye lieen in the 
reference pateiit any one of which, aopordiag 
to it, if present would have removed alt. doubt 
concerning the . completeness of the anticipa- 
tion.^. The simple answer to the. board's ar- 
gument is that these teachings were, not 
contained in the Flynn patent and that we do 
not regard the teachings which were there and 
which z^er^. relied upon below as the equiva- 
lent of those which; were postulated .by the. 
board. We do not read into references things 
. that are not there. 

Although the board declined to discuss four 
relatively recent decisions by this court in cas^s 
involving description requirements in various 
sections of the patent statute ^ on the ground 
that "the issue {of anticipation] is essentially a- 
factual one," it did . consider the- older case of 
In. re Armstrong, 47 CCPA 1084, 280 F.2d 
13'2. 126 USPQ 28i vj(lS!60), to be ^'apposite 



'3. These postulations were contained in the fol- 
lowing passage from the ;board's,opinion: 

There would be no doubt of the completeness 
of. the anticipation if, paraphrasing column • 3; 
lines 47 to 50, the following language^ were, 
present at the end of each of Examples 4 and 10: 
"This cpihpoutid' is also readily 'converted 
into "a cbmpbiihd of the cephalosporin C A ty pe 
■ by refluxing in aqueous solution with an excess 
* of pyridine, for example, as described in Bel- 
gian Patent 593,777." 

Likewise, 'there would be no question of the 
-applicability of column i3iilines :47 to.50, if that 
. sentence -.were introduced by the words "Any one 
of the ^compounds ot Exainples 1 to .15 is also 
readily converted into compounds of the Ca type 
* • *** or ** Any one of the herein specifically 
narned cephalosporin C compounds is also readily 
convertccrinto compounds oftHe Ga type * * 

Mn re Ruschig, 52 CCPA 1238, 343 FJ2d 965, 
145 USPQ 274 (1965); In r^Kalm, 54 CCPA 1466, 
378 F.2d 959, 154 USPQ 10 (1967); In re McLa- 
morc, 54 CCPA 1544, 379 F.2d 985, 154 USPQ 
114 (1967); and In^rc Ruschig, 54 CCPA 1551, 379 
F.2d 990i 154 USPQ 1 18 (1967) (Ruschig II). ^ 



on this point." There this court reversed the 
. board, finding support for process claims- re- 
citing the use of sodium carbonate although 
the example in the specification ^advanced- as 
support for the claims used sodium- hydrdxide. 
However, in the first place, the . Armstrong 
case was decidied well before the iihe bf. qases 
beginning with Ruschig II, supfa,^ which have 
significantly tightened up on the application of 
the description requirement ' in the first 
paragraph of .35 U.S.C. 112, and, in the 
secohd place, the opinidh in Armstrong points 
out that appellants' specification stated that 
alkali hydroxides and alkali carbonates could 
be used "interchangeably"; in their process. 
The opinion stresses tliis equivalency,. which 
involved a tiny niimber of variables in com- 
parison to the situation here. There arc- no 
Equivalent **blaze marks," to quote the 
language 6f Ruschig II, iri^the case at hand;' 

Accordingly, we will not stistain the rejec- 
tion on the groiihd on which it was made. 
Concerning the rejection as it is reforhiulated 
by the disisent, we express no opinion. It may 
be. that the Patent Offline should have rClied 
upon the portions of Flynn on which the 
dissent relies, or it may be that they had veiy 
good reasons for riot doing so' In any event, 
they did riof rely oh those, teachings in Fly nn, 
and appellants have therefore had no' oppor- 
tunity to comment' thereon. We do not con- 
ceive that it is part of our duty to make better 
rejections for the^ Patent Officje', even if we 
could be sure that we really; Were; making a 
"better rejection," nor do we think that it 
would be consistent with the requirements of 
due process fpr us to. do so for the first tim^ on 
appeal, without. not ice to the affected party! . 

I 2 ] Furthennore, \ve point out that we are 
not granting appellants a patent, if that is 
what the dissent means by "bCstowmg on the 
applicants a licjcnse to litigate." We*are simply 
reversing a reje<jtion ori the ground that the 
claim on aippeal is afittcipajtea under §' 102 by 
Flyrin. It' mdy well be that it is unpatentable 
because d6i;io«j'imdcr ,5 103 in view of Flynh, 

( 3 •] but "no such rejefction is before ,us. The 
Patent Office is free to make such a rejection 
after our iiecisionin this case should it think it 
appropriatij. In re Ruschig, 54 GCPA 1551, 
379 F.2d 990, 154 USPQ 118 (1967); and In 
re Fisher, 58 CCPA , 448 F:2d 1406, 171 
USPQ 292 (1971); In any everit, it is the Pat- 
ent Office which grants patents, not this 

[ 4 ] court. It may further be observed that 

* Among the most recent of these are, In re 
Ahlbrecht, 58 CCPA 848, 435 F.iZd 908, 911, 168 
USPQ 293, 296 (1971); In re Lukach, 58 CCPA 
1233, 442 F;2d 967, 969, 169^ USPQ 795; 796 
(1971); and Fields V. Conbver^ 58 .CCPA 1366; 44^3 
F2d 1386, 1391-92, 170 USPQ 276, 279-80 
(1971). y. - . 
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it is not now the practice in this court, if it 
ever was, to apply a different standard in 
cases . which are in "complex areas of tech- 
nology" than we do in easily understood cases. 
: llie decision of the board is reversed. 

Baldwin, Judge, concurring,' with whom 
Almond, Judge, joins. 

While ^ I agree that the disclosure in the 
Fl)^nn patent is insufficient to constitute an 
anticipation of the claimed invention, I cannot 
agree with the language of the principal 
opinion that for the rejection based on an 
anticipation to have been proper, **the Flynn 
reference must clearly and unequivocally dis- 
close the claimed compound or direct , those 
skilled in the art to the compound without any 
need for picking, choosing, and combining 
various disclosures not directly related to each 
other by the teachings of the cited reference." 

The test which determines whether an 
invention has been, anticipated by a reference 
is whether the description of the invention in 
the reference, is "sufficient to put the public in 
possession of the invention." In re LeGrice, 49 
GCPA 1124. 1131, 301 F.2d 929, 933, 133 
USPQ 365,:36,9 (1962), citing Curtis on Pat- 
ents, 3d ed., Sec. 378 and Seymore v. Osborne, 
78 U.S. (11 Wall) 516, 555 (1870). See also 
In re Brown,.51 CCPA 1254, 329 F.2d 1006, 
141 USPQ 245 (1964); In re Sheppard, 52 
CCPA 859, 339 F.2d 238, 144 USPQ 42 

(1964) ; In re Bird, 52 CCPA 1290, 344 F.2d 
979, 145 USPQ 418 (1965); In re Borst, 52 
CCPA 1398, 345 F.2d 851, 145 USPQ 554 

(1965) ; In re Baranauckas, 55 CCPA 1204, 
395 F.2d 805, 158 USPQ 24 (1968); In re 
Hoeksema, 55 CCPA 1493, 399 F.2d 269, 158 
USPQ 596 (1968); In re Wilder, 57 CCPA 
1314, 429 F.2d 447, 166 USPQ 545 (1970); 
and In re Moore, 58 CCPA 1341, 444 F.2d 
572, 170 USPQ 260 (1971). I find it 
unreasonable to assume that Judge Rich and 
Judge Lane intend to overrule this Jong line of 
cases sub silentio. If what they intend is mere- 
ly to rephrase the. accepted test so as to simpli- 
fy its application, they have missed the mark. 

The language used in the principal opinion 
\yould not in fact simplify the determination of 
the suitability of a reference as an anticipation 
under 35 . U.!S.C. 102. That language requires 
the tribunal to analyze the teachings of a . ref- 
erence, to determine which are equivocal, and 
which are unequivocal. It must also be de- 
termined which disclosures are directly related 
to each other by the teachings of the reference, 
thus making picking and choosing proper, and 
y^rhich disclosures are only indirectly related, 
or are not related at all. This is no simpler 
than reading the reference as a . whole and de- 
termining y^hat. it fairly teaches to onie of or* 
dinary skill in the art. 
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The more important difficulty with the 
position taken in the principal opinion is that 
it misdirects the inquiry. It directs the tribunal 
to analyze the structure of the reference rather 
than its content. The real question is not how 
logically the various disclosures in a reference 
are . related to each other, it is rather what the 
reference fairly teaches to one of ordinary skill 
in the arty no matter how ineptly it does so. Of 
course, the more logically the reference is laid 
out the clearer will be its teachings and the 
easier will be the job of those who must inter- 
pret it. But the law requires us to determine 
whether the invention has been identically 
described) not whether it has been . logically, 
described by the reference. 

The Flynn reference has been deiscribed in 
both the principal opinion ind the dissent. I 
will therefore merely state what I would 
consider that reference fairly teaches to one of 
ordinary skill in the art. Flynn does disclose 
the cephalosporin GA-type precursor of the 
instantly claimed C a -type .compound.. The 
precursor is one of approximately 38 C-typc 
compounds specifically disclosed. Flynn 
teaches how C-type compounds can^ be 
converted to C c-type compounds by heating 
with water under acid conditions, or converted. 
to Ca -type compounds by refiuxing in an 
aqueous solution with an excess of a tertiary ■ 
amine. Pyridine is specifically referred to as ain 
example of a tertiary amine which will work, 
but a list of over 15 other tertiary amines is 
given. With regard to antibacterial effect, 
Flynn discloses that Gc -type compounds are 
not as good as G-type compounds, aind G-type 
compounds are not as good as CA-type com- 
pounds. As pointed out by the dissent, Flynn 
considered the Gc-type and CA-type ana- 
logues of the specifically disclosed C-type 
■ compounds to be some of the compounds 
"available in accordance with the present 
invention.'* 

I would not place as. much weight as the 
dissent does on Flynh*s statemeht.that the Cc - 
type and Ca -type analogues were considered 
within the scope of the invention. Such state- 
ments in the specification regarding the 
breadth of .the invention are generally too 
speculative to be given great weight In the 
instant case, all that statement does is focus 
some additional attention on Cc-type com- 
poiinds and Ca -type compounds. In my view, 
that attention is not a significant addition to 
the disclosure, since Flynn 's remarks re- 
garding the antibacterial activity of the com- 
pounds are sufficient to emphasize the Cat 
type compounds as the most desirable. The 
difficulty is that Flynn gives 38 or so possible 
precursors and 15 or so tertiary amines which 
will react with those precursors to form Ca- 
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type compounds. The Flynn disclos:ure» 
considered as a whole, does not sufBciently 
direct one skilled in thie art to the claimed 
compound. , . , v . 

I disagree with . the principal opinion on one 
last point.. The opinion seems to suggest that 
we violate, due |)rocess whenever we ^consider 
portions of a reference not ^ specifically 
mentioned- by the examiner or the board. I 
know of no requirement that the examiner and 
the board must list the sentences in the refer- 
ence upon which they rely, nor can I see any 
sense in imp>osing such ;a reqiiirement. All of 
the disclosure of a reference niust.be 
considered for what it~' fairly: tcadies one of 
ordinary skill in the art. In re Meinhardt, 55 
CGPA 1000, 10D4, 392 F.2d 273, :276, 157 
USPQ 270, 272 (1968). As Judge Smith aptly 
stated in Meinhardt: ■ 

[T]he board relied on the same [refer- 
ence] as the examiner to sustain the rejec- 
tion. Assuming arguendo that the board re- 
lied on a portion of the [reference] ignored 
by the examiner, this could not constitute a 
new ground of rejection in view of In re 
Azorlosa, 44 CCPA 826, 241 F.2d 939, 113 
USPQ 156 (1957), which holds, in per- 
tinent part, that it is proper for the court 
and necessarily, the board, to cbnsider 
everything that a reference discloses. 
In re Meinhardt, supra, 55 CCPA at 1008-09, 
392 F.2d at 280, 157 USPQ at 275. See also 
In re Halley, 49 CCPA 793, 296 R2d 774, 
132 USPQ 16 (1961); In re Van Mater, 52 
CCPA 1076, 341 F.2d 117, 144 USPQ 421 
(1965). 

VVoRixy,. Chief Judge, dissenting. 

I cannot agree with the majority that 
cephaloridine is not "described" in the Flynn 
patent in the sense of 35 U.S.C. 1 02 (e). 

It cannot be said, of course, thistt cephalo- 
ridine per se is explicitly named by Flyiin, but" 
a clear implicit description is sufficient. In re 
Baranauckas, 43 CCPA. 727, 228 F.2d 413, 
1 08 USPQ 226 (1955). Reference to the Fiynn 
disclosure will establish, I submit, that such a 
description exists in the present instance. 

The principal opinion has set forth portions 
of the . generic and: more specific disclosure of 
Flynn relied on by the board. The class of 
cejphalosporin compounds disclosed generi- 
cally by. Flynri may be divided into several 
giDups, of which . the groups designated as 
cephalosporin C type and cephalosporin Ca 
type (cephaloridine is a Ca type) are of par- 
ticular int erest here. * Aftei* observing that "in ' 

*Fdr purposes here, ' cephalosporin . Ca type 
compounds aiffer from cephalosporin C type com- 
poimds in the R* substituent attached to the methyl 
group located at the 3 position of the basic 
cephalosporin (cephem) nucleus. The- Ca. type 



general, those compounds which ix>ssess the 
cephalosporin Ca nucleus are more effective 
antibacterially than tliose containing the 
cephalosporin C nucleus,"' Flynn goes on to 
name and describe several' Specific coaipounds 
having.the cephalosporin C; nucleus: t 

The folhwirig examples^ together with 
the [ 75] operating jexatnples ap pearing 
hereinafter, - wilt' Hlustfaite the- types of 
' compounds available in accordance zlfith the 
present invention: ' 

♦ • 

[There follows a list of 24 sj^ecific 7- 
acylamidocephalosporanic acids, i.e., 
cephalosporin C type comppuricls. As 
noted by the board, two of the. 15 operate 
*'ing examples referred to, exainples 4 and 
10, describe the potassium and sodium 
salts of 7-(2'-thienyl-acetamido) ceph- 
albsporanic. .acid (the sodium salt is 
known commercially as "cephalothin"). . 
Appellant reacts that, part icular 
cephalosporanic acid with the tertiary 
amine pyridine to obtain the claimed 
cephalosporin Ca type conripi&und, 
cephaloridine.] 
.and the like, including the cephalosporin 
./C^ and cephalosporin C^ analogues there- 
of. [Eniphasis supplied-]; 
There can be no doubt from the above 
disclosure that Flynn regarded, the 
cephalosporin C A analogues of each of the = 
mentioned cephailosporin C type compounds 
to form an integral part of . his disclosed 
invention- In particular, it is evident that . 
Flynn does explicitly disclose the 
cephalosporin Ca^ analogues of Examples 4 
and 10. As to how to obtain those C a ana- 
logues from cephalospKjrin C type compounds, 
he states that compounds of the cephalosporin 
Ca class "can be obtained by applying to ap- 
. propriate 7-acylamidocephalosporanic . - acids 
the conversion procedures of Belgian. -Patent 
593,77.7." Flynn had earlier stated, as pointed 
out by the board land majority. here, just- what, 
those "conversion proceudres" are^ viz., that 
* 'Cephalosporiti C is ailso readily converted 
into compounds of the cephalosporin Ca type 
by refluxing in aqueous solution with an ex- 
cess of pyridine, for example, as .described in 
Belgian Patent 593,777.- ^ [Eniphasis ..sup- 
plied,] 

compounds have a tertiary amine attached to that' 
methyl group, whereas the G type compounds have 
ah acyioxy group so attached. See tHc formula and 
definitions under "The Rejection'* portion of the 
principal , opinion.. C«>haloridine has a. , pyridine, 
radical attaoicd to the A-mcthyl group. 

2 Belgian 593,777 does indeed disclose obtaining 
of "antibiotic Substances which . arc transformation 
products of Cephialosporin C ; and are .called 
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I think it is clear that Flynn directs one of 
ordinary skiH.in the art, who is interested in 
particular cephalosporin C a analogues of the 
37 or so cephalosporin G type compounds 
Flynn;' specifically idiisfcloses, t6 prepare them' 
by reacting the- appropriate 7:-acylamido 
cephalosporanic acid >«ith th^ particular ter- 
tiaryamine pyridine, .Foljq^^i^iBg.thoisc instruc- 
tions, one of ordiiiaryjskilliin; this Art would 
easily prepare the. Ca (pyridine) analogue of 
the particular cephalosporin C type compound 
described in Examples 4 and 10, which ana- 
lo^e is cephaloridine. Each and every one of 
the Ga (pyridine), analogues of that relatively 
small nifjnber of cephailospcitin C compounds 
hafe been e^^ described by 

F^iynn.' To be iui^e, appellant . is claiming only 
one of them, but U is ho jess described, than 
any of the others. ' 

From what has been said of Flynn, it should 
be evident that there is no need. in this case for 
those skilled in the art to resort to piickihg and 
choosing various disclosures unrelated to each 
other, by the reference teachings, as the prin^ 
cipar opinion implies. On the contrary, the 
disclosures 6f cephalosporin G compounds, 
cephalosporin Ga comp>ourids, and how to 
make them are all interrelated by Flynn him- 
self, it should also be evident that the reference 
itself contains the full equivilerit of thc?board's 
"postulations*V which are quoted in footnote 3 
and later ;deprecated in the principal opinion. 
Finally, it should be evident that the rejection 
rationale: as stated herein is substantially 
identical to— not a reforrnulation of^ — that 
expressed by the'board: 

The principal opinion also criticizes the 
.board- for -reading into references **things that 
are not there." My difficulty with that posi- 
tion stems from its disregard for >the 
"things''^or "blaze marks" — that iar^ there. 
In my opinion, the majority is groping for 
reversible error Where none exists. As far back 
as 40 yearsf arid over the years since, it has 
been a firm principle that this court would not 
reverse decisions of the tribunals below in 
highly complex areas of .technology unless 
manifest error Was shown.. See, e.g., In re 
Wietzel, 17 CCPA 1079^ 39; F.2d ^69i .5 
USPQ. 177 (1930); In re Bertschi 30 eGPA^ 
813; 132 F.ad 1014, 56 USPQ 379 (1942); . In 
re StoH, 34 GGPA 1058, 161 F;2d 241, 73 
USPQ 440 (1947). Needless to say, such error 
has not been shown here. 

AltHough the majority would undoubtedly 
disclaim tlhe notibn, I. cannot help, but feel that 



Cephdlosporini Ga' compounds" by "treatment of. 
Cephalosporin C in aqueous solution with a weak, 
tertiary base, -for example i^yndinc. coUidine or 
quiholinei If pyridine is used, the antibioticobtained 
is called Cephalosporin C a (pyridine):" ■ 



it is resolving doubt on the issue presented in 
favor of the applicants. In doing so, this court 
is not doing the applicants or the public any 
favor. Rather it is bestowing on the applicants 
a license to -litigate of dubious validity at a 
time wheiij it is reliably estimated, 80% of 
contested i.patents are being held invalid in 
other federal courts. And the other sad result 
here is to take from^ the. public that which is 
already theirs -by ' imposing- :on. them a mo- 
nopoly that should -not exist. Appellants have 
given the public nodiing it Had not already 
beeh given by Flynn. I -would remind my col- 
leagues that patents are not like party favors to- 
be passed out atv random. The enabling stat- 
utes established under the Gonstitution 
clearly require more than appellants have of- 
fered as a. quid 'pro quo' -to the public in ek-- 
change for the monopoly the majority awards 
them.. , . , : . . 

L find no error inr the : board's decision, and 
would affirm. 



jCourt ojFCvis^.bms smd Patent Appcsils 

In re Mantell, Smith, Galiano, and 
Rankin 

No. 8577 : Decided Feb. 17, 1972 

PATENTS 

Particurar patents— Formaldeh)fde . 

. Mantell, Smith, Galianp, . and ! Rankin,. 
Formaldehyde Block Gopolymers and Pro^ 
cesses, claims 6, 16, and 18 of application al- 
lowed^ claims 1 and 3 refused. 



Appeal from Bbard of Appeals of the Patent- 
Office. - ' 

Application for patent of Gerald J.' 
Mantell, VVayne E. . Smith, Francis' R. Gal- 
iaiio, ami David Rankin, Serial No. 313,192, 
filed Oct. 2;- 1963; Patent Office Group 140, 
From decision rejecting claims 1, 3, 6, 8, 9, 1 1,' 
12, 16, and 18; applicants appeal. Affirmed as 
to claims 1 "and 3; reversed as to claims 6, 16,' 
and 18; remanded as to claims 8, 9, 11, and 

12.' ■ / ;;: 

William H. Drltmmqnd, Phoenix, Ariz., Eiir 
ic P. ScHELLiN, Arlington, Va., and Rich- 
ard L. Kelly, Kansas .City, Mo., for. ap- 

, .peliants. • . ... = . 

S.. - Wm. J Gochran (Fred W. Sherling of- 
counsel) f6f Commissioner of Patents. 
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engines and more 
asTt applies tojuel 
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arc realistic descnp. 
.which appellants 

ic full knowledge by 
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>uretors concerning 
I for varying the flow 
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hcr reference. In re 
' <719, 416 F.2d 1385, 
' 549-50 (1969); In re 
; 1123, 1 126, 329 F.2d 
30, 32 (1 964). Rather, 
icr combined teachings 
ibject matter obvious. 

■y Qualirted Third Party 

svaluation of a claimed 
d. by. ain impartial, 
is 4- valuable indic^ition - 
CSS of an invention, 
th testing done by an 
;h an evaluation must 
riveht ion with closest 
e meaningful. See In re . 
^865, 869, 197 USPQ 
8): In re HplladaVi §84 
JSPQ516, 518 (CCPA. 
there is no basis for 
I invention to the prior ; 
ude whether or not it is 
or arid therefore uriob- 

data, while impressiv^, . . 

the claimed invention 
•ior art, the Eversole I 
ly, this Evaluation does 
jl^V cas^ of obviousness 

tiaimed device iS uhex- 
p the prior irjt To the 
pr4Gr art Eversole I year- 
ns for sonic velocity of the 
tlic venturi throat oVcr a 
c manifold conditioWis, it 
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Court 6f Customs and Patent AppcaU 

In re Meyer 

No. 79-505 
' i)ecided Jupe 7, 1979 ^ 



matter (§5130) _ 



Board of Appeals' re to^?^^^ 
Custon^, and Patent Appea^^^^^ I 
have used phmM « , « ..*^„ticipa-' 
the ^P\SlS'^Sb^ous^ss" to s^p- 
tion IS the •_ j-i^tine claims 

port it^<=<'"5>"''^S2*'*fn'"S^^ ex- 
under Section 102 pn — sectjoh 

basis bf reji^ction i 



While ^ deriyii^ 

process proyi? 



• t>oara I" JVT 4ft9 
n from Section 103 to 102 

appellant procedural c^^^^ > 
«^^r by Patent Rule 196(b)-. 



matter V93x^v/ ^ bositton of; 




. Rejectoons (85*.7> 

3ole gniund of rejection of examiner who. 

CMStoms and_F^€nt App ascertaining 
a^tTta^'S^^und^reJ^ion.^^^^^^ 
might have had in mind. . 
3 Board of ApppaU - 4e*er- 



matter^***"/ 

Words and phras^ (§70) 

deseribe, within ■"!?™^"lhloritei ^ince^ 
species alk»j. jinj^i number Pf 

genus would chlorine or. 

that has pH gte?|<ec .than 7. 

P«rtie«lar patent. - 2-Nitroben- 

a'S/'tmSe'dStls 

revccsed. • 

Appeal from PatjSnt and Trademark Of- 
fice Board of.Appeals. ; 

Application for patent of .Horst Meyer* 
Seri^f No. 557.29S, filed Mar. 11, 1975. 



9.12; appW«»nt appeals. R<?ver8ed. ^ 



[ew York, 
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Joseph I^akamura Oack E/ Arraore;< of 
counsel) for Gtjknmissioner. of Patents and 
Trademarks; 

Before Markey, Chief Judge, Rich, iBaldwin, 
and Miller, Associate Judges, and New- 
man,* Judge. -. , 

Newman, Judge. 

This is an appeal from the decision of the 
Pat^m and, Jrademarfc OfOce (PTO) Board 
of Appeals (board) sustaining the ex* 
amiiner's rejection of claims 2^^, and 9-12, of 
appUckion serial No, 557,296, filed il 
Ma^ch 1975, for "Process for the l^repara- 
tion of 2-Nitr6behzaIdehyde \^nd 
Int<n:fnediates Therefor:" Wc reverse; ]■ 

Background'- 

The Invention- . . • . ir.; " 

I The compound, 2-hifrpb^nzal'dehY^^, has 
fceen known for more than SO^yearsi it cab 
fce used, inter alia, as an interftiedi^te jn. the 
production of the pharmacculicaily aictiye 
M-nitrophenyl-1 , 4-dihydropyridine 
cierivatives. Appellant's* invention resides in 
an industrially satisfactory process for the 
production . of 2-nitrobei:\zaJde,hyde. 
Specifically, an alkali metaV salV'of a 2- 
rutrophenylpyruvic acid is reacted with an 
sq^ueous solution , of an -allcali mela! ; 
hvpochloritc Stb^. yield 2-nitrobenzylidene 
chloride, which compounid. is ,the.ri^supjected 
to aqueous hydrolysis at a fcinp^rature of 
from about aO^G to about 150?C to produce 
2-nitrpbenzaldehyde. Using sodium as the 
alkali metal, : the process can be diagram- 
rnatically depicted as follows: 



Advantageously, the 2-nitf6phenylpyruvic 
atcid can be prepared by treating '2- 
nitrotoluene witn a diester^pf oxalic -acid' 
and then using it directly v^ithout isolation. 
Claim 11 is illustrative of the appealed 
claims: 

11 . The process for the preparation of 
2-nitrobenzaldehyde which comprises 
treating an alkafi metal salt of the cor- 
responding 2-nitropiienylpYruvic acid 
witn an alkali metal hypocniorite in an 
a<|ueous medium to yield the correspon- 
ding 2^n;it|x>ben;zylidene chloride and sub- 



• The Honorable Bernard Newman^ United 
.States Customs Court, sitting by designation. 

TTie nature of the diester of oxalic acid is hot 
f^rhical and generally it is of the formula 
(OOOH)2;in which R is lower alk>4 or aralkyl. 



• ejecting said 2^nrfrpbeiizyltdene chloride to 
aqueous hydrolysis^ at a - temperature of 
i from about 2G*> to about 15.0®G, 

Amonjg thie advantages ,6f appelant 's iri- 
vention is that the starting materials, the 2- 
nitrotoluenes and oxalic acid diesters,. are 
readily-accessible in adeouate quantity, and 
the end product is obtained from the 
hydrolysis in high yield arid high punty. 

Prior Art 

Reissert,*. the most pertinent, reference of 
record, discloses, inter alia,, the oxidation of 
2-nitrophenylpyruvic acid 'Using various ox- 
idizing agents. The oxidation is generally 
descriQed as follpvt^r 

Upon the oxidation, which was studied 
very carefully and under a large number 
of difTereht conditfdns in'partitular on the 
o-nitrophenyl pyruvic acid, the side chain 
is broken apart at one of the two pl^ce^ in- 
: dicated by dashed lines in' the following 
diagram v ' • ^ . 

CO* CppH 




and either p-mtrophenyl acetic acid is pro- 
duced or Q- ni trobenzoic acid or o-nitro- 
. benzaldehyde. Upon oxidation by alkaline 
chlorine or- bromine solution, = halogen- 
containing , products are furthermore 

SuSse^ent to " this general description, 
Reissert describes specific oxidation ex- 
perime;rits. These include, inter alia, oxida- 
tion experiifierit (d) which uses an^alkaline 
bromine solution, specifically sodium 
hypobromite,; and oxidation experiment (e) 
which uses calcium hypochlorite.*. Use of 
sodium hypobromite resulted in the produc- 
tion of 2-hitr6benzylidehe .broitude,'^^^w 
compibuhd Was treated with sbdiuni car-; 
bonatci to remove the bromine, . and - then! 
treated with phenylhydrazine acetate to 



^. Reissert, The Action of £thy! Oxalate and 
Sodium Ethylate on Nitrotoluenes. Synthesis of 
Nitrated Phenylpyruvic Acids, 30 BER4GHTE 
DER DEUTSCHEN CHEMISCHEN 
GESELLSCHAFT 1030-1053 (1897), 

Tlie transcript of record'^ includes a transla- 
tion of various excerpts frorti Reissert, Oiir dis- 
cussion, is based upoti x\tt translation. 

^ The designation of the position of the nitro 
group as '*Cr* or "ortho** is e<|uivalent to the 
numerical designation "2," Hereinafter; only the * 
numerical designation will be used. 

* It must be kept in mind that calcium is an 
alkaline earth metal in contradistinction to an 
alkali metal,, such as sodium. - 
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yield 2^1^ i trobenzal 
hydrazone.* Use Sof cal 
[resulted ill An' uhexair 
taiiiihg oil t^ether wit! 
stance of the^ formula Cjl 

Cassebaiarri* reviews 
inetnods^ foi* the prpduc 
zaldeliydc, ndneof whicl 
bere,*^nd concludes that 
ip^, The aU thoi;.ift>tes tl 
.'<ximpouiid Has been kiiov 
yeare; the literkfure still 1 
advanfageous method 
Cas$iebauni '. then desa 
A^fch hej deyefoped whic 
ihgj 2-nitrop liehylmtrbm 
nO^to produce 2-nitrobe 

Gfarens^ discusses t 
h y p^oc h i o rj^^ e s ; t a n d h 
chlorates a nd - brbrhates 
fui^her disctassibn of this 
ed qece^sary since itk re 
at best. : 

, JFciscf et al.,» .the lasi 
relied^ >upon . by the e> 
various ^eact i ons using sc 
and spdiurn Hypochlorite 
vplve the production 
zaidehyde. As with Clan 
;tb further discuss this rt 
' Rebuttal Evidence 

: A declaration was sul 
'vejr^tpr, Meyer, compar 
taihed by Reissert with i 
piipcess: By reacting . 2-: 
acid with sodium hyppbrpna 
of 2-nitrobenzvlidene bra 
thg, acid employjedi was 
100% cohversioh: the hw 
rflirpberizaldeKyae' v^^oiil 
Repeating Reissert wdi 
able' to obVaih' a ■ yield d 
r$%76r;2-mtiScjibeti^^ 

.^'ni^hije Reis^rt does n< 
5y<*ri2ly?is of 2>^nitrobenzylic 
2^[[ihi^i^aldc^byc^^ wi 
tiK case'/sihce appellani, ini 
dicates that Rclssert does d 

.•''^Gasscbaum, Tlic . M 
Nitrobenzaldehyde, 29 
PRAKTISCHE GWEMIE i 

M^^MK discussion is (>ased 
^^^^FPi^ (rom Ca 
transcript of record. 

'' I'eiarcns, On the Sponts 
Hypochlorites to Chlorates i 

'Bromates^ 157 COMTl 
L'ACADEMIE DES SGIEf 
• Feiscr & Feiscr, Ret 
Synthesis 1083-87 (1967). 
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iitroben:s:ylidene chloride to 
o\yiis Ski a temperature of 
to aW«i iSO^'Cv . 

IvantageSf of appellant's, m* 
le startirv^^materiais, the 2- 
d oxalic acid diestcrs, are 
; in adea »Jate quantity, and 
:t is ocP^ined from the 
h yield j^od high purity. 



nost pertinent reference of 
inter ali^, the oxidation of 
jvtc acid using various ox- 
lie oxidation is generally 

♦ws: 

idation, vvhich was studied 
irid under a large number 
ditibns ir»' particular on the 
•yruvic add, the side chain 
at one of the two places in- 
hed lines in the following 



ophenyl acetic acid is pro- 
>Dcnzoic acid or o-nitro- 
Ipon oxidation by alkaline 
mine spjution, • halogen- 
ditcts are furthermore 

his general description, 
1 specific oxidation cx- 
include, inter alia, oxida- 
1} which uses' an alkaline 
n, specifically 'sodium 
oxidation experimeht (e) 
m hypochlorite:/ Use of 
ite resulted in the produc- 
zyljdene brornide; WHich . 
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the bromine, and then! 
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:ti6n of Ethyl Oxalate 'and 
Nitrbtoluencs. Synthesis of 
vie. Acids, 30 BERIGHTE 
lEN CKEMISCHEN 
030-1053 (1897). 

•f'rebord, includes a' transla- 
■rpts froiti- Rcissert. Oiir dis- 
pen the translation. 

of the position of the nitro 
>rtho*' is equivalent to the 
ra "2." Hereinafter; only the' 
n will be used, 
in mind that calcium is '^n 

in cohtradistinctiofi" to an 

sodium. ' • 
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yield 2-nitrobenzaldehyde phenyl 
hydrazonc.* Use of calcium hypochlorite 
[resulted in an unexamined chlorine-con- 
fining oil together with a -cnrstailline«ub-« 
8ta)iccbftheiormuiaC2Hj2N[iO« * 

; Gassebaum* reviews various existing 
ihiatliods for the producttoii of 2rnitrqben- 
zajdehyije, none of which n<^ed be discussed 
heit, and conclud<^ that the>?.are unsatisfac- 
totVr, The author nbtes .tMt even though the 
cpitlppund has been known for more than 80 
years, the h'teraitire still fails to. descnbe any 
advantageous method of /.producing it. 
Casselbium ; then describes, the method 
^jch'he developed which coxripnses oxidiz- 
ihg;^^^2-nitrophenylmtrbb^^^ KM- 
nO)to produce 2-nitrobenzaldehy<^. 

GTar^ns' discusses the conversion of 
hyp,achIor,i^es vTand hypobromltes to 
chlorates arid ' brbmates, respectively. No 
fui^ther discussion of this reference is deem- 
ed < necessary since itb reliance is tehuotis, 
at best. 

Feiser et al./ .the last of the references 
relied .upon by the examiner, describes 
various Reactions using. sodium hypobromltc 
and spdiiim hypochlorite, none of which in- 
volve the production of 2-nitroben- 
s^ldehyde. As with Clarens, we see nomieed 
;tb further discuss this reference. . ^ 

[Rebuttal Evidence 

A declaration was ^submitted by^ . the inr 
vejjtor, Meyer, comparing the yield ob- 
tained by Reissert. with that of the. ciaimed 
process; By reacting 2-nitrpphertylpyruvic 
acid with sodium hyppbrqmiie, Keissert's yield 
of 2-nitrobenzyUdene bromide> based upon 
th^ acid employ^d^ was J5.<f%. Assuming 
100% conversiortj the maximuihyyield' of 2- 
nitrpbcnzaldeKyde Wdiild ohfy bfe 35 ;4 %. 
Rejpeatine Reissert *s woHc, Meyer was ■un- 
able ta bmain a yield of more than abo 
18%' of 2initit|bera2ylidene bromicle. " ^ * ' 



- V-.Wl^ilc Rcissert. docs not cjqjressly disclose 
hydrolysis or2-nitrobenzylidene bromide to yield 
2Tjl>iti^bef|zaid^hyde,, w assunie this to.be. 
thc.case.9ihce. appell£int, in its brief before us, in- 
dicates that; Reissert' does disclose the hydrbl^is 
ii^. ■''*.■■ •* ' ■ 

. ' * Gasscbaum, . The Manufacture of O- 
Nitrobehzaldehydc, 29 JOURNAL FtJR 
PRAKTISCHE CHEMIE 59.64 (1965) 
. ..^^.Qur discussion is based on the translation of 
,\:ya^ous excerpts from Cassebaum included in 
the' transcript of record.' 

' Glafens, • On the Spontaneous CJonvcrsion of 
Hypochlorites toi Chlorates and Hybobrbriiites to 
Br<)Mates, 157 COMTES RENO US DE 
L'ACADEMIE DES SCIENCES 21 6- 19 (I9Ta). 
. • Feistr & Feiser ^ . Reagents ' fdr -Oirgamc 
:S>rnthcsis 1083-87 (1967). - ' . 



In contradistinction to Reissert *s use of 
sodium hypobromitit, when sodiUfn 
hypochlorite is used according to the claimed 
process, the. yield of 2riiitrQbenzylidene- 
chloride, based upon the acid employed, is 
64,3%, . : ;^ 

Broceedings Belmv f 

. In the examiner's, answer, all the appeal- 
ed claims^ were/ rejected under 35i f/SC t03 
oyer Reissert taken in view... of Cassebaiiin, 
(Zllarens, and Feiser et aL; According to the 
examiner, R^jssert discipse^ the use of an 
alkali metal hyppbroniite and equates the 
hypobromite and hypocWorite.* According*, 
ly, "the I^eissert rcrerence by itself is d^eim- 
cd to teach every aspect Of the clairned 
process and therefore the claimed piXKress 

♦ ♦ • [would have been J at the very least (, J 

♦ * ♦ obvious over Reinsert:" Gassebaum, 
Glarens, and Feiser et al. were relied upoK' 
as further <;yidence that it would have be^n 
obvious , to lise an alkali metal hypochlorite 
in place of the alkali metal hypobromite of 
Reissert. 

With inspect to appellant's uhcohte^tied 
evidence of unexpectedly inu>rovisd ' yields 
with the alkali metal hypochlorite over ^he 
alkali metal hypobromite, the .examiner dis- 
missed it as *-not persuasive of. :p£|ten-! 
tability." 

v^^he board aflirmed the examiner. Accor-- 
ding to rthe board, it is "fairly well agreedl 
that the difference in yields produced by the! 
hypochlorite solution is significant and not 
readily explainable from the reference dis- 
closures," With this in mind, othe board 
phrased the issue to be decided as follows: : 

( AJ s observed by the exaniincr, the 
Reissert reference, by itself, teaches 'every 
aspect ;of the claimed process. Conse-^ 
quentlyji if Reissert constitutes an anticipa- 
tion, 35 use 102(b), of the claimed sub- 
; ject matter, such rejection cannot be 
avoided by a showing under 37 CF.R. 
1 . 1 32 . Oil the other hand, if the cited art 
'merely renders the cUime^ procciss pnma 
yaaV obvious, the showing of rqcord wPUld 
adequately:^ rebut the inference of.- bb-. - 
viousness.. raised by-, the cited : art. 
lEmphasis in original.] 

The board concluded that : Reissert -an- 1 
ticipated the claimed invention^ ^within the' 
meaning of 35 USG 102(b), since Reissert *8 
reference to "alkaline chlorine or bromine. 



! Thc: examinjqr bases this conclusion on the 
paragraph quoted fronj Rcissert, supra. As will be 
further discussed infra, in our view Reissert does 
ndt ^uate arivalkalr metar hypobromite With ah 
alkali metail- hypochlorite: 
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.«olijp.tion" piust be construed, ta mean fAhili 
rsoiistions o(;Ghlorine; or. brpmine. , ' .. 



"that 



While the bbard apparehtly recognized 
the cxamni«r never mentioned 35 USC 



102, :it, npHetliless, anomalously concluded 
that a new ground of rejection was not being 
made since "anticipation is the epitome of 



obviousness." 



■ ; Ir? a rei^u^t. for reconsideration; appellant 
argiaed that the' bbai^d denied it prdcedural 
due process iha^iinUth as the boaird/rn effect, 
enteixid a new groiind of rejection (under 35 
•USG 102(b)) while hot affording appellant 
the procedural options provided for in '37 
GFRi;196(b):'^-: = : - 

/I|i:^cldition»appellaint submitted an affidavit 
iby vMilUam : Bertsche, the individual who 
•preparedr the- translation of Rejssert upon 
wJkieh the board ffclied. According to 
Bertsche, the (Jcrman word actually used by 
jRcigsiiit, "alkalische, " is an adjective arid 
ineatTii alkaline or. basic, refermng t/). an 
alkaline confiition;capable.of turning red lit- 
mus paper bliie, and it cannot be translated . 
to mean the noun^ "alkali," as suggested by 
U?e, jboard^";. : * 

• Irt -Its decision oh reconsideration, the 
boar<l ' considered the newly submitted 
B^ts^he affidavit even though it repeated its 
•assertion that it had not made a new ground 
of rejection,. While not expressly disavowing 
tt| prior constructiori of Keissert^ the iboarid 



§1.196 ZJfcinw by the' Board of ^Appeals, ♦ * ♦ 
• (b) Should the Board bf Xppca Is have 
knoi wiedgc of any grounds riot involved in the 
. appeal for rejecting any appealejd claim, it may 
include in its decision a statement to that effect 
with its iseasons for-sb holdingi which statenient 
*: shall constitute a refection of ^^^aliiis. The 
appellant may submit an appi^priate amend- 
..ment of the claims so rejected or a showing of 
lacts, or both, and haye the matter reconsidered 
;by the prirnary examjner. The siatem^nt shall 
PC binding up6i| jhe primary, examiner unless 
an amertdm^rft' or showing; of facts not 
. previouslv of record riiad^ whicli, in the opi- 
r -riion df tne'pnraary examine, avoids the ad- 
' ditional ground for rejection istated in the deci- 
«8ion.'."jThe. applicant may waive such recon- 
sideradon before the. .primary.! examiner; land 
have the case reconsidered by the Board of 
Appeals^ upbn the same record before 'them. 
' Whcr^request for siich recoiidider^tion is made 
the Boaild of Appeals &hall; if necessary, render 
9 new^ecision -wht^ shall, include all grounds 
upon which a patent is refused. The applicant 
may waive reconsideration by the Board of 
Appeals and treat the decision, including the 
added grounds for rejection given by the Board 
of Appeals, as a flnal decision in the case. 

•jY^^fife^i^fifim New 



did not riepeat its . prior statement that 
Reissert 's reference to **alkalische*- must be 
construed.! to mean- **alkali:" Instead^ the 
board ;adyaneed a new theory for construing 
Reissert. iSince Reissert's oxidation -experi- 
ment (d) using sodium hypobroniite is en- 
titled '\dl With alkaliii^ brpmiiie; ^tu^ibi^ 
;and since this lati]guage is idehtkaj ' V|^^ 
Reissert *si prior ' reference to '"alkajine 
chlorine or brotiiitie sbjution,'^ Reiw 
rhusthave had in rmnd^;t^^^ alkMihe 
broinine 'Solution fekpcriiii^ftt 
(d) when he equated "alkaline Ibrbmih^ .OT 
chlorine solufion, " Thus/in.the Rghif bf ^ 
hevv riieory, the b repeated its 'c»hcly- 
sioti that Reissert Anticipated 
subject matter. : .. J. ' ^ I ' ' " ^ . . . 

,.-.v;. • , ^;Ppit|ioii.-:*-. \ 

' [ 1 J 'We will imtially ' dispose Of the ei- 
aminer's rejection based bii 35 OSC" 1(93 
since the board did not expressly rcvers4?tt. 
Sfee In re IVitchard, 59 CCPA 1284, 1292, 
463 R2d 1359, 1365, 175 USPQ 17, 22 
<1 972). The Meyer, declaration, which 5^ un- 
disputed, indicates that When Rei^^rt's 
sodium hypobromite is used the yfeld of 2- 
ni trobenzylidene bromide was 35.4%' (based 
on the acid emplc^cd). In contradistirtfction, 
when the c^aimecl sodium hypochlorite i^ 
used the yield of 2^trobenzyiidene cl^Ioride 
was 64.3%.'* As the board correctly * 
recognized, "if the cited art merely renders 
the claimed process prihtq /inV obyioiis, the 
showihgi Of record \yould adequately; rebiit 
the inference of obviousness raisied' by Ihe 
cited art." In. In re Von S chickh, 53 CGPA 
1352, .1355; 362 F;2d a21? 824;^ 150 USPG 
300, 302 (1966), the 'cbiirt stated: ' <^ 

Even assuming the,process to.be pHt?ia 
faciei bbvio.i(s;froin a considerate pn m[e^ 
pf .ihe .^.rfcaetahts, media, and stepjs 

, employed,; we t^^ invention; as.- a 

whole, must be . deemed uiipbyiqus", under 

. 35 USC 103 by reason of thie increase in 
vield obtained while usin^ considerably 
less nitrating acid. We find no suggestion 
;of; this tharadteristic of thfe cT^lmed 
process. It ajppciars to be quite uneitpeicted 
andi bdng part of the, inyenftidn lis a 
whole, it should be treated'iinder the la^ 
as is an unexpected property , in .^:pm-. 
positions; ;|Qitation, omitted J^ ; - : • 



The examiner's answer ^id hbt conteswh^t 
the use of an alkali rhetal hypochlorite prochK^ 
an unexpectedly . . improved yield. The board 
stated that "it seems to be fairly well agreed that 
the difference in yields produced by^ the 
hypochlorite solution is significant and not readi- 
ly explainable from the reference disclosures." 
The jsolidtor chose not to discuss appellant's 
evidence of nonobvibusness. 
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Accordingly, the rejection o 

: der § l03i is. reversed. • 

12] Turning to the board 
USG: lQ2(b) in affimung th< 
are convinced that this' cpi 
ground of rejection. In rc B 
832, 176 ; tJSPQ;^321 (CCI 
sidering tha:t the ixami ncr « 
thei statutory grdiind of tc 
USfe 103, that never rr 
arid that he never' assertc 
ticipated the claimea subj 
coriciiide that the sole groi 
was, indeed, §103. We Je< 
conjecture, as a ^basis for as« 
statutory ground of rejectio 
might have had in mind. 

[3] Recognizing the posi 
examiner may not have ma< 
tion, the board made the : 
ment: 

Although we reallize thj 
, ■ .,did not expressly fraine 

being based on 35 VSC 1 

such to be clear from his i 
, : event, this, is not a new § 

tion, since it has been repeat 
■ ticipation is the epitome 

(Emphasis added.] 

While it is true that prior c 
couit have used such phrasi 
tion is the epitorne of obvioi 
ticipation IS the ultimate ii 
the board's reliance pn thos 
port its conclusion that it h 
ritew ground of rejectipn is toi 
The us^i ih prior cases, of the 
phrases^ is nothing mbre thi 
tion of the conunohsense fact 
fdr 'bbvioiisness under § 103 c 
k'refef^hcc which happens b 
daimifd subject rtiattcr- Tho 
piipvide 'a license Ibr the bo 
siratXitbiy basis 6f rejection 
8102 whfle dt'hying' a 
procedural due process pro^ 
GfTl l; 196(b). See In re Ere 
re Hughes, 52 CGPA 1355, 
145 USPQ 467 (1965)/ Since 



*} Jt is ' dear tKe board based i 
§101(b> -since the board expn 
evidence of record would have ret 
based.' on: obviousness^ 

^* See, e.g.. In re Grose, 592 
USPQ 57 (CCPA 1979); In re { 
947, m USPQ 80 (CCPA 1975 
494F.2d 1399, 181 USPQ 641 ( 
re Dailey, 479 F.2d 1398, 178 Ui 
1973); In re Kalm, 54 CCPA l4iE 
154 USPQ 10 (1967). 
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its prior statement that 
ICC lo^'alkatische" must be 
tan '*tlkali.'V Instead, the 
i new theory for construing 
tcisscri^ ojddation experi- 
odium hypobrprnite is en* 
lltalihe brpmirie soiut^ " 

la^njffuage. . is . identicar' to 
i*eTerence to **alkaline 
ttune sijlution/' Reis§<?ft 

mind the specific ilkalinc 

of . oxidation experimeftt 
ated **alkalih'e brohriiri;^ or 
\VThus/in:the liglit pttiiis 
yosutd repeated its cpnclii- 
t i(nticipaj^ed [the'tlaihnted 

ittally di$^se of the- ei- 
1 based oh 35 USC 103 
id not expressly revcrsVlt. 
rd, 59 CCPA 1284, 1292, 
1365, 175 USPQ 17, 22 
r declaration, which ^is tin- 
es that when Re ii^ert *s 
tite is used the yield of 2- 
>romide was 35.4% (based 
j^ed). In contradistinttion, 
1 sodium hypochlorite is 
•nitrobenzyliaenc chloride 
s the board correctly 
J cited art merely renders 
ss prima ya^riV obvious,, the 
would adequately riebut 
bviousriesis raised by the 
: Von S chickh, 53 GGPA 
.2d 821? 824r 150 VSPQ 
hexibart stated: 

g the^i>roccss to J?e priqia 
m a cdnsideratiQn merely 
lis,' media, and st.epjs 
hink the invention' as va 
Jeeme^ qi nob vious , u i>dcr 
reason of the increase in 
vhile using considerably 
d; We finer no suggestion 
fustic oT the claimed 
irs to be q uite unexpected 
t. of fhb ; inyetii'idn 'as . a 
be trcatcd'under the law 
QCted property , in cpm-. 
ioo- omitted. J . . ; • . 

answer did rioi contest that 
iictal hypochlorite produees 
iproved yield. The boaTd 
to be fairly well agreed. that 
fields produced by: the. 
is significant and not readi- 
•the reference .disclo3,ures;" 
jiot to di9cuss appellant's 

USnCSS.:-^ ;:r^;:r-^.. 
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Accordingly, the rejection of the claims un- 
der §103 is reversed.. 

j[2] Turning to the board's reliance on 35 
U$G:4Q2(b) in afrirming the examiner/* we 
are convinced that this constituted a new 
ground of rejection. In re Echerd, 471 F.2d 
632, 176 tJSPQ:321 (CCPA 1973). Cpji- 
sicleqng that the ixamiher expressly stated 
thi^ statutory grdund of rejection; wa$ 35 
use 103, mat he iricvcr mentipned § 102, 
arid '' thai he never assented Rfeisseit an- 
ticipated the claimed subject matter, we 
conclude that the sole gprbiind of rejection 
was, indeed, §103. We declint to rely On 
conjecture as a . basis for ascert^ning what 
statutory ground of rejection the exaniiner 
might have had in mind. 

[SI Recognizing the possibility that the 
examiner may not have made a §102 rejec- 
ticm, the board made the follbwihg state- 
ment: 

Altlibugh we realize that the examiner 
. . did npt expressly frame his rejectio.n as 
being based on 35 USC 102, we consider 
such to be clear from his remarks'. In any 
,^ event, this is not a new ground of rejec- 
tion, since it has been repeatedly held that an- 
iicipation is the epitome of obviousness. 
. [Emphasis added.] ■ . ^- ' 

Whilie it is true that prior cases'^ from this 
court have used such phrases as **anticipa-." 
tipri is the epitorne of obviousness" or "an-: 
ticipatibri is the ulUmkfe in obviousness," 
the board's reliance on those cases to sup- 
port its conclusion that it had -riot made^a 
rifew ^und of rejection is totally misplace<j|. 
TTie usc.fn prior cases, of. the aforementioned 
phrzsti \s nothing mPrc thari the recojgfni- 
tion of the coriiniorisensc fact that a rejection 
for obviousness under § 103 can b^ based' oh 
a refeWnce which happens to ariticipate the 
daimed subject ifiiatter- Those.caSes do not 
* provide a license for the boaf d to shift the 
statutory basis of rejection from' §103 to 
§102 while deiiying appellant the 
procedural due process provided . for by 37 
GFR 1.1 96(b). See In re Erchcrd, suprair 
re Hughes, 52 CGPA 1355, 345 F.id 184, 
145 USPQ467 (1965J. Sinee, as will be disr 



It is clear the board based its affirmahec.on 
g 1 02 (b> 'Since the board expressly stated the 
evidence ofrccord would have rebutted a rejection 
based bn obviousness. 

^^ See, eg., In re Grose, 592 F.2d 1161, ,?01 
USPQ 57 (CCPA ,1979); In re Skoner, 517 F.2d 
947. 186 USPQ 80 (CCPA 1975); In re t'earsoji, 
494 l^.ad 1399, 181 USPQ 641 (CCPA 197^)/ In 

bailey, 479 F,2d 1398, 178.USPQ293 (CCPAr 
1973)i In re Kalm, 54 CCPA 146«^,*5V« F:2d 959, 
154 USPft 10 (1967), ' : ^ - 
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cussed hcrcinbclow, we disagree with the 
board on thie merits of the §102(b) rejection, 
there is no need to remand the case for. 
further proceedings below*. 

[4J For Reissert to constitute an anticipa- 
tion, it must identically disclose or descnbe^ 
inter alia, reacting an alkali metal salt of 2- 
hitrophenylpynivic acid with ah alkali hietal 
hypochlorite. See In re Marshall, 578 F.2d= 
301, 198 USPQ 344 (CCPA 1978). The 
Bertsche affidavit -supports the conclusion 
that the reference in the Reissert translation 
to "oxidation by alkaline chlorine or 
bromine solution should be construed to 
mean oxidation by a basic chlorine or 
bromine solution, and not oxidation by an 
alkali solution of chlorine or bromine. The 
genus, '^alkaline chlorine or bromine 
solution," does not identically 'disclose ol* 
describe, within the meaning ^of §102, the 
specie^ alkaji metal hypochlorite, since the 
genus would include an untold number of 
species:" Sec In re^iicbbson, 5^ CCPA 982, 
991, 407-F.2d 890i 896, 160 USPQ 795, 8()0 
(1969). In apbarent^riecognition of th^t fact, 
the board 'relied djpbn the aidditibnal dis- 
closure by Reissert bfoxidaitibn with s6<ftium. 
hypobromitCi: According tp the board, 
Reissert 's. teaching that "iujpon oxidation 
by ialkaline' chlorine or bromine solution, 
halbgen-containing products are- further- 
more formed," must be construed to be a 
^.^irect reference to Reissert *s specific oxida- 
tion experiment (d), to wit, oxidation with 
alkaline'' bromine, solution (sodium 
hypobromite beinjef spepifically disclosed), 
donstruing Reinsert ; in this manner^, the 
board cionclud'ed',:that Reiissert equated 
s p d i u rh , . h y po U r o m i t e . ^ w i t h: s p d i u m 
hypochlorite; Tlie. probleni' with the board 's 
interpretation is that it ignores the 
remainder of the ^IReisseit disclosure, in- 
cluding oxidation expejrinient. (e)i i.e., ox- 
idation with calcium hypochlorite, an 
"alkaline chlorine - J* * so jution. ' ' This 
reaction is. described, as producing, .inter 
alia, a **chIbrineH:ontainirig oil," which,' 
needless tp .say, is a "halogenK:ontaining** 
produ^.; Thus, there is siniply no reason to ^ 
conclude that Reissert 's eeneric reference to 
Valkaline chlorine bj. J&roirane! solution" 
should be construed to refer only to specific 
oxidation experiment . (d)., Accbrdingly, 
since the aforementioned construction*, of 
Reissert by the board is without foundation, 
thie board's rejection urideir § 102(b) must 
fall. 



" The expression **alkaline chlorine or' 
bromine. solution" wouy include cmy solution of 
chlorine of bH)niunc whidh isljasic, i;e., wKich has * 
a pH greater than 7. *' 
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Sut^unari^ing, the exaliiiner*s . rejection 
m4er:§iP3/:and the board -» new groundpf 
rejection uiiderj.§ 102(b), arc reuersed* 

Reversed. . 't 



. District Court, SJ>^ New. York = 

Schimizzi, ct al. 
y. Chrysljer Corporation 

: ' No^T? Civ. U6? ; . 

: Peciijed Nbv. 6, 19^8 
;'PA TENTS .. . . ■ 

1. Infringement — Substitution . of 

equivalents — In general ($59,751) 

: Claim that is npt literally readable on ac- 
cused device ■. may still . be infrinffeci under 
.doctrine of equivalents if .accused device per- 
forms^^ substantially same function in sub- 
stantially., same \v;ay to obtain same. result. 

2 . Cpiist'rttctibn ; 6jf - ' ; specifications and 

^Tainis ^ By Patent Office 
proceedihgs Amendments 

Construction of specilications . and 
i . claims — By Patent Office 
proceeding. — v Comparison with 
cancelled clainis (122.137) 

Patentee whose clairtiis^ were rejected as 
unpatentable'iiver prior art, and who 
amended his claims' to restrict their scope 
and obtain allowance;'!^; p'^eveiifed by dpc^ 
trine of fil^ wrapper estdppel from tbnfeh- 
ding that claims should be interpreted as 
broadly as if narrowing amendmjent had not 
been made; such estoppel arises not only 
where existing claims are amended to add 
elements or limitations, but also where 
claims that have been Tejected oh prior artj 
are cancelled, leaving onfy narrower claimsj 
in which case claims remaihing afteri 
amendment are compared with •cancelled] 
claims, and. element^- or limitation^ that' 
appear in remaining claims, but hot in] 
cancelled claims,- are -ireated^ ^s cntical tbi 
patentability; doctrine does not ari'si&'wherel 
amended or cancelled claims were rejected' 
.Us indeflAite or lihstatutory. ' ' 

5, Pleading and practice in courts — 
Burden of proof — Validity 
(S53.iS8) 

»lli j^t|^f g|W|it ^ 



patent gtarit 



PresumDtidnsfromj>ate']lt gtlmt'^ Pa^ 
tent Office consideration Hvf prior art 

Prestimption's from 
Weight of (§55.9). 

Patent is presumed Valid, ahdl:a<xused Jii- 
fniiger has burden . pf cst^blisWriglitsJi in- 
validity; ^^^trepgth pf^ presumption: 
depen<|?'phVw|iether Patent Office haii most 
reieyaht prior art ; before ^i at tim^ patept 
was grant^; if it did, presumption i^ ^rpip- 
forced; if it did pot, presumption^ is weaken^ 
ed or negated altbget her. w^^- 'X - . . 

4.. Presumptions froni patent grant '-^ In 
general (§554) ^ ■ ? > ;x . ^ . : 

Presumptions from patent grant 

Hr^ighlfof (1555^) 

Presumptipn of validity me^^ no more 
than that reaspnable doubts will be respj.ved 
in favor of patentee; .presumption need not 
be accorded weight of actual evidence, nor 
affect decision of invalidity ^ that* Vvduld 
otherwise be reached with confidence. 

5. iPatehtability — Evidence of -^ Jn 
' gcncirtfl (551.451) 

iPatentabiiity — Evidence of -r^^jpelay 
t and failure of others' to produce in« 
vention (§51.459) , 

p bViousnes^ , i iss Uf ; that is determined 
before any cprisideration.of pbjectjY^;factort 
niu^t have been reached by. weighing-dnly 
"background" elements of Graham v. John 
Deere -Co., 14^^ such as 

differences ^l^ctween patented invention and 
prior art and level of ordinary skill' in art, 
which merely define isswe Jby ideatifyinK 
patj^nte^'i ;cQhtribvit^ tp art, and level crt 
drdipary .skill ^^ainst. ..whjch\ ingcm^^^ 
cohtributibji Js^^tp^ be .mc^furedj i? ftssue. is; 
finally resolved withput i^n reachingj 
* * secohdar)^ " ' considerations, ^espi u tion i 
must have been. based .entirely uj^ court's,' 
hindsight appr^sal of- Jeycfj of iniquity, in-j 
vplved, in. conception of J ifiyention ,\ such jmb^l 
jective aipproach seems far, less relij^ble ttiaji; 
objective .evidence where i t. is ayaUable, par* ! 
ticularly where cividehce bears directly on} 
obviousness issue, such as evidence as to 
what actual persons having ordinary skill yvi 
art; did or failed to do when they confronted! 
same problem in course of their work; if! 
evidence shows, that number of skiUed 
technicians actually attettipted over ' .iiib- 
stahtial peribd to solve specitic problem that 
invention overcaDne and failed to do so, 
notwithstanding availability of all necessary 
niaterials, it is dillicult to . see how court 
could conclude that invention was Vob- 
yibus" to such persons at tiine. 
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6, Patentability — Evidc 
and failure of other 
vention (§51.459) 

Patentability — Evi4< 
tion by several pari 

Evidence of indepei 
poranebus development, 
elusive, is highly persu^iv 
just as trial and failure maj 
of nohobviousness, so rnajf 
be best evidence of *6bvi< 
where same solution has b 
lyreached by a number of- 
mediately after problem a 

Particular patents A 

3,740*980, Schimizzi 
Automobile Trunk Lock '. 
ti-theft Device), invalid, 
fringed. 



' Action by Gregory Frai 
Ernest Joseph Schimizzi, 
Corporation; for patent inf 
merit: for defendant. 

McAuIay, Fields, Fisher & 
Vork. N.Y, (Lloyd McA 
N.y., of counsel) for pi. 

Morgan, Finnegan, Pinci F 
York, N.Y„ and Har 
Pierce, Birmingham, 1 
Vassil, New York; N.^ 

. Harness and William ! 
both of Birminghamj 
for defendant,- • 

. Conner, District Judge. 

This is an action for infr 
patent No. 3,740,980 whi< 
and is owned byplaihti: 
Ernest Schimizzi,^ two broti 
New York, for a^n invj 
I* Automobile Tiunji: Lopk ; 
ti-Theft Device):" Pjaintife 
ment of the patent by the 
lock mechanism which hs 
defendant Chrysler Corpo 
model year 1 975 on the Do 
se^ral other types of theii 

; This opihipii ihcorpor^tc 
diiik? of fact and conclusi 
sii^jit to Kiile 52(a) F^R.C 
nop.^ury trial. 

Factual Backgr 

During the late 1960 's, t 
bre^k of a new and ingenioi 
directed at the trunk, o 
automobiles. Then, as toi 



trad-«TOark ri^^hts 
e as .1 contributory 
is entitled to protec- 
.0 knowingly »iay 
ceoxnpli^hing the an- 

anda&tljr establishes 
no iniTioceBt, inad- 
^cessor of the prod- 
fringing' term "con- 
ched up on its career 
'« aid of B^restoiie. 
sntry irfcto the eelf- 
plastic field, Fire- 
active -^nd essential 
f with respect to the 
, providing Stix with 
and tectinical assist- 
1964 Firestone sup- 
plastic film for the 
to the pxesent it has 
backing sheets and 
>m>pletedl product for 

ing Firestone knew 
lark an<l, with the 
at it was the domi- 
tarly pexiod it couh- 

make the product 
♦ United. 's. WTien, in 
.ted the use of "con- 

and otlner advertis- 
'one's officials were 
iesced in Shulman's 
3 counsel provided 
zh gruidcd Stix/ Stix, 
one informed of its 
romotional ^ policies, 
7s, xidveztising copy 
bnre of a campaiign 
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Not onlv did Firestone process the 
product which contained the infringing 
term, it also activelsr aided, ahetted and 
furthered Stix's entire advertising and 
promotional campaign in the use of 
"contact" and its invasion of United's 
trademark rights. That Firestone's exec- 
utives were fully aware of the trade- 
mark implications of Stix's use of ^con- 
tact'- is evident both from the fact th&t 
when Shulman first, proposed the idea, 
one of them snggested, "You might 
want to avoid it like the very plague," 
and from the further circumstance that 
at a sid>sequent time the same executive 
asked Shulman point-Wank, "[Aire you 
going to ride on their [United's] coat- 
tails or are you going to try to make 
out this is CONTACT brand?" Other 
evidence abundarttly establishes Fire- 
stone's knowing participation in Stix's 
wrongf rd- actions; A clear, case of con- 
tributory mfringement is made out 
against Firestone, and the decree shall 
extend to it. 

The foregoing shall constitute the 
Court's Findings^ of Fact and Conclu- 
sions of Law. Either : party, within ten 
(10) days and upon five (6) days' 
notice to the other, may propose, con- 
sistent with the foregoing, additional 
Findinfes of Fact and Conclusions of 
liaw. '■ , 
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In re JACOBSON 
No. 8100 Decided Mar. 6. 1969 

PATENTS ■ 

1. Board of Appeals— rin general (8 19;- 
05) 

Pleading and practice iri^ Patent Of- 
fice^ReJections (fr54.7J 
Board's decision, affirming rejection of 
claims under 35 U.S.C. 102 as met by 
references, stated that claims appear di- 
rectly readable upon references but that, 
in any event, they are unpatentable un- 
der section 103; on appeal fx'om Board's 
decision, rejection under section 103 is 
before court; Board was not required to 
designate a new ground of rejection as 
such or as madei pursuant to Rule 
196(b); statutory requirement, as ap- 
plicable to Board as to examiners, . is 
section 182 which requires that applic&ht 
be notified of reasons for rejection so 
l^at he may be able to judge the pro- 
priety of contiTiuing prosecution; -rule of 



reason must be applied to application 
of section 132 and Rule 196(b); while 
it is desirable that when Board makes 
a new rejection, or an old rejection on 
a new ground or statutory basis, it 
should so inform applicant, there is no 
magic in any particular form of words; 
when there is a shift in statutory basis 
of rejection from section 102 to 108, but 
exactly the same references, are relied 
on for same disclosures and the section 
of statute is expressly identified, the 
Board's meaning, and the newness of re- 
jection being apparent from opinion as a 
whole, applicant is not prejudiced and 
cannot ignore rejection on ground that 
Board did not designate it ias "new" 
or "under Rule 196(b)." — ^In re Jacobson 
(CCPA) 160 USPQ 795. 

2. :Affidavits—rBy Patent Office employee 
(§12.5) 

Mere failure = of reference to state the 
obvious is not cause for producing af- 
fidavit under Rule l07. — ^In re Jacobson 
(CCPA) 160 USPQ 795. 

Particular patehts^Polymerizates 
Jacobson, Processing of Polymerizates, 
claims 1 to 13 of application refuse^.— . 
In re Jacobson (CCPA) 160 USPQ 795. 

Appeal from Board of Appeals of the 
Patfent Office. 

Application for patent of Ulf C. ll. 
Jacobson, Serial No. 200,593, filed Apr. 
30, 1962; Patent Office Group 140. From 
decision rejecting: claims 1 to 18, appli- 
cant appeals. Affirmed. 
Jam£» E. Bryan, Washington. D. C, for 
. appellant. 

Joseph Schimmel (Lutrklle F. Parker 
"6t coui£6el) for Cotomissioner of Pat- 
ents. 

Before Woruett, Chief Judge, and Rich, 
Almond, and Bau>WIN, Associate 
Judges. 

Rich, Judge. 

This appeal is from the decision of 
the Patent Office Board of Appeals af- 
firming the rejection of all claims in 
application serial No. 200,503, filed 
April 30, 1962." entitled "Processing of 
Polymerizates,'' a continuation-in-part 
of serisd No. 690,259, filed October 15, 
1957. 

The Invention. 
Hie ^'processing" with wlrich the ap- 
plication is concerned is a method of 
"dry-blending" thermojplastic materials, 
to De used for molding or extrusion, 
with the usual plasticizers, stabilizers^ 
coloring, fillers. lubricants^ and the 
like. Although the plasticizers and some 
of the other- niatericds may be liquids,- 




they are added at such a rate and under 
such conditions that the mixture re* 
mains stibstantially dry in appearance. 
It IB explained that certain prior art 
processes produced a hot geued mass 
which, after cooling, had to be disin- 
tegrrated or granulated to gret a mate- 
rial suitable for use in molding or ex- 
trusioh and it is stated as an object to 
avoid such gelling with the necessity of 
flfubse^ent granulation. It is further 
explained that some thermoplastic mate- 
rials, particularly "emulsion polymer- 
izates, polsrvinyl chloride for example, 
are fine powders unsuitable for use in 
extruders as well as difficult to blend 
with plasticizer, etc., and that a granular 
product must be produced therefrom 
with which to feed the extruder. It is 
desired to gret such a product without 
producing an aggregate which has to 
be ground up or granulated and ap- 
pellant does this in a blender. 

A brief description of appellant's 
Example I will serve to illustrate* A 
blend^ consisting of a container with 
an agitator blade in its bottom, similar 
in . construction to the common kitchen 
"Waring Blendor,** is used. This in- 
dustrial version, however, has a capac- 
ity of 100 liters (about 26.5 gallons) 
and is driven by a 20 horsepower motor. 
Polyvinyl chloride emulsion polymer- 
izate in the amount of 25 kg with 
minor amounts of other dry ingredients 
are charged into it and the rotor 
started at 1400 rpm while 7^ kg of 
lifefuid plasticizer (dioctyl phthalate) is 
added in a continuous stream during a 
5-minute period. Rotor speed is then 
reduced to 700 rpm and, after 2 minutes, 
5 kg additional plasticizer is added 
during 5 more minutes. After 2 minutes 
more, the product is discharged "aa a 
free-flowin£r granular material 
which could be processed in an ex- 
trude [r]'* to form electrical cable in- 
sulation. It is said that by this tech- 
^mie up to 100% by weight of plas- 
ticizer and other liquids can be added 
without £retting a wet or sticky product. 

Beat^ is an essential part of this 
processing. According to tne disclosure, 
the necessary heat, which makes the 
polymer receptive to plasticizer and 
also causes the powder particles to ag- 

frlomerate to a controlled extent to 
orm larger granules, can be produced 
in the blender from the friction between 
the particles and between the psoi^icles 
and the rotor. However, the specifica- 
tion does not Hmit the source of heat 
to the energy produced by the rotor 
and explains that two other sources 
may be used additionally, even pref- 
erably. One is the use of a heating 
iacket on the blender whereby the 
vthue .required for heating the charge 



may be reduced'' and the other is that 
"the plasticizer and other liquid con- 
stituents may be preheated to a tem- 
perature of about 100° C, for example." 
In Kxample I there is no mention of 
outside sources of heat so it is assumed 
the necessary heat is produced by fric- 
tion. In Example IV, on the other hand, 
the blender has a: jacket heated to 
130" C and the plasticizer is heated to 
130** C before addition:. The rotor in 
that example is run at 700 rpm. 

It is iniportant to the process of the 
invention not to heat too- much. The 
desired range is disclosed as about 6& 
to 170*0, which is "below the gelling 
temperature of the mixture." The spec- 
ification explains: 

Since the material does hot gell in 
the blender, no disintegration or 
granulation of the product is neces-r 
sary as it is discharged in granular 
form. . \ / 

The Claims 
There are two independent claims 
froni which all others depend. Claim 
10 is the more specific and reads (our 
emphasis) : 

10. A process for forming ;&ee- 
flowing granules from thermpp^stic 
powder which comprises maintaining 
ihe powder in a confined zone as a 
rapidly moving suspension and at an 
elevated temperature below the gel- * 
ling temperature of the thermoplaatie, 
• resulting from the heat generated at 
least in part by frictional and shear- 
ing forces between the powder par- 
ticles and adding a liquid plasticizer 
to the suspension whereby the par- 
ticles are fused to form granules 
containing plasticizer. 

Claim 1, the other independent claim, 
is claim 10 with the italicized words^ 
omitted. The det>endent claims, 2-9 and 
11-13, will be discussed later. 

TheReleetion 
The examiner rejected all claims, 
1^13, "under 86 U.S.d 102 as fuDy met 
by" or "met by" (a less emphatic lejgal 
equivalent) the following references: 

Sandler 2,477,009 July 26, 1949 
Samler 2,718,471 Sept. 20, l?5j5 

In affirming, the board said: 

We have considered appellant's 
several arguments but will sxistain 
the rejection of all Uie claims on 
each of the references. WhOe the 
claims appear directly readable, upon 
the references, except for dependent 
claim 13 Bpedfying partial vacuum, 
they are, hi any event, clearly un- 
patentable under section 85 UJS.C. 



103. In re Pye et aL, 14S U 
m CCPA 877, 366 P.2d 641 (3 

Before us, the Solicitor for tl 
Office contends that the issues ] 
by the appeal encompass both 
tion under section 102 and oh 
under section 103, in view of th 
express reference to that sectioa 

.Appellant, on the contrary, « 
only rejection of the claims fo 
by this Honorable Court is 
fully met by the Samler and 
references under 95 U.S.C. 
seems to be his position thai 
precluded from . considering 
else— specifically, whether any 
unpatentable for obviousness u 
tion 103 — ^because **the observ 
the Board that the claims i 
patentable under Section 103 
constitute a new rejection by t 
under Section 103 since there 
compliance with Rule 196(1 
solicitor says the board's abo* 
statement does comply with thai 

Is a Section 1 OS Rejection Bej 
Preliminarily, it seems des 
resolve tlds question since th< 
onists are taning diametrically; 
IK»sitions, it involves an i 
procedural matter of frequei 
rence, and the propriety of t 
tion of certain claims depends o) 

. The board cited In re Py- 
above-quoted passage. The z 
evant passage m Pye reads as f< 

The record reveals some 
on Ihe part of the Patent 
agreeing on a statutory baai 
rejection. * * * 

The difficulty in formn 
ground of rejection seems 
arisen from the failure to 
whether Touey [the referei 
in fact disclose appellants* 
composition, so to he on 
side, langruage appropriate 
36 U.S.C. 102 and 103 was • 
In close situations claims 
rejected on section 102 an< 
alternative, section 103. But 
alternative rejection does i 
nate the need for careful sc 
the references to deterssune 
what is disclosed to the end 
applicant may be notified 
partdculfority required by I 
182. Appellant does not seen 
been prejudiced by the 
here, and has argued in th 
the issues of novelty and ot 
in view of both Touey an< 
sdier. We will consider both i 

Appellant here, on, the other 
lies on In re Hughes, 62 CC 
346 P.2d 184, 146 USPQ 
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103. In re Pye et aL, 148 USPQ 426 
[58 CCPA 877, 856 P^d 641 (1966) ]. 

Before us, the Solicitor for the Patent 
Office contends that the issues presented 
by tiie appeal encompass both anticipa- 
tion under section 102 and obviousness 
under section 103,, in view of the board's 
express reference to that section. 

Appellant, on the contrary, says "the 
only rejec^on of the claims for review 
by this Honorable Court is that as 
fully met by the gamier and Sandler 
references under 85 TJ.S.C. 102." It 
seems to be his position that we are 
precluded from considering anything 
else-*6pec]fically, whether any claim is 
unpatentable for obviousness under sec- 
tion 103— because *'the observation by 
the Board Uiat the claims were un- 
patentable under Section 103 did not 
constitute a new rejection by the Board 
under Sectibn 108 since there was no 
compliance with Rule 196(b)." The 
solictor says the board's above-auoted 
statement does comply with that rule. 

Is a Section 1 OS Rejection Before Us? 

Preliminarily, it seems desirable to 
resolve this question since the protag- 
onists are taking diametrically opposed 
positions, it involves an important 
procedural matter of frequent occur- 
rence, and the propriety of the rejec- 
tioh of certain claims depends on it. 

. The board cited In re Pye in the 
aibove-quoted passage. The most rel- 
evant passage m Pye reads as follows: 

The record reveals some difficulty 
on the part of the Patent Office in 
agreeing on a statutory basis for the 
rejection. V* * . 

The difficulty in formulating a 
ground of rejection seems to have 
arisen from tiie failure to ascertain 
whether Touey [the reference] does 
in fact disclose appellants' claimed 
composition, so to be on tiie safe 
side, language appropriate to both 
86 U.S.C. 102 and 103 was employed. 
In close situations claims may be 
rejected on section 102 and, in the 
alternative, section 103. But such an 
alternative rejection does not elimi- 
nate tiie need for careful scrutiny of 
the references to determine precisely 
what is disclosed to the end that the 
applicant may be notified with the 
particularity required by 85 U.S.C. 
182. Appellant does not seem to have 
been prejudiced by the confusion 
here, and has argued in this^ appeal 
the issues of novelty and obviousness 
in view of both Touey and Pikent- 
scher. We will consider both issues. 

Appellant here, on the other hand, re- 
lies on In re Hughes, 62 CCPA 1855, 
845 P.2d 184, 145 USPQ 467. 469. 




(1966), a case in which we found that 
neither the e:xaminer nor the board had 
specified any statutory basis for the 
rejection. We deduced, however, from 
the language of the Examiner's Answer 
tbat^is rejection was based on section 
102i The court divided as to what was 
the statutory basis of the board's af- 
firmance, the majority saying: 

Here, however the board's opii^on 
did noi provide adequate . notice that 
a new statutory ground of rejection 
was being relied on. For all that 
appellant knew, from the vague lan- 
guage used by the board, the only 
rejection being passed upon was the 
one mcuie by the examiner tmder sec- 
tion. 102. Thus, if we were to con- 
sider, on this appeal, issues which 
arise under section 103, we woidd be 
doing so without affording appellant 
an op^rtunity to be heard in the 
admimstrative tribunals of the Patent 
Otffice. 

The situation here is not that which 
the majority saw in Hughes. The board 
made it perfectiy clear that, insofar as 
it might be necessary, Le., to the. extent 
that the references would not. support Jf 
the examiner's section 102 rejection, it 
was relying on section 103. Before mak- 
ing the statement above quoted, the 
hoard had recited that the e:8:iaminer's 
rejections were, as to each reference, 
based on section 102. Appellant was 
very much aware of the board's partial 
shift in the statutory basis of the re- 
jection, still based on the same ref- 
erences^ as shown bjr his Request for 
Reconsideration, in which he said: 

: In the second complete paragraph 
on page 8 of the Board's Decision, the 
Board has gratuitously observed that 
the claims: . 

"are, in any event, clearly unpatent. 
able under section 35 U.S.C. 103", 

If this is, as it appears to be, a re- 
jection under Rule.i96(b), then it is 
requested that the Board specifically 
designate it as such or this gratuitous 
observation should be withdrawn. The 
rejection which . has been affirmed is 
on the ground of fully met and that 
rejection obviously is not going to 
be sustained upon further appeal to 
the Court of Customs and Patent 
Appeals. Neither appellant nor that 
Court should have to speculate as to 
the grounds of the rejection. 

We are not speculating, nor do we 
understand why appellant should be. 
This case is not like the Hughes case, 
nor governed thereby. 

From the above quotation and otiier 
arguments, it appears to us that it is 
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appellant's theory that unless the bo^d^ 
^ it more often does than not> says 
"This is a new rejection under Rule 
196(b)," any new rejection it may 
make, in any other form of statement, 
can be ignored. To illustrate, the solici- 
tor argrues that there are four rejec- 
tions, before us: anticipation and ob- 
viousness in view of &amler, and an- 
ticipation and obviousness in view of 
Sandler. Appellant, however, insists that 
**thiB only rejection of the claims for 
review by this Honorable Court is that 
as fully met by the Samler and Sandler 
references under 35 U.S.C. 102/' This 
theory is based on the alleged failure 
of this board to comply with Bule 196 
(b). It is . not quite clear to us what 
is the basis of tiiis allegation. Appel- 
lant, has quoted, vTith emphasis, &at 
part of the mlie on which he rehes, as 
follows: 

Should the Board of Appeals have 
knowledg:e of any grounds not in- 
volved in the appeal for rejecting 
any appealed claim, it may include 
' in its decision a statement to that 
effect with its reasons for so hold-r 
iii^,. which statement shall constitute 
a rejection of the claims. 

He then states that "the observation of 
the. Board .concerning the alleged un- 
patentability of the claims under Section 
103 did not comply with Rule 196(b)," 
which appears to. imply it was because 
the board did not state . "its .reasons 
fo^ so holding." At the same time, ap- 
pellant : seems to argue that the non- 
compliance resided in a failure to des- 
ignate its section 103 rejection as "a 
rejection tinder Rule 19e(b)/' 
^ [11 As to the first point, we think 
the board's reasons for holding un- 
patentabOity under section 103 are per- 
fectly clear, namely, that whatever 
claim limitation could not be found 
e^ressly described in a single ref- 
erence would nevertheless be obvious 
in view of the references. As to the 
second point, we find no express pro- 
vision in statute, rule, or manual fiiat 
requires the board to . designate a new 
ground of rejection as sudi. or as made 
**pursuant to Rule 196(b)" The stat- 
utory requirement, as applicable to the 
board as to examiners, is found in 85 
y.S.C, 132, In re Hughes, supra. In re 
Jepson, 6a CCPA 1023, 857 P.2d 406, 
148 USPQ 736 (1966), and it requires 
that an applicant be notified of the 
reasons for a rejection so that he may 
be ablie to judge the propriety of con- 
tinuing prosecution. 

It seems to us that a rule of reason 
J^SL applied to the application of 
86 U.S:C. 132 and Rule 196(b) by both 
si^esj It ia certainly desirable that when 



the board 'makes a new rejection; or an 
old rejection on a new ground or stat^ 
utory basis, it should so inform the ap- 
plicant. However, there is no. magic , in 
any particular form of words. When, a^ 
here, there is a shift in. ih& statutory, 
basis of a ■ riejection, from section 102 
to 103, but exactly the saime references 
are . relied on for the same disclosmres 
and the section of the statute is - ex- 
pressly, identified, the board's meaning 
and the newness of, the rejection beiug 
apparent from the opinion as a whole, 
we do not consider that appellant has 
been prejudiced or can ignore it oh the. 
ground that the board did not desig^to 
it as "new" or ^'under Bule 196(b).^' . :i 
Appellant insists that "no rejection as! 
unpatentable over Samler . [or Sandleir]: 
under Section 103 was eVer presented 
to or considered by the Boarq of Ap^ 
peals * ♦ (Emi)hasis ours.). While 
we have to agree that the examiner jiid 
not present such a rejection, it. is anom-^- 
alous to say that having made such a. 
rejection, the board did not coTisider 
it. Appellant cannot pretend to have 
been trapped or surprised. The newness 
of the rejection : f uUy impressed itself 
on his attorney's consciousness as dem- 
onstrated by the Request for Recon- 
sideration in which he said, "If this is, 
as it appears to be, a rejection under 
Rulfi 196(b), then it is requested that 
the Board specifically designate it as 
such ♦ ♦ He also asked the board * 
to "make it clear as to just what sec- 
tion of the Statute is relied upon." We 
think the board did just that; it spec- 
ified sections 102 and i03, alterna- 
tively. Yet appellant, neither in his 
Request for Reconsideration nor in 
this courts has had a word to say in 
response to any rejection based on 
section 103, electing to stand on tech- 
nical arguments to the effect that no 
such rejection exists. 

Our conclusion is that, under the 
circumstances of this case, there is a 
section 103 rep'ection before us, which 
we shall consider in due course. But 
firet we shall consider the section 102 
rejection, made by the examiner, and ad^- 
firmed by the board as to all claims ex- 
cept claim 13. 

Opinion 

Both references, Samler and Sandler, 
are directed to the same purpose as 
appellant's invention, the Mending of 
powdered plastics with liquid plas- 
ticizers, . fillers, . stabilizers, pigments, 
etc., to prepare them . for niolung or 
extrusion. Both refer to vinyl polymers. 
Both are "dry*' processes. Both produce 
a free-flowing, . granular product. Both 
recognize the necessity of heating the 
materials . to the right degree, during 



processing and both describe 
the three ways of heating w 
pellant describes: (1) by heati 
of the ingredients before addi 
(2) by heating the mixing 
one way or another. The thir 
of heat, which appellant define 
claims as "generated at least 
by frictioiial and shearing fo 
tween the powder particles,*' i 
center of uie dispute here. / 
gets the kinetic energy to do t 
the rotating blade in his mizc 
in .claim language, has the i 
"maintaining the powder in a 
zone as a . rapidly moving st 
♦ : ♦ V' Doing this to the par 
recites in his claims, generates 
reason .of. "frictional and 
forces between the powder p 
What he means by "shearini 
is not made clear since the wor* 
ing" appears nowhere^ in his i 
Idon, omy in the claims. Oni 
pellant'a arguments is that tk 
require both frictional and 
forces, but what the differenc 
how it is obtained remains un 
unless explanation is to be 
the fact that appellant's mix* 
high-speed rotating impeller 
references do not« But if an 
striking particles produces 
forces it is not seen why partic 
ing each oiher or other objects 
do the same. We cannot, unc 
cxrcuinstances. give any weigt 
reference to both friction and 
forces>. 

Referring more specifically 
referenices, Saioler shows an t 
in his patent, which is entitlec 
ing Method and Apparatus,'^ < 
of a conical hopper into which 
4aty. of :powdered or granular 
plastic is placed; At the hot 
■screw feeder which moves mate 
the . hopper into a curved pi; 
carries naaterial from the b 
the hopper around ani. external 
back into the top of the hopp 
it reenters, striking a baffle as 
Rronulsion of the plastic pa 
proauced by means of an i 
blown into the pipe at the ei 
screw feeder. A short distanc 
the gas inlet, the liquid matj 
injected into the particles 1 
fed from a pump. Speakinfl 
materials moving througn «i 
. pipe* the patent states : 

The particles suspended ii 
are caused to move at high * 
preferably from 1600 to ft0( 
minute. The bend in Oie 
produces extreme turbalent 
j. <»nses any formed 'agglom 
I break np and farther disperse 
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aving made such a 
i did not consider 
•t pretend to have 
prised. The newness 
Uy impressed itself 
nsciousness as dem- 
lequest for Recon- 
he said, *'If this is, 

a rejection under 
t is requested that 
lly designate it as 
so asked the board 
s to just what sec-. 
Is relied upon," We 
just that; it spec- 
and l03, alterna- 
at» neither in his 
isideration nor in 

a word to say in 
ejection based on 

to stand on tech- 
tile effect that no 

I that, tinder the 
Is case, there is a 
I before us, which 
n due course. But 
ler the section 102 
e examiner, and af- 
as to all claims ex- 
Ion 

amler and Sandler, 
same purpose as 
, the blending of 
v«rith liquid plas- 
bilizers, pigments, 
m for molding or 
to vinyl polymers, 
isses. Both produce 
alar product. . Both 
ity of heating the 
ght degree during 
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processing and both describe two of 
the three ways of heating which ap- 
pellant describes: (1) by heating some 
of the ingredients before addition and 
(2) by heating the mixing vessel in 
one way or another. The third source 
of heat, which appellant defines in his 
claims as ^'generated at least in part 
by firictiohal and shearing forces be- 
tween the powder particles," is at the 
center of tne dispute here. Appellant 
gets the kinetic energy to do this from 
the rotating blade in his mixier which, 
in jclaim lainguage, has the effect of 
''maintaining the powder in a confined 
zone as a rapidly moving suspension 
* ♦ -♦." Doing this to the particles, he 
recites in his claims, generates heat by 
reason of "frictional and shearing 
forces between the powder particles." 
What he means by "shearing" forces 
is not made clear since the word "shear- 
ing^ appears nowhere in his specifica- 
tiohy oiuy in the claims. One of ap- 
pellant's arguments is tiiat ilie claims 
require both frictional and shearing 
forces, but what the difference is and 
how it is obtained remains unexplained 
unless explanation is to be found in 
the fact that appellant's mixer has a 
high-speed rotating impeller and the 
ref^nces do not. But if an impeller 
striking particles produces shearing 
-forces it is not seen wby particles strik- 
ing each other or other objects will not 
do. the same. We cannot, under these 
circuznstances. give an^ weight to the 
reference to both friction and shearing 
forces. 

Referring, more specifically to . the 
references, Samler shows an apparatus 
in his patent, which is entitled "Blend- 
ing Method and Api>aratus," consisting 
of a conical hopper into which a quan- 
tity of powdered or granular thermo- 
plastic is, placed; At the bottom is a 
«crew feeder which moves material from 
.this . hopper into a curved pipe which 
carrieis niaterial. from the bottom of 
the hopper around an external loop and 
back, into the top of the hopper where 
it reenters,: striking a baffle and faUing. 
x^ropulsion of the plastic particles is 
produced by means of an inert gas 
blown into the pipe at the end of the 
screw feeder. A short distance beyond 
the gas inlet, the liquid materials are 
injected into the particles by a jet 
fed froni a pump. Speaking of the 
materials moving through the curved 
pipe, the patent states: 

The particles suspended in the gas 

are caused to move at high velocities, 
. ■ preferably from 1500 to 4000 feet per 

minute. The bend in the tube 23 

produces extreme turbulence which 
= eauses any formed agglomerates to 

break up and further disperse. 



Ajppellant and the Patent Office both 
rely on this passage to further their 
positions. The Patent Office says it 
discloses the claimed step of ^'maintain- 
ing the powder in a confined zone as 
a rapidlv moving suspension" and that 
tiie nigh speed ana turbulence will 

groduce "frictional and shearing forces 
etween the powder particlesr' with 
resulting generation of heat. We agree. 
Appellant argues that the passage 
shows that Samler does not get gran- 
ules, which is the object of his Inven- 
tion^ because of the statement that any 
agglomerates will be broken up.. We 
think it is tolerably clear, however, 
that breaking up* agglomerates is a 
relative matter and that while big ag- 
glomerates or lumps may be broken 
up, little ones, properly denoted as 
"granules," can and do remain in Sam- 
ler's process as an end product. After 
a few passes through his machine, Sam- 
ler necessarilv stops blowing the par- 
ticles through the curved tube and 
eventually dumps the hopper through 
a discharge spout at the bottom;. In 
his hopper are stirring or circulating 
devices which lift the material up and 
allow it to fall through space in which 
there is gas turbulence. No doubt his 
particles, coated with plasticizer and 
subjected to heating, are going . to ag- 
glomerate to some extent in the hopper 
(else why would he speak of brealdng 
up agglomerates?) before they reach 
the discharge. He describes his dis- 
charged product as a "particle mass in 
free-flowing condition." We therefore 
have to disagree with appellant that he 
does not get a granular product. If 
appellant gets one by his claimed proc- 
ess, so will Samler because appellant's 
claimed steps are present in Samler. 
Forming granules from powder Is the 
result of limited agglomeration. We 
therefore find independent claims 1 and 
10 anticipated by iSamler. 

We need not consider Sandler in de- 
tail .in view of the above holding and 
will mention only the principar dif- 
ference from Samler. Sandler mixes the 
thermoplastic, plasticizer, etc., in a 
double conical tumbler rotated at 20- 
2Si rpm, producing 'Mbbing contact 
over, a . substantial period of time be- 
tween the particles of the mass moving 
relative to each oli.er in their . f reei- 
flowing state." He may blow hot air 
into the tumbler for heat and preheat 
tiie plasticizer which is intermittently 
sprayed into the powder, at such a 
rate as to maintain a ^'substantially 
dry, free-flowing particle condition." 
We agree with the board that Sandler 
also anticipates the independent claims, 
which justifies the section 102 rejec- 
tion thereon. The solicitor considered 
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Samler ' the better reference and we 
likeiirise think it is on the ground that 
Samler probahly grenerates more heat 
from friction due to the higher speed 
of the particles than Sandler would 
from his alower tumbling. 

The remaining' claims are all de- 
pendent . and add limitations as to 
maximum temperature, temperature 
rangre, to use of filler^ pigment, and 
specinc vinyl thermoplastics, external 
heat, or partial vacuum. The board 
found them all to be anticipated ex- 
cept for claim 13, the one specifying 
• that partial vacuum is maintained 
in the confined zone.'' It is only as to 
that claim that the board seems clearly 
to have based its affirmance of the 
rejection on section 103. 

Considering now all the dependent 
claims with the exception of 13, ap- 
pellant does not contend they are al- 
idwable for any different reasons than 
: those advanced as to independent claims 
1 a.nd 10 with the exception of claims 
7, 9, and 12^ which he says are not 
anticipated for special reasons. These 
reasons are that claims 7 and 12 spec- 
ify that "the thermoplastic is a vinyl 
emulsion polymerizate" and claim 9 
specifies that "the confined zone is 
heated in part by external heat." Dis- 
posing of claim 9 first, the "confined 
zone" in Samler includes, in our judg- 
ment, both his hopper and his curved 
pipe through which the contents of the 
hoi)per are continuously circulated from 
the bottom of the hopper to the top 
of it. The hopper has a heating jacket 
and is heated in jpart by external heat. 
Even if the confined zone is construed 
to be only the curved pipe, it gets 
heat from two "external" sources, the 
heating jackets on the hopper and a 
heater for the inert gas whiim is blown 
into it. We therefore find this liznita* 
tion disclosed in Samler. 

Claims 7 and 12 present a somewhat 
different problena. Claims 1 and 10, 
from which they depend, respectively, 
|ecite *'A process tor forming free- 
flowing granules from thermoplastic 
powder ♦ ♦ The dependent claims 
say the thennoplastic is "a vinyl emul- 
sion polymerizate." Appellant's specifi- 
cation says tlus is a type of plastic 
which is more- difficult to handle by 
known -blending methods and one for 
which his process is especially useful.^ 

1 Hie specifica^tion points out a differ- 
ence beitween susperision polymerizates 
and emvIsUm polsmoerizates and says "a 
dry-blending process for pr^Mudng plas- 
tidzed mixtures of suspmsion po&meri- 
zates has been introduced • * * [wtalcih] 
.^OTOin^, has not been a(ppUcable to Oie 
'trcsiiiijBQs. 9*11111 Is ion polj^nieriza/tes 



Appellant appears to be correct in con- 
tending that neither reference discloses 
vinyl emulsion polymerizates, even 
though polyvinyl thermoplastics are 
disclosed. For this reason, he says, 
claims limited thereto cannot be an- 
ticipated, i.e., rejected on section 102. 
The Patent Office argues that they are 
anticipated because Samler discloses his 
process as of value for treating heat- 
sensitive materials generally and as 
"applicable to * * * any thermoplastic 
material." Assuming without deciding 
that the limitations of claim 7 and 12 
are really process Hmiitations (no ques- 
tion having been raised on this ground), 
we do not think that the general dis- 
closure of Samler can be considered 
anticipatory of a specific limitation 
not disclosed merely becatiBe the gen- 
eral will include the specific We hold, 
therefore, that the section 10!2 iejection 
of claims 7 and 12 cannot be sustained, 
relegating us to the section lOa rejec- 
tion. 

We affirm the board in refusing 
claims 7, 12, and 18 as dhrected to 
obvious subject matter in view of the 
disclosures of Samler and Sandler. 
Clearly it would be obvious to use the 
blending process of either reference 
with any of appellant's thermoplastics, 
which are very closely related to those 
named in the references. As to using 
the partial vacuum of claim 18, which 
appellant's specification merely says 
enables a larger amount of plasticizer 
to be incorporated (60% as against 
40%), Sandler , teaches varying pressure, 
ix^r alia, in order to obtain optimum 
results. We think this would suggest 
partial vacuum to one of ordinary skill 
in the art. 



ments in its decision to the effect that 
heat would be generated by Motion 
between particles in the reference 
processes and that those processes 
would produce a grranul^dr product ^r 
agglomerates. His theory is that the 
views of the board on these matters, 
with which he disagrees, are obviously 
based on facts within the personal 
knowledge of any employee of the Pat- 
ent Office and contrary to the disclosure 
of the references; We see no error here. 
As to friction producing heat, the board 
was merely recognizingr fact kmmn 
to anyone who has ever struck a match 
or slid down a rope. The mere fa^ure 
of a reference to state the obvious is 
not cause for producing an affidavit. 
As for the production of agglomerates 

* * He wa his invention is a method 
panticularly for blending the latter. 
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to a sufficient degree to produce 
granular product from a J^^i?' 4 
have already explamed why we 1 
that implicit in Samler. Some tW 
may be clear from disclosures thougn 
expressed therein in so many words. 
The decision of the board is af/irn 



Court of Customs and Patent App< 
In re CORMANY, DiAL^ AND PBA: 
No. 8106 Decided Mar. 6, 19 

PATENTS 

Reticular patents^-ComposWoni 
Germany, Dial, and Pray, StaW 

Compositions, claim 28 of .apP|«^ 

aUowed.— In re Cormany, Dial a 

(CCPA) 160 USPQ 801. 

Appeal from Board of Appeal 
the Patent Office. ^ ^ . ^ 

Application for patent of Ol^h 
Cormany, William R.- Dial, and B 
O. Pra/, Serial No. 712,693, fOed 
3, 1958; Patent Office Group 170. . 
d^ision rejecting claim 28, appU 
appeal. Reversed. 

Mark Levin and Chisholm & Spb 
both of Pittsburgh, Pa^ *J?^ /J 
& Jones, Washington, D. o. if 
L. SPENCEai and RAYMOND S. 
HOLM, both of Pittsburgh, Pa. 
GBOBGB R. Jones, Washmgton, 
of counsel) for appeUa^ 

JOSEPH SCHIMMESL (LiEBOT B, RA. 

of counsel) for Commissioner oi 
ents. ' 

Before WoRLBy, Chief Judge, and 
ALMOND, and Baldwin, Asc 
Judges. 

Almond, Judge. 

This is an appeal :from the d< 
of the Patent Office Board ot A 
affirming the final rejection of 
28 of appellants' application e 
^tabilizeT Compositions."! Ko 
has been allowed. 

The invention relates to the sti 
tion, against decompositaon, ot x 
cWoroform (l^A-trkWoroet^ 
industrial solvent us^ul 
vapor phase degreastofiT. 8;acl» 
methylchlorofortn evidences a. 
tendwicy to ^ 
when in contact with iignt meta 

""TiSrtol No. T12,693 filed February 



160USPQ 



bo be CO ^et in con- 
r ref^ireiice discktses 
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to a sufficient degree to produce a 
granular product from a powder, we 
have already explained why we find 
that implicit in Samler. Some things 
may be clear from disdosures though not 
expressed therein in ao many words. 
The decision of the board is affimnsd. 



Court of Customs and Patent Appeals 

In re Cormany, Dial,, and Pray 
No. 8106 Decided Mar. 6, 1969 

PATENTS 

Particular patents-r-Compositions 
Cormany, Dial, and Pray, Stabilized 
Compositions, claim 28 of application 
allowed. — ^In re Cormany, Dial & Pray 
(CCPA) 160 US PQ 801 . 

Appeal from Board of Appeals of 
the Patent Office. 

Application for patent of Charles L. 
Cormaijy, William R. Dial, and Blaine 
O. Pray, Serial No. 712,693, fUed Feb. 
3, 1958; Patent Office Group 170. From 
decision rejecting claim 28, applicants 
appeaL Reversed. 

Mark Levin and Chisholm & SPENCEai, 
both of Pittsburgh, Pa., and BEATS 
& Jones, Washington, D, C. (Oscab 
L. Spencer and Raymond S. Cms- 
HOLM, both of Pittsburgh, Pa., and 
George R. Jones, Washin^n, D. C, 
of counsel) for appellants. 

Joseph Schimmel (Leroy B. RandaiiL 
of counsel) for Commissioner of Pat- 
ents. 

Before WORtBT, Chief Judge, and Rich, 
Almond, and Bau>win, Associate 
Judges. 

Almond, Judge. 

This is an appeal from the decision 
of the Patent Office Board of Appeals 
affirming the final rejection of claim 



28 of appellants' application entitled 
^'Stabilized Compositions." i No claim 
has been allowed. 

The invention relates to the stabiliza- 
tion, against decomposition, of methyl- 
chloroform (14,1-txichloroethane), an 
industrial solvent useful for liquid and 
vapor phase degreasing. In such usage, 
methylchlorofoitu evidences «t strong 
tendency to decompose, particularly 
when in contact with light metals finch 



1 Beriai No, 712,693 filed February 3, X958; 



as aluminum, thus destroying its jnrac^ 
tical value as a solvent. Appellants 
discovered that this serious detriment 
to the use of meiliylchlorofonh is 
overcome by formulating methyl- 
chloroform witib minor amounts of 
acrylonitrile. 

Claim 28 reads: 
28. Methylchlorof orm containing 

from 0.05 to 6 per cent aeryldxdtrile: 

by weight. 

The claim was rejected by the es^am- 
iner under 85 U.S.C. 103. The refer- 
ences are: 

l^sbach 2,0^,260 June 9. lidSBa . . 

Petering et aL (Petering) 2^71,644 
March 20, 1946 

Klabtinde 2,422»556 June 17. 1947 

Cole 2.802,880 August 18, 1957 . 

Bachtei 2,811,262 October 29, 1957 

Monroe et al. (Monroe) 2,906,788: 
September 29. 1959 

Burch et at (BtHrch) . 2,945,895 July 
19.1960 

Nex et al. (Nex) 2,959,556 Novem- 
ber 8, 196Q 

Skeeters (Great Britain) 766,522 
January 9, 1957 

Missbach discloses stabilization of 
various chlorinated aliphatic hydrocar- 
bons by incorporation of organic nittHe 
stamlizers such as methyl, ethyl and' 
n-butyl cyanides. 

Petering discloses the use of orjganie 
oxides, ozimes, ethers and alcohols as 
stabilizers for chlorinated solvents such 
as . Irichloroethylene which are " said to 
be subject to decomposition when in 
contact Yn\ih aluminum. 

KlaJjtoide showd the use of vinyl 
cyanide (acrylonitrile) to prevent alu- 
minum catalyzed decomposition of tri-. 
chlorbethylene. i 

Cole discloses thai chlorinated hy- 
drocarbon solvents, ' preferably - tai- 
chloroethylene and perchloroethylene, 
ma^ be stabilized by the use of 8- 
amino-2-methy&utan-2-oL Methylchlor- 
oform is mentioned as ia chlorohydro- 
carbbn that may be stabilized in the 
same manlier. Other stabilizers such, as 
pyridine may be ixsed with the primary 
stabilizer. 

Bachtei discloses methylchlorof orm 
stabilized With dioxane . and states , that 
methyldiloroform is more reactive with 
metals than other chlorohydrocarbons 
and in general the inhibitors effective 
with other chlorolurdrocarbons are only 
moderately helpful with metiiylcliloro- 
form. 

Monlroe shows the stabilization of 
chlorinated aliphatic hydrocarbon sol* 
vents by the use of an asise, and 
specifically ' notes mejtbylchloroform as 
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s fees t^any consumer who has 
1 loss as a result of a violation of the 
rhe choice of the word **anyohe" 
of the word "consumer in 
t ), therefore, seems deliberate, and 
lat the scope of the enjoinder rem- 
ater than that of the actual damage 

ourt in LJS, Co. v. Marks, 480 
141 iS.D. Fla. 1979), while denying 
isumer damages under the Act, im- 
t a declaratory judgment and an 
n would have been available.. Fur- 
, In United Feature Syndicate, Inc, 
ve Mold Co., 569 F.Supp. 1475 
u 1983) (J. Paine), the Court con- 
le Act to protect owners of copy- 
im infringement. 

hough the statute is generally di- 
traditional consumer transactions 
urpose is to protect the unsophisti- 
m being conned into unsound invest- 
ed Black V. Department of Legal 
•68 So. 2d 45 1 (1985), the extension 
itute's scope to others damaged by 
ade practices is not unique. Many 
ons nave interpreted similar con- 
Totection statutes to encompass 
k violations that could cause confu- 
misunderstanding to the average 
r.* Therefore, it is: 
•RED AND ADJUDGED that De- 
motion is hereby DENIED. 



industries v. J.C. Indus., 595 F.Supp. 
. Fla. 1983) the court construed Section 
) to exclude trademark cases from the 
Section excludes **a claim for damage to 
•ther than the property that is the subject 
nsumer transaction.** Nothing in that 
owever, excludes Plaintiff from seeking 
'.ory Judgment and an injunction to pre- 
nued inrringement of its trademark. 
9 ALR 3d 449, 468 for cases where 
d that the use of tradenames constituted 
t of a deceptive trade practice statute or 
protection act. 
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Court of Appeals, Federal Circuit 

Akzo N.V. V. U.S. International Trade 
Commission 

No. 86-877 
Decided December 22, 1986 

PATENTS 

1. Patentability/Validity Anticipation — 

Prior art (§115.0703) 

U:S. International Trade Commission did 
not use impermissible "ipsissimus verbis" 
test in finding that claimed process for mak- 
ing aramid fibers was not anticipated, but 
rather properly found that prior art did not 
disclose such process to one of ordinary skill 
in art and that prior art reference that called 
for use of sulfuric acid did not call for use of 
98 percent concentration critical to success 
of claimed process, since "concentrated sul- 
furic acid" is not inherently 98 percent sulfu- 
ric acid to one skilled in art. 

2. U^. International Trade Commission — 

In general (§115.01) 

International Trade Commission's admin- 
istrative protective order which permitted 
access, to confidential business information 
produced during discovery phase of investi- 
gation, by both parties' outside counsel, but 
not by management personnel or in-house 
counsel of either company was proper, since 
order did unilaterally immunize purportedly 
confidential documents from scrutiny of par- 
ty challenging order* since order provided 
mechanism by which either party was free to 
object to designation of information as confi> 
dentiai, and since party challenging order 
failed to prove need for access to such infor- 
mation, nor harm to it from nondisclosure. 

3. U^. International Trade Commission — 

Burden of proof (§1 15.05) 

International Trade Commission did not 
err in determining that unlawful importation 
of infringing aramid fibers violated Tariff 
Act's Section 337, 19 USC 1337, based upon 
its finding, supported by substantial evi- 
dence, that such importation will have ten- 
dency to injure domestic industry, despite 
evidence that domestic industry's profits 
from sale of fibers will increase notwith- 
standing such entry into market, since issue 
under Section 337 is not whether domestic 
industry profits will increase beyond current 
levels but whether importer's presence in 
market will substantially injure domestic in- 
dustry's business during remaining life of 
patent. 



4. U.S. International Trade Commission — 
Jurisdiction (§115.03) 

International Trade Commission proceed- 
ing under TarifT Act*s Section 337, 19 USC 
1337, is not "inherently judicial" proceeding 
that must be adjudicated only by Constitu- 
tion's Article III courts, even though private 
rights may be affected by Section 337 pro- 
ceedings, since main thrust of Section 337 is 
to protect public interest from unfair trade 
practices in international commerce, and 
since Section 337 represents valid delegation 
of broad congressional power to achieve such 
purpose. 



Appeal from U.S. International Trade 
Commission. 

U.S. International Trade Commission in- 
vestigation on behalf of E.I. du Pont de 
Nemours and Co., for exclusion of certain 
aramid fibers covered by U.S. patent, in 
which Akzo N,V., Enka B-V.^ Aramide 
MaatschappiJ v.o.f., and Akzona Incorporat- 
ed, were designated as respondents. From 
exclusion order prohibiting importation, re- 
spondents appeal Affirmed. 

Denis Mclnerney, and Cahill Gordon & 
Reindel, both of New York, N.Y., C. 
Frederick Leydig, and Leydig, Volt & 
Mayer Ltd., both of Chicago, III., and 
Tom M. Schaumberg, Cecilia H. Gonza- 
lez, and Plaia & Schaumberg, Chartered, 
all of Washington, D.C. (David R. Hyde, 
Laurence T. Sorkin, George Wailand, P. 
Kevin Castel, Charles S. Oslakovic, John 
Kilyk, Jr., Nerval B. Galloway, and Rob- 
ert H. Falk, and Hubbard, Thurman, 
Turner & Tucker, both of Dallas, Texas, 
on the brieO< for appellants. 

Catherine Field, Office of the General Coun- 
sel, U.S. International Trade Commission 
(Michael P. Mabile, assistant general 
counsel, on the brieO, for appellee. 

Daniel M. Gribbon, and Covington & Burl- 
ing, both of Washington, D.C, Joseph M. 
Fitzpatrick, and Fitzpatrick, Cella, Harp- 
er & Scinto, both of New York, N.Y. 
(Harris Weinstein, James R. Atwood, Eu- 
gene D. Guiland, Dwight C. Smith, III, 
and Stephen H. Marcus, and John A. 
O'Brien, Henry J. Renk, Charles P. Ba- 
ker, Laura A. Bauer, and Bruce C. Haas, 
on the brieOt for intervenor-appellee E.I. 
du Pont de Nemours. 

Before Markey, Chief Judge, and Davis and 
Nies, Circuit Judges. 



1242 



Akzo N. V, V. International Trade Commission 



I USPQ2d 



Davis, Circuit Judge. 

This is an appeal by Akzo. N.V., Enka 
B.V., Aramide Maatschappij v.o.f. and Ak- 
zona Inc. (appellants or Akzo) from an ex- 
clusion order by the United States Interna- 
tional Trade Commission (Commission or 
trial tribunal) pursuant to §§337 and 337a of 
the Tariff Act of 1930, 19 U.S.C, §§1337, 
1337a (1982), prohibiting the importation 
mto the United States of aramid fibers man- 
ufactured by Akzo in the Netherlands. We 
affirm. 

I. Background; Issues; 
Scope of Review 

A, Background, On April 18, 1984, E.I. 
du Pont de Nemours and Company (appellee 
or Du Pont) filed a complaint with the Com- 
mission under §337 of the Tariff Act of 1930 
(19 U.S.C. §1337).' The complaint alleged 
that Akzo had engaged in unfair methods of 
competition and unfair acts including the 
importation, sale and marketing in the Unit- 
ed States of certain aramid fibers.^ pro- 
duced in the Netherlands by a process pur- 
portedly covered by the claims of Du Pont's 
U.S. Letters Patent No. 3,767,756 (the 
Blades or '756 patent). In addition, the com- 
plaint charged Akzo with attempting both to 
exploit applications of aramid fibers and to 
penetrate markets for aramid fibers created 
by Du Pont. Finally, the complaint alleged 
that the effect or tendency of the unfair 
methods of competition and unfair acts was 
to destroy or substantially injure an industry, 
efficiently and economically operated, in the 
United States. 



• 19 U.S.C §1337 (1976) provides in pertinent 
part: 

Unfair practices in import trade 

(a) Unfair methods of competition declared 

unlawful 

Unfair methods of competition and unfair acts 
m the importation of articles into the United 
States, or in their sale by the owner, importer, 
consignee, or agent of either, the effect or ten- 
dency of which is to destroy or substantially 
mjure an industry, efficiently and economically 
operated, in the United States, or to prevent the 
establishment of such an industry, or to restrain 
or monopolize trade and commerce in the Unit- 
ed States, are declared unlawful, and when 
found by the Commission to exist shall be dealt 
with, m addition to any other provisions of law, 
as provided in this section. 
' As indicated in Part II. infra, aramid fibers 
arc the strongest commercial synthetic fibers 
known to nian — about five times stronger than 
steel on an equal weight basis. 



After evaluating Du Pont*s complaint, the 
Commission instituted an investigation pur- 
suant to §337(b), 19 U.S.C. § 1337(b). and 
an administrative law judge (ALJ) was as- 
signed to preside over the investigation. 

The major substantive question before the 
ALJ (and now before us) is the validity and 
enforceability of Du Pont's Blades patent. 
Those issues, and the related facts and cir- 
cumstances, are set forth and discussed in 
Part II, infra. The major procedural issue is 
whether Akzo was denied due process be- 
cause Du Pontes confidential documents 
were not disclosed to appellants' manage- 
ment. This problem (together with an al- 
leged violation of treaty rights) is considered 
in Part III, infra. The other issues presented 
to us are dealt with in Part IV. infra. 

Following 14 days of hearing the ALJ 
issued an initial determination holding that 
there was a violation of §337(a) of the TarifT 
Act of 1930 in the unlawful importation or 
sale of certain aramid fibers produced over- 
seas by means of a process that if practiced 
in the United States would infringe the 
Blades '756 patent, and that importation has 
the tendency to injure substantially an effi- 
ciently and economically operated industry 
in the United States. 

Akzo filed a petition for review of the 
ALJ^s initial determination on June 3, 1985. 
On July 15, 1985, the Commission decided 
to review only those portions of the initial 
determination pertaining to anticipation and 
obviousness of the Blades '756 patent under 
335 U.S.C. §§102 and 103, Ultimately, the 
Commission affirmed the ALJ's findings 
and conclusions on anticipation and obvious- 
ness and determined that appellants had 
failed to prove the Blades '756 patent inval- 
id. Having decided not to review the remain- 
der of the initial determination, the Commis- 
sion concluded that there was a violation of 
§337. Accordingly, on November 25, 1985, 
the Commission, after further consideration, 
entered an exclusion order limited to certain 
forms of aramid fibers produced by Akzo. 
The Commission's order became final on 
January 25, 1986 when the President de- 
clined to overrule it pursuant to §337(g). 

B. Issues. On this appeal, Akzo raises a 
number of issues for us to resolve: 

(1 ) whether the Commission's finding that 
claim 13 of the '756 patent was "not 
invalid" and "not unenfx)rceable" is sup- 
ported by substantial evidence;^ 
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Akzo presents no contention that, if claim 13 
of the '756 patent is valid and enforceable, Akzo 
would not infringe if it used ite same process in this 
country. 



(2) whether Akzo's due pr 
rights were violated in t 
proceeding; 

(3) whether the Commis 
Article III tribunal, is 
prohibited from adjudical 
and enforceability of pate 

(4) whether the Commissi 
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complaint that Du Pont • 
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Commission in Beloit Corp. 
(Order). 742 F.2d 1421, : 
(1984), cert, denied, 105 S. 
Ed. 2d 721 (1985). There v 
court "does not sit to review 
mission has not decided." 7^ 
223 USPQ at 194. Beioit is 
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American Hospital Supply 
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103, the fact that it affirmei 
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violation. Accord Warner £ 
US. International Trade C 
F.2d 562, 229 USPQ 126 (1 
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evaluat^ Du Pontes complaint, the 
sion instituted an investigation pur- 

1337(b). 19 U.S.C § 1337(b), and 
nistrative law judge (ALJ) was as- 
> preside over the investigation, 
lajor substantive c^uestion before the 
td now before us) is the validity and 
ibility of Du Font's Blades patent, 
sues, and the related facts and cir- 
tces» are set forth and discussed in 
infra. The major procedural issue is 

Akzo was denied due process be- 
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'his problem (together with an al- 
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III, infra. The other issues presented 
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(2) whether Akzo's due process and treaty 
rights were violated in the Conunission 
proceeding; 

(3) whether the Commission, as a non- 
Article III tribunal, is constitutionally 
prohibited from adjudicating the validity 
and enforceability of patents; 

(4) whether the Commission's finding that 
Akzo's sales of aramid fibers in the United 
States would have a tendency to "destroy 
or substantially injure" an industry eco- 
nomically and efficiently operated is sup- 
ported by substantial evidence; 

(5) whether the Commission's conclusion 
that Du Font's value-in-use pricing did not 
violate the antitrust laws is correct and 
supported by substantial evidence; and 

(6) whether it is a defense to Du Font's 
complaint that Du Font employed a sol- 
vent included in a polymerization process 
patented by Akzo. 

C. Scope of review. This court defined our 
scope of review in cases appealed from the 
Commission in Beloit Corp, v. Valmet OY, 
(Order). 742 F.2d 1421, 223 USFQ 193 
(1984), cert, denied, 105 S. Ct. 2706, 86 L. 
Ed. 2d 721 (1985). There we held that the 
court "does not sit to review what the Com- 
mission has not decided." 742 F.2d at 1423, 
223 USFQ at 194. Beloit is distinguishable 
from this case because there the Commission 
specifically adopted only a portion of the 
presiding officiaFs initial decision. See, e.g., 
American Hospital Supply Corp. v. Tra- 
venol Laboratories, Inc.^ 745 F.2d 1 , 5 n. 1 3, 
223 USFQ 577, 580 n.l3 (Fed. Cir. 1984). 
In contrast, in the current case, the Commis> 
sion merely determined not to review the 
remainder of the initial decision, choosing to 
conduct its own §§102 and 103 analysis. The 
Commission neither rejected any part of the 
initial determination nor did it say that it 
was taking no position on any part of it. 
Although the Commission limited its own 
review to patent validity under §§102 and 
103, the fact that it affirmed the conclusion 
of the ALJ that there as a §337 violation 
makes reviewable those conclusions of the 
ALJ necessary for the Commission to have 
determined (as it did) that there was a §337 
violation. Accord Warner Brothers, Inc. v. 
V.S. International Trade Commission^ 787 
F.2d 562, 229 USFQ 126 (Fed. Cir. 1986). 
This includes not only the §§102 and 103 
issues of anticipation and obviousness, but 
also whether there was inequitable conduct 
before the Fatent Office and the other issues 
decided by the Commission and the ALJ.* 



' 19 C.F.R. §210.53(h)(1986) provides that 
**[a)n initial determination . . . shall become the 
determination of the Commission . . . unless the 



//. Validity and Enforceability 
of the Blades Patent 

A. The Invention.^ The Blades '756 pat- 
ent. "Dry-Jet Wet Spinning Frocess," was 
issued on October 23, 1973 to Dr. Herbert 
Blades and immediately assigned to Du 
Font. The patent describes a method that 
produces a high strength synthetic polya- 
mide* fiber which Du Pont has marketed 
under the trade name Kevlar. This fiber has 
an extraordinary as-spun strength, five times 
stronger pound for pound than steel, as well 
as a modulus (stretch resistance) equal to 
glass, eight times as high as industrial grade 
polyester, and twenty-five times as high as 
industrial nylon. Kevlar is also much more 
heat resistant than industrial-grade nylon or 
polyester. These extraordinary physical 
properties, as well as Kevlar*s light weight 
and rustproof character, have enabled Du 
Font to market it for use in a variety of 
applications including, but not limited to, 
roping, spacecraft and airplane parts, bullet 
resistant clothing and armor, tires, and boat 
hulls. Depending upon its use, Kevlar has 
been used as a substitute for steel, alumi- 
num, asbestos, nylon, rayon, polyester, cot- 
ton, or cotton fiber. Kevlar is available as 
either a continuous rope or filament, or alter- 
natively as a staple or pulp. Staple consists of 
short filaments which can be spun Into yam. 
Fulp is ground fiber most often used as an 
asbestos substitute. 

The procedure by which the synthetic fi- 
ber is manufactured involves dry spinning 
polyamides from coagulation solutions called 
dopes. In dry spinning, a specialized filter 
called a spinneret is placed a short distance 
from a bath of spinning dope that is extruded 
through a layer of gas and into an aqueous 



Commtsston . . . shall have ordered review of the 
initial determination or certain issues therein 

*^ In accepting the necessary conclusions of the 

ALJ we do not hold that the Commission must 
have concurred with each and every individual 
factual finding of the ALJ to support its 
conclusion. 

' Our recitation of the facts follows the ALJ*s 
and the Commission's findings which are support- 
ed by at least substantial evidence. See Surface 
Technology, Inc. v. U.S, International Trade 
Commission, 801 F.2d 1336, 1340, 231 USPQ 
192, 195 (Fed. Cir. 1986). 

* Polyamides are polymers containing amide 
linkages. Aromatic pollers are polyamides 
where the radicals linkmg the amide linkages 
constitute aromatic radicals. The polymer de- 
scribed in claim 13 of the Blades '756 patent is a 
wholly aromatic para-positioned polyamide. 




1244 



Akzo N.K V. International Trade Commission 



a^agulation bath.' The dope used in the 
Blades 756 patent consists of para-posi- 
tioncd aromatic polyamides dissolved in 
highly concentrated sulfuric acid and heated 
to around lOOX. The polyamide used is a 
high molecular weight poly(p.phenylenc ter- 
ephthalamide) (PPD-T). "^^^ ^ 
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The high molecular weight of the polyamide 
results in a high inherent viscosity • of aiv 
proximately 4.4% when 20% PPD-T by 
sulfuric acUi^'^^^ »n approximately 100% 
In 1969 Dr. Blades, one of Du Ponfs 
research scientists, began to develop and 
conduct experiments aimed at producing a 
high-strength synthetic fiber. Blades exclu- 
sively employed a wet-spinning method in his 
early work, using PPD-T as well as other 
polymers This early work had minimal suc- 
cess. Although the dry-spinning method was 
known by Du Pont scientists, a 1966 report 
indicated that the low solubility of PPE>-T 
Pn^^'oAo*' n^'o""^ the dry-spinning technique. 
In 1969, Du Pont's Dr. Peter Boettcher sug- 
gested to Blades that dry spinning might 
improve the end-results by influencing co- 
agulation. Dr. Boettcher had learned about 
dry spinning from a Monsanto Morgan oat- 
cnt (Morgan '645 patent). 

Blades* early experimentation with the 
dry-spinning process did not yield fiber with 
an increased tenacity despite the fact that 
dry spinning was known to improve fiber 
tenacity using other dopes. Blades' initial 
conclusion was that dry spinning would be 
unsuccessful with PPD-T. Nevertheless, he 
continued experimenting with the dry-spin- 
ning process, and, at his supervisor's sugges- 
tion began using sulfuric acid as a solvent 
Blades also redesigned and built a mixing 
device because of some difficulties he en- 
countered mixing PPD-T with the sulfuric 
aad. Sulfuric acid was not an evident candi- 
2? f/*- 1 because it was known to 

react with the polymer and become degraded 



.JP^ spinning can be contrasted with wet 
spinning where the spinneret is placed dircctiv into 
tfce spinning dope. Wet spinning fa thrpS 

visc^fe^ —of 
measured at the same temperature. 



at high temperatures. Blades discovered 
however, that he could produce an improved 
fiber using 10.2% polyamide in about 100% 
sulfuric acid. Under this system he found 
that there was no difference in tensile 
strength of the fiber using a wet-spun or dry- 
spun method, PPD-T was a somewhat unusu- 
al choice of polymer for this work because of 
Its characteristic rigidity caused by the 
placement of para-oriented aromatic rings in 
the chain. The para-positioning of the aro- 
matic rin^ makes the polyamide much less 
soluble than analogous meta-positioned 
rings But the fact is that, while meta-posi- 
tioncd polymers generally form only isotrop- 
ic solutions, para-positioned polymers of 
liiadcs invention form anisotropic solu- 
tions * at high concentrations. 

In subsequent trials. Blades increased the 
concentration of PPD-T and obtained a sig- 
nificantly improved fiber, especially using 
the dry-spinning method. When the system 
was operated at room temperature, however, 
he found that undissolved polyamide clogged 
up the holes of the spinneret. He therefore 
heated the dope at these higher concentra- 
tions to dissolve all the polyamide and keep 
the systein above the melting point. To his 
surprise. Blades discovered that there was 
little or no degradation of the polyamide at 
high temperatures. He explained this unex- 
pected absence of degradation by theorizing 
that, when the system contains high concen- 
trations of PPD-T, the sulfuric acid binds to 
the polymer and chemically deactivates it. 
After numerous trials. Blades found that 

lbi?P^'^"r^l ^^'■.^"'^ ^ produced using 
Fl'U-T of 4.4 inherent viscosity at a 20% 
concentration in approximately 100% sulfu- 
ric acid. The dope was then heated to 95-C 

*1I r7«-??l!?"!2^ carried out at 

about 1<M)-C. The resultant fiber had a te- 
nacity of approximately two times that of 
previous experimental fibers. 

^P'^iU^^^' Blades filed an application 
with the PTO claiming the method of mak- 
ing these aramid fibers, the initial applica- 
tion and two subsequent applications were 
rejected in large part on the basis of anticipa- 
tion by the Morgan '645 and the Kwolek 
542 patents which Du Pont had brought to 
the attention of the examiner. Initially the 



♦ An anisotropic solution exhibits optical bire- 
f^l^J.?! n^K^'-^ ; the liquid crystalline solution re- 
fm^ Jj^o 1-"k directions). This characteristic 
imparts a high degree of orientation to the spun 
fibers yielding a stiffcr and stronger end product 
wrthout requiring postHJoagulation drawing as is 
required is other man-made fibera such as nylon 
and rayon. ' 
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examiner also rejected the application under 
35 U.S.C. § 103. Blades, however, was able to 
overcome the examiner's objections, and on 
May 2, 1973, the PTO gave notice of 
allowance of the Blades '756 patent. Blades 
assigned the patent rights to Du Pont. 

B. Validity. Claim 13, the narrowest 
claim, is the only claim involved on this 
appeal."^ Akzo says that that claim is invalid 
under 35 U.S.C. §§ 102 and 103. More 
specifically, Akzo argues that the Commis- 
sion misconstrued the legal standard of an- 
ticipation and therefore erroneously held 
that the Blades '756 patent was not antici- 
pated. In addition, appellants argue that the 
Commission failed properly to evaluate the 
prior art in determining obviousness vel non. 
Of course, it goes without elaboration that 
the Blades '756 patent enjoys a presumpti6n 
of validity under 35 U.S.C. §282. 

(]] As we have said, Akzo challenges the 
Commission's use of § 1 02, claiming that that 
tribunal misinterpreted the legal standard of 
anticipation. Under 35 U.S.C. § 102, antici- 
pation requires that each and every element 
of the claimed invention be disclosed in a 
prior art reference. IV. L, Gore & Associates, 
Inc. V. Garlock, Inc.. 11\ F.2d 1540, 1554, 
220 USPQ 303, 313 (Fed. Cir. 1983), cert, 
denied. 469 U.S. 851 (1984). In addition, the 
prior art reference must be enabling, thus 
placing the allegedly disclosed matter in the 
possession of the public. In re Brown, 329 
F.2d 1006, 1011, 141 USPQ 245, 249 
(CCPA 1964), Akzo asserts, however, that 
the Commission wrongly used an "ipsissimis 
verbis test*' in reaching its conclusion that 
the Blades '756 patent was not anticipated 
by the Morgan '645 disclosure." We do not 
read the Commission's opinion as requiring 
such an "ipsissimis verbis test." Rather, we 
understand that opinion as simply finding 
that the prior art reference did not disclose, 
to one of ordinary skill in the art,'' the 



Claim 1 3 reads as follows: 
A method comprising extruding a spinning dope 
from an orifice through a layer of gas and into 
an aqueous bath at a temperature of under 
50 *C said dope comprising a polyamide and a 
solvent of sulfuric acid of at least 98% concen- 
tration at a concentration of at least 40 grams of 
said polyamide per 100 ml. of solvent, said 
polyamide having an inherent viscosity of at 
least 3.0 and being poly(p-phenylene 
tereph thalamide) . 

" An "ipsissimis verbis" test requires the same 
terminology in the prior art in order to find 
anticipation. 

"The Commission made specific findinas on 
the skill of the art. it ooncludea that the skill in the 
art was high — ^ that of a doctorate or po8t*doctor* 
ate In chemistry. 



process for making the aramid fibers de- 
scribed in claim 13. The Commission noted 
that while the Morgan '645 patent called for 
the use of sulfuric acid, it did not call for the 
use of at least 98% concentrated sulfuric acid 
which was critical for the success of the 
Blades process. The Commission also con- 
curred with the ALJ and found that concen- 
trated sulfuric acid is not inherently 98% 
sulfuric acid to one skilled in the art. 

Because we determine that the Commis- 
sion did not use an incorrect legal standard 
under §102, we are bound to accept its and 
the ALJ's factual findings if supported by 
substantial evidence. 5 U.S.C. §706 (1982). 
As appellants themselves point put, anticipa- 
tion under §102 is a factual determination. 
Lindemann Maschinenfabrik GMBH v. 
American Hoist Derrick Co,, 730 F.2d 
1452. 1458, 221 USPQ 481, 485 (Fed. Cir. 
1984). We must conclude that there is sub- 
stantial evidence in the record supporting the 
Commission's conclusion that claim 13 of 
the Blades '756 patent was not anticipate 
by the prior art. As the Supreme Court noted 
in Universal Camera v. NLRB^ 350 U.S. 
474, 488 (1951), the substantial evidence 
standard does not allow a court to conduct a 
de novo investigation of the evidence on the 
record before it and reach an independent 
conclusion; rather, the court's review is limit- 
ed to deciding whether there is sufficient 
evidence in the record considered as a whole 
to support the agency's findings. The mere 
fact that a reasonable person might reach 
some other conclusion is insufficient for this 
court to overturn the agency's conclusion. 
See SSIH Equipment S.A. v. US. Interna- 
tional Trade Commission, 718 F.2d 365, 
381, 218 USPQ 678. 691 (Fed. Cir. 1983) 
(additional views of Judge Nies). 

The ALJ concluded, after extensive analy- 
sis, that the claimed invention of the Blades 
'756 patent wais not anticipated by prior art, 
including the Morgan '645 patent. He noted 
that, while the Morgan '645 patent teaches 
the use of an airgap, the use of airgap in and 
of itself does not guarantee an improved 
fiber. This was obvious from Blades early 
work. The ALJ also found that sulfuric acid 
in any concentration was not disclosed as a 
solvent in the Morgan '645 patent; or did 
that patent disclose PPD-T in its optically 
anisotropic state. Moreover, the ALJ found 
that the Morgan '645 patent was not an 
enabling disclosure with regard to the 
claimed spinning dope. Neither the 1 8% con- 
centration of PPD-T nor the heating of the 
dope to achieve this ooncentratlon was dis- 
closed in the Moraan '645 patent. The ALJ 
also rejected appellanU' arguments that the 
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Blades process was anticipated by the Hill 
and Snfiith patents which were referenced in 
the Morgan '645 patent. This would have 
required Blades randomly to pick and choose 
among a number of different polyamides, a 
plurality of solvents, and a range of inherent 
viscosities. The ALJ rejected such "random 
picking and choosing" of prior art, relying on 
In re Arkley, 455 F.2d 586, 587, 172 USPQ 
524, 526 (CCPA 1972), and concluded in 
effect that the anticipatory reference must 
disclose in the prior art a thing substantially 
identical with the claimed invention. In a 
somewhat more limited consideration — re- 
stricted to the concentration of sulfuric acid 
in the Blades patent — the Commission itself 
reached the same result. 

Accordingly, we hold that there is substan- 
tial evidence in the record as a whole to 
sustain the Commission's (including the 
ALJ's) findings that the Blades process was 
not anticipated by any prior art." 

AppellanU say, as an alternative to their 
§102 argument, that the trial tribunal erred 
when it failed to find that the Blades '756 
patent would have been obvious under 35 
U.S.C. §103 in view of the Morgan '645 and 
Kwolek '542 patents. It is now established 
that obviousness is a question of law based on 
factual inquiries which include: 

(1 ) the scope and content of the prior art; 

(2) the difference between prior art and 
the claims at stake; 

(3) the level of ordinary skill in the art; 
and 

(4) objective evidence of nonobviousness 
(secondary factors). 

Such objective indications as commercial 
success and long-felt but unresolved needs, 
failure of others, copying, and unexpected 
results are relevant facts relating to the issue 
of validity. See. e.g.. In re DeBlauwe, 736 
F.2d 699, 222 USPQ 191 (Fed. Cir. 1984) 
(obviousness a question of law to be deter- 
mined on the facts). Since obviousness is a 

Question of law, we are not bound by the 
Commission's ultimate determination on the 
matter of §103 obviousness. See Corning 



" Appellants cite this court*s opinion in Titan- 
ium Metals Corp. v. Banner, 778 F.2d 775. 782. 
227 USPQ 773, 778-79 (Fed. Cir. 1985). as 
supporting their contention that the Blades '756 
patent was anticipated by the prior art. Titanium 
Metals is easily distinguishable from this case. 
There, a single reference disclosed a range of 
alloys including that claimed by appellant. In this 
case, the Commission found that neither the Mor- 

San 645 ratent nor any other prior art reference 
isclosed the Blades '756 process. 



Glass Works v. US. International Trade 
Commission, 799 F.2d 1559. 1565 & n.5, 
230 USPQ 822, 826 & n.5 (Fed. Cir. 1986). 

In the proceedings before the Commission, 
Du Pont premised its defense of nonobvious- 
ness on the basis that the prior art — mainly 
that the Morgan '645 patent and the Kwolek 
'542 patent — actually led away rather than 
toward the Blades process. The Commission 
found Du Font's expert witness' testimony to 
be compelling. That witness. Dr. Uhlmann, 
explained why the Morgan '645 patent, 
when considered with other prior art refer- 
ences, including the Kwolek '542, Bair '941. 
and Cipriani '793 patents, would not have 
rendered the invention of Blades '756 patent 
obvious. The Kwolek '542 patent calls for 
conventional wet or dry spinning and calls 
for concentrations of PPD-T far lower than 
required by the Blades process. The Bair 
'941 patent docs not disclose heating sulfuric 
acid with PPD-T to achieve an anisotropic 
solution. While the Morgan '745 patent dis- 
coses air-gap spinning, its emphasis is on 
meta-criented polymers. Based on these dif- 
ferences. Dr. Uhlmann concluded that one 
skilled in the art would not combine them or 
be led to the Blades invention. 

As the ALJ recognized, prior art refer- 
ences before the tribunal must be read as a 
whole and consideration must be given where 
the references diverge and teach away from 
the claimed invention. W.L, Gore A Associ- 
ates, Inc. V. Gariock, 721 F.2d 1540, 1550. 
220 USPQ 303. 311 (Fed. Cir. 1983), cert, 
denied, 469 U.S. 851 (1984). Moreover, ap- 
pellants cannot pick and choose among indi- 
vidual parts of assorted prior art references 
"as a mosaic to recreate a facsimile of the 
claimed invention." 721 F.2d at 1552, 220 
USPQ at 312. In this case, the ALJ found 
that Akzo's expert witnesses could not show 
how the prior art patents could be brought 
together to render the Blades '756 invention 
obvious without reconstructing the teachings 
of those patents assisted by hindsight. 

The secondary considerations also com- 
pelled the Commission to make a finding of 
nonobviousness. The commercial success of 
Du Font's Kevlar patent has been enormous 
and its range of uses substantial. Du Pont is 
still developing commercial applications for 
Kevlar, having spent significant amounts of 
money in developing both new uses and new 
markets for the product. Commercial suc- 
cess is, of course, a strong factor favoring 
non-obviousness. Simmons Fastener Corp. v. 
Illinois Tool Works, Inc., 739 F.2d 1573. 
1575-76, 222 USPQ 774, 777, (Fed. Cir. 
1984), cert, denied, 471 U.S. 1065 (1985). 
Moreover, as the ALJ noted. Blades solved a 
problem that Du Pont research scientists had 
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been tackling for years. The. Blades process 
represents a solution to a long-felt need and 
practitioners in the field immediately recog- 
nized that that process was a remarkable 
advancement in polymer spinning technol- 
ogy. Indeed, as brought out in this appeal, 
even one of Akzo*s scientific reports repeat- 
edly expressed concern for degradation of 
PPD-T and amazement at the disclosure of 
the Blades '756 process. 

We agree, therefore, with the Commis- 
sion's determination that the Blades '756 
patent is not invalid for anticipation or obvi- 
ousness. 

C. Alleged inequitable conduct before the 
Patent and Trademark Office (PTO). Appel- 
lants urge that Du Pont misled the patent 
examiner in two respects: first, that Du Pont 
submitted an affidavit to overcome the ex- 
aminer's obviousness objections that failed to 
compare the Blades process with the closest 
prior art; and, second, that Du Pont persis- 
tently argued that the Morgan '645 patent 
and the Kwolek '542 patent did not antici- 
pate the Blades patent. 

In J,P. Stevens & Co. v. Lex Tex Ltd,. 741 
F.2d 1553, 223 USPQ 1089 (Fed. Cir. 
1984), cert, denied. 106 S. Ct. 73 (1985), 
this court articulated a two-prong test for 
establishing inequitable conduct before the 
PTO. To render a patent unenforceable, the 
proponent of the inequitable conduct must 
first establish by clear and convincing evi- 
dence that there was a material misrepresen- 
tation or omission of information, and then 
establish a threshold level of intent on the 
part of the applicant. See also Atlas Powder 
Co, V. EJ. du Pont de Nemours A Co,. 750 
F-2d 1569, 1577-78, 224 USPQ 409, 414-1 5 
(Fed. Cir. 1984). 

Our major standard for materiality is 
whether a reasonable examiner would con- 
sider the omission or misrepresentation im- 
portant in deciding whether to issue the pat- 
ent." Materiality and intent must also be 
considered together: the more material the 
omission or misrepresentation, the less intent 
that must be shown to reach a conclusion of 
inequitable conduct. American Hoist A Der- 
rick Co, V. Sowa & Sons. 725 F.2d 1350, 
1363, 220 USPQ 763, 773 (Fed. Cir.), cert, 
denied. 469 U.S. 821, 224 USPQ 520 
(1984). 

We uphold the Commission's findings and 
conclusion that Du Font's affidavit or argu- 
ments before the examiner did not constitute 
material misrepresentation. As Akzo con- 
cedes, the examiner had both the Morgan 
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ard of materiality; 37 C.F.R. i 1.56(a). 



'645 patent and the Kwolek '542 patents 
before him throughout the examination pro- 
cess. It was on the basis of these two patents 
that Du Font's first three applications were 
rejected. The mere fact that Du Pont at- 
tempted to distinguish the Blades process 
from the prior art does not constitutes a 
material omission or misrepresentation. The 
examiner was free to reach his own conclu- 
sion regarding the Blades process based on 
the are in front of him. Nor does Du Font's 
affidavit, advocating a particular interpreta- 
tion of the Morgan '645 and Kwolek '542 
patents (albeit favorable to Du Font's posi- 
tion), show any intent to mislead the PTO. 
Du Font's intent was not to mislead, but 
rather to distinguish prior art from the 
Blades process and demonstrate to the exam- 
iner that the Blades process and demonstrate 
to the examiner that the Blades process 
would not have been obvious in light of 
Morgan '645 and Kwolek '542. The sum of it 
is that, because we cannot see either a proved 
material misrepresentation or a proved in- 
tent to mislead, we must conclude that Akzo 
has not met its burden of proving inequitable 
conduct before the PTO 

III. Due Process and Treaty Rights 

A. Due Process. This aspect of the appeal 
concerns the Commission's procedures with 
respect to the private parties' confidential 
information. On May 21, 1984, the ALJ 
issued an administrative protective order 
pertaining to confidential business informa- 
tion, as defined in the Commission's Rules, 
19 C.F.R. §210.30(d)(7) (1976), that would 
be produced during the discovery phase of 
the investigation. 

In general, this order permitted access to 
all such confidential information by Akzo's 
and Du Font's outside counsel but not by 
management personnel or in-house counsel 
of either private company. At a preliminary 
conference held June 22, 1984, Akzo made 
the first of three unsuccessful attempts to 
modify the protective order. Arguing that 
there was a substantial overlap between the 
Commission's investigation and an action 
brought by Akzo against Du Pont them (and 
still) pending in the United States District 
Court for the District of Delaware, Akzo 
moved to align the protective orders by modi- 
fying the ALJ's protective order so that its 
terms coincided with those of a protective 
order earlier issued by the District Court in 
the Delaware action. The ALJ denied Akzo^s 
motion on July 6, 1 984. 

By letter dated June 27, 1984, Akzo re- 
quested that the protective order be amended 
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to include three designated members of Ak- 
zo sm-house counsel. On July 6, 1984, the 
ALJ concluded that Akzo failed to demon- 
strate the requisite need to warrant granting 
Akzo s in-house counsel access to Du Font's 
confidential business information. Akzo re- 
newed Its motion to modify the protective 
order n February 8. 1985. this time urging 
that both Akzo's in-house counsel and the 
general manager of Akzo's Industrial Fiber 
Group should be granted limited access to 
Du Pont s confidential business information 
Because Akzo failed (in the ALJ's view) to 
demonstrate a need for either its in-house 
counsel or its general manager to have access 
■ J requested confidential material, the 
ALJ denied Akzo's motion on February 21. 
1 985. 

Akzo now contends that the protective 
order, issued by the ALJ on May 21, 1984 
effectively deprived it of its rights to confron- 
tation, to rebuttal, and to effective assistance 
of counsel. According to Akzo. under the 
terms of the protective order, the parties' 
designation of materials as confidential had 
the effect of "unilaterally immunizing them 
from scrutiny by the opposing party." More- 
over. Akzo maintains that the system estab- 
lished by the protective order completely 
denied Akzo "access to all of the critical 
evidence on which the decision against it was 
based. 

[2] Our examination of the challenged 
protective order, as it was enforced, shows 
Akzo s charges to be groundless. The protec- 
tive order provides, inter aiia, that confiden- 
tial business information "shall be disclosed 
at any hearing only in camera before the 
commission or the administrative law 
^'t*»ough the protective order en- 
abled either party to designate business in- 
formation as confidential, such a designation 
did not "unilaterally immunize'* purportedly 
confidential documents from scrutiny by the 
opposing party. In the first place, all the 
protected information was freely available to 
outside counsel who could fully consider it, 
although they were not free to show or repeat 
It to Akzo s management or in-house coun- 
sel. £>econd. paragraph 10 of the protective 
order provided a mechanism by which either 
party was free to object to its adversary's 
designations at any stage of the proceeding. 
According to paragraph 10. if either party 
disagreed with respect to the designation of 
business material as confidential, that party 
shall confer (with the supplier] as to the 
status of the subject information proffered 
within the context of this order." In the event 
that the parties failed within 10 days to 
reach agreement as to the proper sutus of 
the information, the protective order pro- 
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vidcd that either party could submit the issue 
to the ALJ or the Commission for resolution. 
The mechanism of paragraph 10 could also 
be used to permit disclosure to particular 
persons of otherwise classified material. Al- 
though, as mentioned earlier, Akzo attempt- 
ed to modify the protective order on three 
separate occasions. Akzo never invoked the 
dispute resolution procedures of paragraph 
10 to challenge Du Font's characterization 
of business information as confidential or as 
not disclosable to particular individuals. 
Third, the protective order expressly permit- 
ted other exceptions to be made by the ALJ 
or the Commission. 

In denying Akzo's various motions to 
amend the protective order, the ALJ relied 
on the Commission's decision in Certain Ro- 
tary Wheel Printers, Inv. No. 337-TA-145 
5 ITRD 1933 (Nov. 4. 1983). According to* 
Rotary Wheel Printers: 

[p]rotection of confidential information is 
crucial to the Commission's ability to car- 
ry out its statutory responsibilities. In ad- 
dition, review after discovery and the evi- 
dentiary hearing are completed would 
provide an inadequate remedy. The inap- 
propriate release of confidential informa- 
tion can never be fully remedied. 

The Commission has traditionally been 
reluctant to release confidential informa- 
tion where not absolutely necessary. 
5 ITRD at 1935. 

Thus, implicit in Akzo's due process at- 
tack on the protective order is the position 
that, in the interests of fundamenul fairness, 
it was "absolutely necessary" for Akzo's in- 
house counsel and general manager to have 
access to Du Font's confidential business 
information. However, "[ijn section 337 in- 
vestigations, it is the exception rather than 
the rule to release confidential information 
to in-house counsel.** Id. 

The primary justification for the Commis- 
sion s relucunce to grant adversary manage- 
ment and in-house counsel access to confi- 
dential business information is that, in order 
to-discharge its statutory responsibilties 
within the strict statutory time limits, the 
Commission is heavily dependent on the vol- 
untary submission of information. Disclo- 
sure of sensitive materials to an adversary 
would undoubtedly have a chilling effect on 
the partly' willingness to provide the confi- 
dential information essential to the Commis- 
sions fact-finding processes, the Commis- 
sion has resolved the difficult and 
controversial question of the role of in-house 
counsel by taking a conservative position on 
the side of optimum shielding of business 
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information. Obviously, where . confidential 
material is discl<xsed to an employee of a 
competitor, the risk of the competitor's ob- 
taining an unfair business advantage may be 
substantially increased. This general Com- 
mission position is neither unreasonable nor 
arbitrary. It represents an approrpriate bal- 
ancing between the needs demanded by the 
Commission's process and the parties' need 
for participation by its in-house personnel. 

This is especially true because there is no 
per se rule against disclosure to either a 
competitor's in-house counsel or manage- 
ment representative. Rotary Wheel Printers 
established, and the ALJ employed, a three- 
part balancing test to determine whether, to 
whom, and under what conditions to release 
confidential information. Factors to be con- 
sidered include the party's need for the confi- 
dential information sought in order to ade- 
quately prepare its case, the harm that 
disclosure would cause the party submitting 
the information, and the forum's interest in 
maintaining the confidentially of the infor- 
mation sought. 5 ITRD at 1937. 

After reviewing the record, the ALJ con- 
cluded that Akzo failed to demonstrate 
clearly a need for granting access to confi- 
dential business information to either Akzo's 
in-house counsel or key management offi- 
cials. The ALJ also found that disclosure 
would cause substantial harm to Du Font's 
competitive position. These particular rul- 
ings cannot be faulted. The court under- 
stands that all information relating to patent 
validity and enforceability (see Fart II, ^w- 
pra) was promptly made fully available to 
all. As for the information bearing on the 
important question of whether Akzo's impor- 
tation of aramid fibers would tend to destroy 
or substantially injure Du Font's business 
(see Fart IV, infra), it is obvious that that 
confidential information — relating to Du 
Font's business, activities, plans and expecta- 
tions — should not be made available (un- 
less, perhaps, where absolutely necessary for 
a fair hearing) to a direct competitor like 
Akzo. That such full access was not absolute- 
ly necessary to appellants' making of their 
own case is shown by the crucial fact that 
Akzo was at all times perfectly free to offer 
its own market projections as well as to 
reveal its own activities, forecasts, and inter- 
pretations. Both sides could present to the 
Commission their own information on those 
matters without knowing those of the other 
side's. 

Akzo argues, however, that the denial of 
its motions to modify the protective order 
effectively denied its due process right to 
participate in its own defense. The conten- 



tion is that Akzo was subjected to serious 
adverse governmental action on the basis of 
evidence which Akzo was never permitted to 
know and "personally" refute. In support of 
this petition, Akzo invokes § 555(b) of the 
Administrative Frocedure Act which was 
made applicable to §337 proceedings by the 
1974 Amendments to the Tariff Act of 1930. 
Under §555(b). "[a] party is entitled to 
appear in person or by or with counsel or 
other duly qualified representative in an 
agency proceeding." 5 U.S.C. §555(b). 
However, Akzo was represented by compe- 
tent and experienced outside counsel 
throughout the proceedings; these counsel 
were aware of all confidential information. 
Further, Akzo fails to recognize that "the 
affirmative grant of the right to appear ap- 

earently bestowed by Section 555(b) is not 
lindly absolute, without regard to the status 
or nature of the proceedings and concern fof 
the orderly conduct of public business." De- 
Vyver v. Warden, U.S. Penitentiary, 388 
F.Supp. 1213, 1222 (M.D. Fa. 1974) citing 
East on Utilities Commission v. Atomic En- 
ergy Commission, 424 F.2d 847, 852 (D.C. 
Cir. 1970). Whatever else §555(b) guaran- 
tees to parties to an administrative proceed- 
ing under §337, it does not mandate disclo- 
sure of significant confidential information 
to in-house counsel and corporate executives 
of a business competitor — where that infor- 
mation is fully available to outside counsel. 
Akzo's contention withers in the face ol 
unrefuted evidence that more than 90 peopk 
representing Akzo, including numerous ex- 
pert witnesses and members of the battery ol 
four law firms comprising Akzo*s defense 
team, had unrestricted access to Du Pont*s 
confidential information. 

Akzo has also failed to demonstrate that ii 
suffered actual harm under the confidential 
ity procedures instituted by the ALJ. Al- 
though Akzo's insiders were denied access t< 
Du Font's economic and market forecasts 
with respect to the production and sale ol 
aramid fibers, Akzo was not prevented (a.* 
we have pointed out) from offering its owi 
projections into evidence under the cover o: 
confidentiality. It is difficult to see how Akzc 
was prejudiced. 

Finally, we have neither found nor beei 
directed to any judicial decision in this coun 
try mandating, in the circumstances presen 
here, that business confidential informatioi 
must be made to inside management. On th< 
contrary, we are aware, from the practice o 
our own court, that records in appeals to uj 
are frequently classified in large part, am 
are presumably not available to the manage 
ment of the o]>posing party. Moreover, then 
are a substantial number of decisions uphold 
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mg confidentiality comparable to that ac- 
cepted by the Commission. Akzo tells us that 
most of these mvolved only pretrial discovery 
(and not evidence at a hearing or trial) and 
that the others are also distinguishable. We 
do not stop to examine these arguments be- 
^^"^ least these decisions (a) show 
that there is no holding to the contrary of the 
one we now make and (b) strongly suggest 
the validity of carefully tailored protective 
orders allowing exceptions to be made if 
adequate proof is made." 

B, Treaty rights. As an alternate ground 
for reversal, Akzo argues that, because the 
proceedings below discriminated against 
Akzo on the basis of its Dutch nationality, 
they violate United States treaty obligatioiw 
We disagree with Akzo's premise that there 
was discrimination here. Essentially, Akzo 
employs a nort sequitur to support its posi- 
tion. The core of Akzo»s claim is that it\^as 
denied the rights that would have been af- 
forded a domestic firm sued for patent in- 
fringement in a district court. According to 
Akzo, this "inferior treatment" by the Com- 
mission constitutes discrimination on the ba- 
sis of nationality. That analysis misses the 
mark. The appropriate Inquiry is whether 
Akzo was afforded the same rights afforded 
to domestic firms in a §337 proceeding bc- 
Commission. Clearly, Akzo has 
failed to demonstrate that it suffered from 
discriminatory treatment. First, under the 
express terms of the protective order, both 
Akzo and Du Pont were bound by identical 
procedures regarding confidentiality and dis« 
covery Neither party was allowed access to 
the other party's confidential business infor- 
mation. Second, the same argument was re- 
jected in Certain Spring Assemblies and 

Motors Corp V, US, International Trade 
?CCPAVSSo^^^ F.2d 476 215 USPQ 484 

In that case, respondent unsuccess- 
fully raised certain U.S.Canadian treatf^ 
as a defense to enforcement of §337 The 
Commission observed: 
Section 337 does not discriminate against 
foreign corporations by virtue of their for- 
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eign status. It applies to foreign and do- 
mestic corporations alike. Section 337 
gives the Commission jurisdiction over 
products imported from a foreign country 
even if they are manufactured and/or im^ 
ported by a US. corporation. The Com- 
mission s jurisdicUdn lies in unfair acts 
occurring in connection with the importa- 
tion of goods into the United States or 
their sale, and it extends to all persons 
engaged in such unfair acts. 
216 USPQ at 231 (emphasis added). 



IV. Other Issues 



" This case differs from Viscofan S A v IJ^ 
552, 229 USPQ 118. 124 (Fed. Cir I986> bel 

h^/^^^^i^™ '^y^'^^^y to the propriety of 

the exclusion order. Accordingly, we have re 
viewed the merits of the confiX\iamy ac7ioir 
See American Telephone and Telegraph Co I 

841. 842. 206 USPQ III, ||2 (CCPA 1980) 



In this part we consider four separate 
issues raised by appellants: (1) whether the 
Commission properly found that continued 
importation of Akzo's product would sub- 
stantially injure or tend to injure Du Ponf 
(2) whether adjudication of §337 actions by 
a non-Article III tribunal is unlawful* (3) 
whether Du Font's pricing practices (with 
respect to its aramid products) violate the 
antitrust laws; and (4) whether Du Pont 
committed inequitable conduct by infrineins 
Akzo's own patent. ^ 

^? ^^J/ro>^ or substantially 
SMwS^'^^y concluded (and we have 
upheld) that Akzo violated §337(a) by the 
unlawful importation or sale of certain ara- 
mid fibers produced m the Netherlands by 

EH^t^t'''*'^'?7^^!'^ practiced in the 
United States would infringe the Blades '756 
patent. Such acts, long considered to be 

act^^^ih^^ ""fai^ 
acts for the purposes of the statute. See e e 

i^/fr P^'" ^^'^ Locks, USITC Pub ^fo' 
770 (Apr, 1976). 191 USPQ 272 (USITC 
i?Jj5^ ^^'^ ^^^^^^ 229 F.2d 441 108 
USPQ 371 (CCPA 1955); In VArktorg 
JrA'^A ^""'P-py-^^ 826. 24 USPQ 3lf 
(CCPA). cert, denied, 296 U.S. 576 (1935). 

However, unfair acts, without more, arc 
legally insuffici^^ support a finding of a 

lSM**J^*"r": ^a^PI^^'^'^" ^<^^'arls un- 
lawful [ujnfair methods of competition and 
unfair acts m the importation of articles . . 
the effect or tendency of which is to destroy 
or substantially injure an industry. effiS 
l^^f. .«<»nomically operated, in the United 
rJ T . • P''^^^ a violation of S337 
the complainant must show both an unfaii^ 
act and a resulting detrimental effect or 
tendency. New England Butt Co, v. US 
o'?i^'!fi/r^^^ Commission, 756 F.id 

V9t\rt^l^ ^^^^ (Fed. Cir 

15^85) As this court recent y held in Tex- 
tron lncv, US, InternatioZl Trade Co^ 
wiw/on. 753 R2d 1019. 224 USPQ 625 
(Fed. Cir. 1985). "section 337 has^ns^; 
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tently been interpreted to contain a i 

799 F.2d 1559, 230 USPQ 822 (F. 
1986); Worner Brothers. Z"^- »> 

wenCe inlludcd this separate reqt 
to insure that the extreme and 
UonaUy provocative renie.<»y JS" r 
fbv 63371 - exclusion of imports f 
E.lar countries - f .^.g 

only when th'^«,«9"'pP|5*Jt 1028 
nomic reasons.' 753 f.^a ■ 
USPQ at 631 (citations omittefl). . 
that the mere concurrence, of an t 
and some resulting '"J^ry ! 
sufficient, in itself, to Mtab a v 
§337. "Congress has d^fcted tna 
Idv of section 337, involving as it d 
If thelovereign in closing our « 
certafn in^ports, be exerc'sed onl 
instances where at least there is 
endency io subs'anUolly jnjurc t 
industry " Corning Glass worKs 
ZrnaUonal Trade Contmimon 
1559 1567, 230 USPQ .822, 827 
1986) (emphasis in original). _ 
Not onl? is an injury determ. 
matelv wed to the particular fa 
case b«t also the determination 
^r^iseS the type of ques^'°" 
Bress has committed to the exp^ 
Mission. Thus, on app^lj 
an injury determination s limji 
ing whether the Commission s 
supported by substantia ev.denc 
|?337(c) (1982); 5 I 
SSIH Equipmen S.A . v.U^ ' 
Trade Comm sswn 
USPQ 678. 684 (Fed. C.r- »9 
Motors Corp V U.S^ 
Commission. 687 f-Zajt o, * » 
(CCPA 1982). cert, dented. A. 
(1983). In other words we 
^ -whether substantial evidence 
facts relied on and whether the 
er's (sicl determination, on t 
trbitLr^. capricious or an ak 
tion." Corning Glass Works, 
IS68 230 USPQ at 828. As 
coining Glass H'orfc. "the qu 
turn of injury is not one on wh 
appropriate for this court top 
Xdrrd.'Wi/,NorarewcaJ 
tute our own judgment for 
mission. Citizens to P'^^'^l 
V Volpe. 401 U.S. 402. 4 
course, a decision is supports 
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I status.^ It applies to foreign and do- 
tic corporations alike. Section 337 
« the Commission jurisdiction over 
iucts imported from a foreign country, 
I if they are manufactured and/or im- 
*ed by a US. corporation. The Com- 
don*s jurisdiction lies in unfair acts 
irring in connection with the importa- 
of goods into the United States or 
r sale, and it extends to ail persons 
iged in such unfair acts. 
SPQ at 231 (emphasis added). 

IV. Other Issues 

his part we consider four separate 
raised by appellants: (1) whether the 
ission properly found that continued 
ation of Akzo's product would sub- 
Ily injure or tend to injure Du Pont; 
ether adjudication of §337 actions by 
Article III tribunal is unlawful; (3) 
;r Du Font's pricing practices (with 
t to its aramid products) violate the 
^t laws; and (4) whether Du Pont 
tted inequitable conduct by infringing 
own patent. 

tendency to destroy or substantially 
The ALJ concluded (and we have 
) that Akzo violated §337(a) by the 
III importation or sale of certain ara- 
ycTS produced in the Netherlands by 
of a process which if practiced in the 
States would infringe the Blades '756 
Such acts, lonjg considered to be 
'e of §337, clearly constitute unfair 
r the purposes of the statute. See, e.g., 
7hain Door Locks, USITC Pub. No' 
ipr. 1976), 191 USPQ 272 (USITC 
in re Von Clemm, 229 F.2d 441, 108 
371 (CCPA 1955); In re Amtorg 
gCorp., 75 F.2d 826, 24 USPQ 315 
k), cert, denied, 296 U.S. 576 (1935). 
ever, unfair acts, without more, are 
insufficient to support a finding of a 
iolation. That provision declares un- 
"[ujnfair methods of competition and 
ictis in the importation of articles . . 
jct or tendency of which is to destroy 
tantially injure an industry, efficient- 
economically operated, in the United 
* Thus, to prove a violation of §337, 
nplainant must show both an unfair 
1 a resulting detrimental effect or 
ry. New England Butt Co, v, VS. 
tiona! Trade Commission, 756 F.2d 
^6, 225 USPQ 260, 261 (Fed. Cir. 
As this court recently held in Tex- 
V. US. International Trade Com- 
U 753 F.2d 1019, 224 USPQ 625 
:ir. 1985), ^'section 337 has consis- 
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tently been interpreted to contain a distinct 
injury requirement of independent proof.*' 
753 F.2d at 1028, 224 USPQ at 631 (cita- 
tions omitted); accord. Corning Glass Works 
V. US. International Trade Commission, 
799 F.2d 1559, 230 USPQ 822 (Fed. Cir. 
1986); IVarner Brothers, Inc. v. US. Inter- 
national Trade Commission, 787 F.2d 562, 
564, 229 USPQ 126, 127 (Fed. Cir. 1986). 

According to Textron, "Congress may 
well have included this separate requirement 
... to insure that the extreme and interna- 
tionally provocative remedy contemplated 
[by §337] — exclusion of imports from par- 
ticular countries — would be implemented 
only when this is compelled by strong eco- 
nomic reasons." 753 F.2d at 1028-29, 224 
USPQ at 631 (citations omitted). It follows 
that the mere concurrence of an unfair act 
and some resulting injury is not necessarily 
sufficient, in itself, to establish a violation of 
§337. "Congress has directed that the rem- 
edy of section 337, involving as it does the act 
of the sovereign in closing our borders to 
certain imports, be exercised only in those 
instances where at least there is proof of a 
tendency to substantially injure the subject 
industry.** Corning Glass Works v. US. In- 
ternational Trade Commission, 799 F.2d 
1559, 1567, 230 USPQ 822, 827 (Fed. Cir. 
1986) (emphasis in original). 

Not only is an injury determination inti- 
mately wed to the particular facts of each 
case, but also the determination of injury is 
precisely the type of question which Con- 
gress has committed to the expertise of the 
Commission. Thus, on appeal, our review of 
an injury determination is limited to decid- 
ing whether the Commission's decision is 
supported by substantial evidence. 19 U.S.C. 
§1337(c) (1982); 5 U.S.C. §706 (1982); 
SSIH Equipment S.A. v. US. International 
Trade Commission. 718 F.2d 365, 371, 218 
USPQ 678, 684 (Fed. Cir. 1983); General 
Motors Corp. v. U.S. International Trade 
Commission, 687 F.2d 476, 215 USPQ 484 
(CCPA 1982), cert, denied, 459 U.S. 1105 
(1983). In other words, we must decide 
"whether substantial evidence supports the 
facts relied on and whether the Commission- 
er's [sic] determination, on the record, is 
arbitrary, capi-icious, or an abuse of discre- 
tion." Corning Glass Works. 799 F.2d at 
1568, 230 USPQ at 828. As we noted in 
Corning Glass Works, "the question of quan- 
tum of injury is not one on which it would be 
appropriate for this court to put forth a legal 
standard." Id. Nor are we allowed to substi- 
tute our own judgment for that of the Com- 
mission. Citizens to Preserve Overton Park 
V. Volpe, 401 U.S. 402, 416 (1971). Of 
course, a decision is supported by substantial 



evidence if it is supported by "such relevant 
evidence as a reasonable mind might accept 
as adequate to support a conclusion." Con- 
solidated Edison Co. v. NLRB, 305 U.S. 
197, 229 (1938). 

Our review of the record in this case com- 
pels the conclusion that the Commission's 
determination — that Akzo's unfair im|X>rts 
of aramid fibers will have a tendency to 
injure Du Pont substantially — is supported 
by substantial evidence. The Commission 
based its injury determination on a predic- 
tion of the future effect of Akzo's unfair 
imports on the domestic industry. There is 
substantial support for this determination. 
The record reflects Akzo's intent and capaci- 
ty to enter the United States aramid fibers 
market, Du Font's resulting loss of revenue, 
and a probable price reduction by Du Pont in 
response to Akzo's entry into the United 
States market. Nonetheless, Akzo urges this 
court to overturn the Commission*s exclusion 
order and deny relief to Du Pont, Akzo first 
contends that its projected share of the U.S. 
market during the remaining life of the '756 
patent is de minimis. It would be both un- 
wiise and improper for this court to establish 
some arbitrary market-share benchmark as a 
prerequisite to a finding of a §337 violation 
and we decline to do so. It is sufficient that 
the record supports the Commission's con- 
clusion that, upon entry into the U.S. mar- 
ket, Akzo will capture a significant share of 
the domestic market, if not in relative per- 
centage figures than certainly in absolute 
dollar figures. 

[31 Second, Akzo maintains that, notwith- 
standing its entry into the market, Du Font's 
aramid fibers sales volume, revenues and 
profits will all increase during the remaining 
life of the patent. But Akzo mischaracterizes 
the proper standard for measuring injury. 
The issue is not whether Du Font's sales, 
revenues and profits will increase beyond 
their 1985 levels but rather whether Akzo's 
presence in the market will substantially 
injure Du Font's business during the 1986 - 
1990 period (the remaining life of the Blades 
'756 patent). 

As Du Pont correctly points out, nothing 
in §337 requires a showing that the domestic 
industry will be utterly deprived of profit- 
ability. "Where the unfair practice is the 
importation of products that infringe a do- 
mestic industry's . . . patent right, even a 
relatively small loss of sales may esUblish, 
under section 337(a), the requisite injury 
'* Bally /Midway Mfg. Co. v. U.S. Inter- 
national Trade Commission, 714 F.2d 1117, 
1124, 219 USPQ 97, 102 (Fed. Cir. 1983). 
This proposition is entirely consistent with 
the legislative history of §337. In a House 
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Report discussing the application of §337 to 
unfair competition involving patent infringe- 
ment. Congress stated: "Where unfair meth- 
ods and acts have resulted in conceivable 
losses of sales, a tendency to substantially 
injure such industry has been established." 
See House Comm. on Ways and Means 
Trade Reform Act of 1973, H.R. Rep. No. 
57 1 , 93d Cong. 1 st Sess.78 ( 1 973) (emphasis 
added); accord In re Von Clemm, 229 F.2d 
441^^445, 108 USPQ 371, 374 (CCPA 

Because substantial evidence supports the 
facts relied upon by the Commission in mak- 
ing its determination that Akzo's unfair im- 
ports would tend to injure Du Pont substan- 
tially, we must affirm its injury 
determination. Akzo has failed to demon- 
strate that the commission's determination is 
arbitrary, capricious, or an abuse of 
discretion. 

A contrary result would emasculate the 
protections of §337 with respect to high 
technology ventures. Typically, in high tech- 
nology industries, acute competition forces 
competitors to commit substantial resources 
to research and development in hopes of 
generating profits before either their patents 
expire or before technological advance 
makes the products obsolete. Thus, innova- 
tors frequently resign themselves to losses 
dunng the early life of their patents with the 
expectation that, if product development and 
marketing efforts are successful, profits 
earned during the later life of other patents 
will provide sufficient compensation for their 
endeavors. 

On this record. Du Ponfs aramid fibers 
industry can be said to furnish a classic 
illustration. Although Du Pont has undertak- 
en extensive product development and mar- 
keting efforts since 1973, the company had 
not earned any return on its investment 
through 1984. Du Pont anticipates that it 
will realize its first positive net operating 
^arnings from its aramid fibers production in 

In reaching its injury determination, the 
Commission permissibly recognized that the 
aramid fibers industry is in transition from a 
period requiring extremely high investment 
of resources to a period when the industry 
will finally realize a return on that invest- 
ment. In these circumstances, diminished 
profits, lower return on investment, and re- 
duced sales are all indicative of substantial 
injury. 

M B, Adjudication of §337 actions by a 
non-Article ill tribunaL Apparently em- 
ploying the "kitchen sink" or "let's try any- 
thing approach to appellate advocacy, Akzo 
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raises an additional challenge to the Com- 
mission's proceedings. Relying primarily on 
Northern Pipeline Construction Co, v. Mar- 
athon Pipe Line Co., 458 U.S. 50 (1982), 
Akzo characterizes the current §337 pro^ 
ceedings as "inherently judicial" involving 
"essentially private rights" and concludes 
that the Constitution requires adjudication 
of §337 issues by Article III courts. Both 
Akzo*s premise and conclusion are flawed. 
Although it is true that private rights may be 
affected by §337 determinations, the thrust 
of the statute is directed toward the protec- 
tion of the public interest from unfair trade 
practices in international commerce. As this 
court recognized in Young Engineers, Inc. v. 
V,S. International Trade Commission, 721 
F.2d 1305, 1315, 219 USPQ 1142, 1152 
(Fed. Cir. 1983), a §337 proceeding "is not 
purely private litigation ^between the parties* 
but rather is an ^investigation' by the Gov- 
ernment into unfair methods of competition 
or unfair acts in the importation of articles 
into the United States." Moreover, "(t]he 
power to regulate commerce with foreign 
nations is expressly conferred upon Con- 
gress, and being an enumerated power is 
a>mplete in itself, acknowledging no limita- 
tions other than those prescribed in the Con- 
stitution." Buttfield V. Stranahan, 192 U.S. 
470, 492 (1904). Properiy viewed, §337 and 
its predecessor provisions represent a valid 
delegation of this broad Congressional power 
for the public purpose of providing an ade- 
quate remedy for domestic industries against 
unfair practices beginning abroad and culmi- 
nating in importation. Sealed Air Corp, v, 
U.S, International Trade Commission, 645 
F.2d 976, 985-86, 209 USPQ 469. 478 
(CCPA 1981). 

C Du Pont's pricing practices. Under Du 
Font's value-in-use pricing program, the 
price at which Du Pont sells aramid fibers 
varies in accordance with the particular end- 
use to which the purchaser puts the product. 
Although Du Pont's customers may use the 
aramid fibers for whatever purpose they de- 
sire, they are required to pay Du Pont the 
price appropriate to the ultimate end-use. To 
that objective, Du Pont requires its custom- 
ers to agree that they will use the aramid 
fibers for the specific end-use for which they 
are purchased or, if the aramid fibers are put 
to a different end-use or are resold, that they 
will pay Du Pont an amount representing the 
difference between the initial purchase price 
and the price for the ultimate end-use. 

According to Akzo, each such agreement 
constitutes a "contract ... in restraint of 
trade," and the entire pattern of agreements, 
policing and surveillance constitutes a "com- 
bination . . . in restraint of trade" within the 
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meaning of §1 of the Sherman Act.. Al- 
though the Commission specifically found 
that "the adoption of Du Pont's value-in-use 
pricing strategy reflects price competition 
with other substitute products for various 
end uses," Akzo continues to argue that Du 
Pont's vaiue-in-use pricing for aramid fibers 
violates the antitrust laws. 

Plainly, value-in-use pricing is not per se 
an anticompetitive restraint on trade within 
the meaning of the antitrust laws. In Carter- 
Wallace, Inc, v. United States, 449 F.2d 
1374, 171 USPQ 359 (Ct. CI. 1971). one of 
this court's predecessor courts sustained 
against an antitrust challenge a pricing sys- 
tem in which purchasers paid a lower price 
for the drug meprobamate when used in 
certain combination drugs. The court noted 
that "the vendee firms, if one looks at their 
business as a whole, are not prohibited or 
deterred from making any use they wish of 
the meprobamate." Id. at 1379, 171 USPQ 
at 362. Moreover, "Ii]t is even reasonable to 
assume, nothing else appearing, that if the 
vendees change their minds after purchasing 
the drug at the lower price they can make 
unrestricted use of it by paying the differ- 
ence between that lower price and the con- 
sent-decree price." Id, at 1379 n.4, 171 
USPQ at 362 n.4. 

Similarly, under Du Pont's value-in-use 
pricing system, its customers may use their 
aramid fibers for whatever purpose they de- 
sire, including resale, providing they pay Du 
Pont the price appropriate to the ultimate 
end-use. Contrary to Akzo*s position that Du 
Pontes pricing system is anticompetitive and 
an unreasonable restriction on use and re- 
sale, the Commission found and the record 
establishes that Du Pont's value-in-use pric- 
ing has the procompetitive effect of increas- 
ing the volume of aramid fibers that are sold. 

Akzo also claims that the AU erred in not 
making specific findings on market defini- 
tion. But, as this court recently observed, the 
trier of fact need not engage in the meaning- 
less exercise of market definition where no 
wrongful conduct has been shown. Loctite 
Corp. V. Ultraseal Ltd,, 781 F.2d 861. 875, 
228 USPQ 90, 100 (Fed. Cir. 1985). Equally 
groundless is Akzo's contention that the ALJ 
erred by not shifting to Du Pont the burden 
of demonstrating that is pricing policies had 
procompetitive effects. The Supreme Court, 
in National Collegiate Athletic Ass'n v. 
Board of Regents. 468 U.S. 895 (1984), 
made abundantly clear that the burden of 
proof shifts only where the evidence shows 
that the challenged practice has the "hall- 
marks of anticompetitive behavior," namely, 
that "it has operated to raise prices and 
reduce output." Id, at 113. Conversely, in 



this case, the evidence establishes and the 
Commission found that the alleged^ "re- 
straint," value-in-use pricing, results in re-, 
duced prices and increased output. 

D. Du Pont's alleged inequitable conduct 
in manufacture. During the proceedings be- 
low, Akzo asserted that Du Pont infringed 
Akzo's U.S. patent 4,308,374 ('374) patent) 
on a polymerization solvent system used in 
the formulation of the polymer which is spun 
into aramid fibers by means of the Blades 
'756 process. Notwithstanding §337(c) of 
the Tariff Act of 1930 which provides that 
"{a] II legal and equitable defenses may be 
presented," the ALJ struck Akzo*s equitable 
defense and refused to hear the underlying 
evidence. On.appeal, Akzo contends that the 
ALJ thus denied Akzo the opportunity to 
establish a meritorious defense to Du Pont*s 
§337 claim. For two reasons we disagree that 
this defense was meritorious. 

Our conclusion is first supported by the 
recent decision of the District Court for the 
Eastern District of Virginia holding the '374 
patent invalid for obviousness under 35 
U.S.C. §103. Akzo N,V. V. E,l, DuPont de 
Nemours & Co., Civil Action No. 
85-0459-R (E.D. Va. April 24. 1986), on 
appeal to this court. No. 86-1327/1358.** 
Under that decision. Akzo's infringement 
claim has been adversely decided and Du 
Pont has a legal right to do the act claimed to 
be infringing. Consequently, there is as yet 
no legitimate basis for Akzo*s equitable de- 
fense. See Young Engineers, Inc. v. US, 
International Trade Commission, 721 F.2d 
1305, 1315-16. 219 USPQ 1142. 1152 (Fed. 
Cir. 1983). Second, this same result is com- 
pelled in this instance by this court's decision 
in SSIH Equipment S.A. v. US, Interna- 
tional Trade Commission, 718 F.2d 365, 
218 USPQ 678 (Fed. Cir. 1983). In SSIH, 
we held that allegedly "inequitable conduct" 
is not a defense to a §337 action where the 
conduct occurred after issuance of the com- 
plainant's patent and involved a different 
patent. Id. at 378-79, 218 USPQ at 689-90. 
In this case, Du Pont's '756 patent was 
issued in 1973 and pertains to a spinning 
process; Akzo's '374 patent was issued in 
1981 and pertains to a polymerization 
process. 

Conclusion 

For these reasons, we affirm the Commis- 
sion's exclusion order prohibiting the impor- 



'*That appeal was argued on November 7, 
1986 before the same panel of judges as heard the 
current appeal. 
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mi«"fL"l'' l:'"'!^.^ of aramid fibers 

^r^I'LZ^^^ ^^^"^ ^'^^ Netherlands. 
AFFIRMED. 
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Court of Appeals, Ninth Circuit 
Lifshitz V. Walter Drake & Sons Inc., et al. 
Nos. 85-6087 and 85^5130 
Decided December 30, 1 986 

JKS^JitkE and 

I. Procedure — Motions (§410.31) 

tle.n f.^*"/- requirement that mo- 

brnnahV"'*P"?r"* notwithstanding verdict be 
brought only if party has moved for directed 
verdict at close of evidence is not satisfied by 
defendant s motion m limine which, in seek- 

c?limTw^'K^P'l"'"^? ""'■^J' competition 
n,1i!y • brought prior to trial but not 
ruled upon until after close of evidence 
which was limited to claim that court lacked 

^^^^Vr" ^"^''i'^'" «""'non 'aw unfair 
competition claims based on alleged copying, 
and which did not address additional infafr 
competition issues, since issue of sufficiency 
lfZt?7 °" unfair competition claims was 
not placed squarely before district court, and 

f^" rf?!*^. T"*'!!.*''* ^''oug'' motion 
iS^ntrf r?.:'"*"' 

COPYRIGHTS 



not yet been "distributed to the public" as 
^lled for by 17 USC 405(a)(2).'^and th^ 
party asserting copyright should have made 
eltorts to remedy notice on such copies. 

4. Notlc^deposlt and registration — Notice 

"Substantial compliance rule," which has 
been applied under 1909 Copyright Act to 
bar wilKiI infringers from asserting errors in 
copyright notice as defense, should not be 
applied to significantly different statutory 
scheme of 1 976 Copyright Act 



1 USPQ2d 



Lifshitz V. * 



Appeal from District Court for the Cen- 
tral District of California. Keller. J 

Drati' A^^'' 'P*" ^''"'J''*^ ^8^^"** Walter 
Drake & Sons Inc.. and Etna Products Co 

Ulr..:^"^ trademark infringement, unfair com- 
petition, fraud, conspiracy, copyright in- 
fruigement. and intentional infliction of 
f^ S!.ff'*lr*f •/~'"J"**8inent in part 

M AffiLS'"'""* ^'^ 
'^R&^^*'SPi!'' Los Angeles. Calif., and 

apSli Sh7tk^^^*^'^ 
Wallace, Circuit Judge. 



2. Notice, dep<Kit and registration — Notice 
(7207.0^5?" 

.iSoif.i^'^' distribution of "relatively 

copyright notice has been omitted, does not 
apply in case where party began addinK 
copyright notice with Sate morl than onf 
year after year in which first publication 
occurred, since all copies of such worKm- 
n ulcEw '5^. are deemed by 
out nofict^ ^ ° published with- 

al Notice, deposit and registration - Notice 

product not bearing copyright 
notice that were in hands of distributor £id 



fr«m .t '^P^H^'* Co.. Inc. (Etna) appeals 
from the district court's denial of its mbtion 
for a judgment notwithstanding the verdict 
O.n.o.v.) or for a new trial on Lifshitz's 
,1,,. '.V^jPf 'J''**" '^'aim. Etna also contends 
H^at the district court erred in denying its 

Z^lJ^l-""^ f "I* '^^'"^e *>f improper 
instruction to the jury regarding LilShit^s 
unfair competition claims, and inlmproperly 
excluding certain evidence. Lifshitz cW- 
appeals from the entry by the district court 
Th^Jictr Z- °" H*"*!;''.^'* copyright claim, 
ifl ^ ftB*?,^" jurisdiction under 28 
U.S.C. §§ 1 332 and 1338(b). Wehavejuris- 
dKUon pursuant to28 U.S.C. § 1291,and we 



eJiio^flS' f '^['"•.f Soviet Union who 
emigrated to the United States In 1975. 



developed a •"«;tr{.e'be1at m^^^^^^^^ 
information and a samp^^ 

parties except Etna and Drake. 

1 if^hitz pleaded a wide variety « 
JSeu\l.%ionsanddism.^^^^ 

issues substaniially. X^^f^Xmark 

claim but denied it with respect t 
Sa^r competition claim, and de. 

motion for a new trial. 

Ftna appealed the denial of 

II 

We treat first Etna's appeal • 
tricicourrsdenialofitsmouon 

oo Lifshitz's unfair compclit.o. 
for a new trial. 

In order to bring a motion 
narly must have moved for a d.. 
St the close of all the evidence 
P 50(b). The motion Etna fil© 
ed verd ct after the close of e- 
uiaTbelow requested a directt 
on Lifshitz;s copyright an 
claims. It did 

competition claims. Etna d» 

Ihis but rather assff*^ *lVi 
of rule 50(b) « satisfi««l by > 
?;on </i/fmi>ie for dismissal o 
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